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Editorial 

Editorial 

Members will be aware that the European Patent Office has a backlog of both search 
and examination. 

These backlogs not only delay the granting of rights, but also create uncertainty for 
Industry as they do not know, sometimes for a considerable time, the extent of protec
tion likely to be afforded a competitor in their product filed. 

These difficulties are unwelcome to say the le;ist. It is to the E.P.O.'s credit that it 
recognizes these difficulties and has taken steps - the so-called »7 Measures« pro
gramme, to accommodate applicants desiring a rapid search and/ or examination and 
to reduce the time for processing applications where rapid handling is specifically re
quested. We are therefore pleased to note that the »7 Measures« were published in full 
in Official Journal No. 12/1991 and we commend them to our readers as worthy of 
their attention, particularly as the time to issuance of the first examination report (by 
the Examining Division) has been reduced (see Measure 5) and the Examining Divi
sion undertakes to reply within three months to a bona fide response made by an ap
plicant to a report on substantive Examination (Measure 6). 

We are indebted to President Braendli for drawing the publication of the notice to 
our attention via our own President David Votier, who incidentally, has a letter pub
lished in this issue. 

Jean Brulle, Joachim Herzog, Terry Johnson 
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Letter from the President 

27 January 1992 

One of the nice things about our Profession is that there is always something new 
happening, with which we must perforce become involved. We enter 1992 with sever
al hundred new members of our Institute, from the former German Democratic Re
public, Monaco and Portugal. President Braendli, in his address to the Munich Coun
cil Meeting, mentioned the possibility of further States ratifying the EPC, and thus 
further additions to our membership. 

We also enter 1992 with an amended Convention. It is a tribute to the original 
draftsmen of the Convention that it has remained relevant to the needs of our clients 
and employers for so long. It is also a tribute to the custodians of the Convention that 
they are prepared to propose amendments to it when circumstances show that the 
needs of the users require them. Article 63 EPC was amended in Munich in December 
1991. It remains to be seen how many of the Contracting States take advantage of the 
amendme?-t and introduce amending legislation into their national systems. However, 
now that 1t has been established that the Convention is not immutable, further amend
ment must follow. The EPO, through its links with the SACEPO and other bodies, 
are aware of the provisions which need changing. They must continue to be made 
aware of necessary changes. We can rely on them to bring forward the appropriate 
proposals for amending legislation, at the appropriate times. 

I was privileged to be asked to participate in the EPO's Conference on the Use of 
Patent Information. Strenuous efforts are being made by the leading Patent Offices, ei
ther by themselves or through other organizations, to make all the information which 
the user could reasonably require, available to him. 

Members will know that the decision was taken two years ago to organize a Trilat
eral Users' Meeting to follow the regular Trilateral Meetings in which the EPO, 
USPTO and JPO take part. The first Users' Meeting was held in Munich towards the 
end of 1990, and the second will be held in Tokyo in February 1992. Such meetings 
offer a unique opportunity to discuss matters of concern and interest not only with 
our fellow United States and Japanese Practitioners but also with senior members of 
the three Offices. 

The Institute, with the help of the EPO, organized a most successful Exhibition of 
works of art, submitted by our members, in the European Patent Office last Spring. 
The prime mover in organizing the Exhibition was Klaus Hoffmann, and, although 
small, the Exhibition featured works of considerable merit and was a great success. I 
v_ery much hope that we can make this a regular event. I know that there are many ar
tists among our members, and I hope that the next Exhibition will be very well sup
ported. Details will be announced in due course. 
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Letter from the President 

The Exhibition was, as I have mentioned, held in the European Patent Office. This 
is just one area in which the EPO supports the activities of the Institute. It is good to 
know that relations between the members of the EPO and the members of this Insti
tute are so cordial and friendly. It makes communication between us so much easier. 
The Institute is pleased that the Office is keen to involve us in its workings, and to 
seek our assistance and comments on changes which it proposes making. It was typical 
of the President to spare time on the occasion of our Munich Council Meeting to 
share with us some of his thoughts and hopes for the future, and also to let us have a 
report of current happenings in the Office. 

Yours faithfully, 
S. D. Votier 
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Review of 1st EPI Artists Spring Exhibition 
in the European Patent Office 

(21st March to 19th April 1991) 

The invitation of former President of the EPI, Mr Dieter Speiser, in EPI Bulletin No. 
2-1990, initially attracted only 7 artists from 4 different countries, namely Germany, 
England, the Netherlands and Sweden. The Dutch and Swedish submissions were 
withdrawn at more or less the last minute before the opening of the Exhibition, much 
to the regret of the Institute. 
Following a meeting with the Secretariat of the EPI, it was extremely frustrating for 
me, as instigator of the Exhibition, to have to admit that my colleagues' response to 
the President's invitation had been extraordinarily weak. In this context, we had to ad
dress ourselves to 2 main questions: 
(1) Whether it was worth staging the Exhibition at all in the light of such poor re

sponse (particularly at a time when the Secretariat was already heavily burdened 
preparing the election results for the new Council and adapting to a changeover of 
the EPI Secretary); and 

(2) Whether or not relatives (essentially husbands/ wives and/ or children - but where 
do you draw the line?) should also be allowed to participate, as is the case with the 
European Patent Office Summer Exhibition. 

I recall, for example, a telephone call, a few days before the opening of our Exhibi
tion, from a colleague in Munich, who was enquiring as to whether his wife, a profes
sional artist, might also be permitted to take advantage of the fine facilities at the EPO 
to exhibit some of her work. I personally would have welcomed one or two profes
sional works to enhance our 1st Exhibition, since by that time only a handful of ex
hibits had been submitted to the EPI Secretariat. However, it was not to be, as this 
would most probably have led to a flood of complaints from other colleagues, whose 
spouses had not been permitted to exhibit, since, from the very beginning, member
ship of the European Register of Patent Attorneys had been stipulated as a require
ment for eligibility. 

Thus, time went by. You may have heard that, in spite of such teething troubles, 
the relatively small Exhibition turned out to be a great success. Organizers measure 
the success of an exhibition either by viewing numbers or by the number of paintings 
sold. I think the viewing figures - in the region of between 150 to 200 people - speak 
for themselves, and we can safely say that the Exhibition was a success! 

At this point I should like to express my gratitude to the Secretary of the EPI, Mr 
Mohr, and to Ms Moneger and Ms Anwender for their kind assistance in the prepara
tions for and organization of the 1st Exhibition. Even the question of financing the 
evening's catering arrangements was speedily and satisfactorily answered; thanks also 
to the Institute for carrying the costs of the hot buffet and refreshments. 

Last but not least, our heartfelt thanks to the President of the EPO, Dr Braendli, 
for introducing each individual artist, following the official opening of the Exhibition 
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EPI Artist spring Exhilntion 

by Donald Drummond (President of the EPO Cultural Club). Dr Braendli went on to 
say he was very pleased to see how well the EPI Exhibition for users of the EPO com
plemented the now well established Summer Exhibition for EPO Officers and their 
families, and hoped that the EPI Artists Spring Exhibition would in future become a 
regular feature in the EPO calendar. 

In the absence of EPI President, Mr Dieter Speiser, who unfortunately had a prior 
commitment to a Council Meeting in London, hospitality was provided by patent at
torney Mr Heinz Bardehle, and he too expressed the hope that this fine Exhibition 
would be repeated in the future. I then thanked the EPO Administrator, the Cultural 
Club and the EPI Secretariat, whose combined efforts made this 1st Exhibition possi
ble. I confessed to Dr Braendli that I myself never before had the opportunity to ex
hibit my paintings in such fine surroundings and that this was probably also true of 
my brave colleagues, without whose pioneering spirit this first Exhibition would not 
have been possible. 

It is worth mentioning that Dr Braendli purchased several paintings from the 1st 
Exhibition, and these will be hung in the new EPO building. I very much hope that 
colleagues who as yet have not wished to show their artistic works publicly, will be 
able to cross this boundary and help us to give next springs's Exhibition the creative 
impetus and variety necessary to build on this year's achievement. 

Klaus Hoffmann 
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Bilan de la lere exposition de printemps des artistes de l 'EPI 
a !'Office Europeen des Brevets 

(21 mars au 19 avril 1991) 

L'invitation de l'ancien President de l'EPI, M. Dieter Speiser, parue clans l'EPI 
information No. 2-1990, n'a trouve tout d'abord echo qu'aupres de sept artistes de 
quatre pays differents, l'Allemagne, l'Angleterre, les Pays-Bas et la Suede. La Suede et 
Jes Pays-Bas se sont retires, au grand regret de l'Institut, pratiquement a la veille de 
I' inauguration. 

En tant que promoteur de cette exposition, j'ai ete moi-meme tres dec;u de constater, 
a la suite d'une reunion avec le Secretariat de l'EPI, que si peu de collegues avaient 
repondu a !'invitation du President. Deux questions se posaient alors: 

Tout d'abord cela valait-il la peine d'organiser une exposition avec une aussi faible 
participation (le Secretariat etait a cette epoque tres occupe par le depouillement des 
votes pour !'election du nouveau Conseil et le changement de direction du Secretariat); 
la deuxieme question etait de savoir si la participation de parents (essentiellement 
maris/femmes et/ou enfants - mais ou mettre la Jimite?) devrait etre acceptee comme 
c'est le cas pour !'exposition d'ete de !'Office Europeen des Brevets. 

Je me souviens de l'appel telephonique d'un collegue munichois quelques jours 
avant !'inauguration de !'exposition, qui me demandait si sa femme, artiste 
professionnelle, pouvait profiter de cette occasion pour exposer quelques-unes de ses 
oeuvres. J'aurais personnellement ete heureux d'accepter une ou deux oeuvres 
professionnelles pour notre premiere exposition mais cela aurait probablement attire 
de nombreuses plaintes de la part de collegues dont les epouses n'avaient pas ete 
autorisees a exposer puisque, des le tout debut, le privilege en avait ete reserve 
exclusivement aux mandataires agrees pres !'Office Europeen des Brevets. 

Le temps a passe. Vous savez peut-etre qu'en depit de tousles problemes, notre petite 
exposition a ete une reussite. Un organisateur evalue le succes d'une exposition au 
nombre des invites ou des peintures vendues. A en juger par le nombre des invites, 
qu'on peut estimer de 150 a 200, ii ne fait aucun doute que !'exposition a ete un vrai 
succes! 

Je voudrais ici exprimer ma reconnaissance au directeur du Secretariat de l'EPI, M. 
Mohr, ainsi qu'a Mme Moneger et Mme Anwender pour leur aimable collaboration et 
leur aide clans la preparation et !'organisation de cette premiere exposition. La 
question du financement du buffet et des boissons avait pu etre egalement resolue 
rapidement. Merci a l' Institut d'avoir bien voulu prendre les frais a sa charge. 

Je tiens a remercier ici egalement le President de l'OEB, M. Braendli, represente par 
M. Donald Drummond, President du Club culture! de l'OEB, qui apres l'ouverture 
officielle de !'exposition a presente chaque artiste personnellement. n a ajoute combien 
ii etait heureux de trouver dans !'exposition de l'EPI un complement de !'exposition 
d'ete des employes de l'OEB et de leurs families, exposition serieusement etablie 
depuis plusieurs annees deja, et qu'il esperait que cette exposition de printemps des 
artistes de l'EPI fasse partie a l'avenir des evenements culturels du calendrier de l'OEB. 
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EPI Artist spring Exhibition 

Le President de l'EPI, M. Dieter Speiser, retenu par une reunion a Londres, etait 
represente par M. Heinz Bardehle, Conseil en Brevets d'lnvention. Celui-ci souhaita la 
bienvenue aux invites et exprima aussi le souhait que cette exposition soit renouvelee. 
J'ai remercie ensuite le President de l'OEB, le Club culture! et le Secretariat de l'EPI a 
qui !'on doit d'avoir pu realiser cette premiere exposition. J'ai dit a M. Braendli que je 
n'avais encore jamais expose clans un cadre aussi beau et que cela etait probablement 
vrai aussi pour mes collegues grace auxquels ii a ete possible de presenter cette 
premiere exposition. 

Il faut mentionner encore que M. Braendli a achete quelques peintures de cette 
premiere exposition pour les nouveaux batiments de l'OEB. J'espere que Jes collegues 
qui jusqu'a maintenant n' Ont pas OSe presenter leurs ouvres en public oseront cette 
fois-ci faire le pas et nous aideront par leurs contributions a presenter I' annee 
prochaine une exposition encore plus belle et plus variee. 

Klaus Hoffmann 
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Life and Patents 
or the story of a little mouse (following) 

by Alain Gallochat, Paris 

In the issue of EPI-Information 2-1991, the decisions of the Examining Division and 
the Board of Appeal (T 19/90) concerning the European Patent Application 85 304 
490.7, in the name of Harvard, for a transgenic mouse, were examined. 
The Board of Appeal before sending back the case to the Examining Division decided 
among others that: 

- Article 53b) EPC: animals are not excluded from patentability, the only issue to be 
envisaged by the Examining Division being to determine whether a mutant animal 
(transgenic animal) is or is not an animal variety; 

- Article 83 EPC: the extrapolation from the mouse, supported by actual examples, 
to mammals in general is allowable, hence considering the disclosure as sufficient; 

- Article 53a) EPC: the Examining Division must determine whether such Article is 
applicable giving as a basis of reflexion the balance between animal suffering and 
environmental risks, and the benefits that humanity might reap from the inven
tion. 

One year after Harvard's case was sent back to the Examining Division, this latter de
cided finally to grant a patent in that case; due to the importance of the case, more es
pecially because of the involvement of public order and morality, the Examining Divi
sion commented largely its decision, which is a quite exceptional procedure, giving 
some light to the issues of the case. 

By applying Article 111(2) EPC, the Examining Division was bound by the decision 
T 19/ 90 of the Board of Appeal as far as Articles 53(b) (patentability of animals) and 
83 (sufficiency of disclosure) EPC were concerned. 
Consequently, the comments of the Examining Division are only directed to unre
solved problems: 

1 - Is a mutant animal an animal variety? 
2 - Is the present invention contrary to public order and morality? 

1 - Is a mutant animal an animal variety? 
In this respect, the answer of the Examining Division is clear: rodents or even mam
mals constitute a taxonomic classification unit much higher than species; on the other 
hand, an animal variety is a sub-unit of a species, of even lower ranking than a species. 

Consequently, a claim directed to a mammal is patentable; it may be induced by this 
answer that claims directed to an animal having an equivalent rank (i.e. insects, birds, 
fishes ... ) are also patentable, the s1,1bject matter of these claims not being covered by 
the three terms(» Tierart«, »Race animale«, »Animal variety«) of Article 53(b) EPC. 

In this respect at least the decision of the EPO is of the higher importance. 

2 - Is the present invention (Harvard's transgenic mouse) contrary to public order and 
morality? 

9 



Patent matters 

The Examining Division largely comments its position concerning the application of 
Article 5_3(a) EPC. Among those comments, some of them are parameters, specific to 
the present invention, others are of a very broad scope. 
The specific parameters are those already mentioned by the Board of Appeal: 

basic interest of mankind: in the present case the fact that the transgenic mouse is 
clearly related to the treatment of cancers constituting one of the major causes of 
death cannot be discussed (»The present invention's usefulness to mankind cannot 
be denied«); 
protection of the environment: according to the Examining Division, the risk for 
the environment is limited, the invention being basically intended to be used in 
laboratories »under controlled conditions by qualified staff«. This position must be 
approved, bearing however in mind that still exists the possibility of accidental or 
intentional release of such animal test models in the nature, hence a risk which 
cannot be excluded for the environment. Finally the Examining Division in a very 
clear statement confirms that »the mere fact that such uncontrollable acts are con
ceivable cannot be a major determinant for deciding whether a patent should be 
granted or not«; here also the Examining Division's position must be approved; 
animal suffering: the Examining Division concluded that the invention contributes 
to a reduction of the overall extent of animal suffering based upon the assertion of 
the applicant that, by using the invention, the number of animals being required is 
smaller than the number of conventional animals to be used. 

Apart from these three above cited specific parameters, the Examining Division's 
comments include some general considerations on which it is worthwhile to insist on. 
Even if such considerations are well known, it is good, sometimes, to remind them· 
for instance: ' 

The general principle of patentability (Article 52(1) EPC) can be only denied if 
other provisions in the law exclude certain subject matter, such exclusions being to 
be interpreted narrowly; 

- Inventions which are made in connection with a new technology and which are to 
be patented under the EPC have to satisfy the requirements of Article 53(a) EPC. 

However, the Examining Division has to be criticized when this latter, probably in 
order to reinforce its argumentation, asks the question as to whether »there exist alter
natives to animal testing in the given context which are as reliable as the animal tests«. 
Such a question is not appropriate and should be avoided in this field of the biotechno
logy as well as in other fields; there is nothing in the EPC stating that, there must be 
no alternative to an invention in order for this latter to be patentable. 
Finally,_ the Examining Division makes a comment which is of the highest importance 
and which reflects exactly the characteristic of a patent: 

»A patent does not give a positive right to its proprietor to use the invention, but 
rather only confers the right to exclude others from using the invention for a lim
ited period of time«. 

Following this clear statement, the Examining Division continues as follows: 
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»If the legislator is of the opinion that certain technical knowledge should be used 
under limited conditions only, it is up to him to enact appropriate legislation«. 

This reminder must be appreciated, because it is clear that since the beginning of this 
case, there is a confusion between the granting of a patent, according to specific rules 
contained in patent laws, such as the EPC and the use of a patented invention which 
may be subject to an administrative authorization and thus may be prohibited: until 
there is a cl~ar pr?hibition of pat_enti~g a product, the patent office must grant a 
patent covenng th1S product even 1f said product cannot be used provided of course 
the corresponding invention fulfils all remaining patentability criteria; the mere fact 
that a product cannot be used must not be a bar to patenting said product. Until now, 
the testing of animals is not prohibited by law, provided said testing follows precise 
rules. 

As a conclusion the comments of the Examining Division are welcome as clarifying 
the situation of patenting animals; in this respect, it was superfluous to state that »the 
ab?ve considerations apply solely to the present case and that other cases of transgenic 
an11!1als are conceivabl~ for :"'hich a diffe~ent conclt1Sion might be reached in applying 
Arucle 53(a) EPC«. It ts obv10us that detnmental effects and risks of an invention have 
t? be balanced against the merits and advantages of said invention on a case by case ba
sis. 
. Most pro_bably, oppositions will be filed against the patent granted to Harvard for 
its transgemc mouse, but whatever the final decision is, this story is not finished since 
there is still an unresolved question: what are the rights of a patentee obtaining a 
patent covering an animal, and what is the scope of such a patent? 

But this is another story ... 
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Info,-mation from the EPO 

Harmonization of regulations governing representation and the 
professional code applicable to European patent attorneys 

Dietrich Bernecker, European Patent Office 

1. Introduction 

12 

At the FICPI Congressl in Cannes in June 1988, a 12-page (interim) report by a 
group of FICPI members was submitted concerning a number of fundamental 
questions relating to the law applicable to patent attorneys in private practice. The 
authors, under the chairmanship of Peter Kirby (CA), had set themselves the task 
of tabulating in a highly simplified form for the purposes of comparison various 
aspects of the law governing the profession in a number of countries, for example 
the requirements for admission to the profession, its organization and entitlement 
to represent clients in court (Kirby report). The 28 countries surveyed include all 
the existing 16 EPC Contracting States except the Principality of Monaco. The 
group had been asked by the FICPI Executive Committee to propose improve
ments. At the end of the group's report the reader was asked: »Is there a need for 
some measure of harmonization of the provisions relating to the powers, duties 
and qualifications of industrial ... property practioners among countries?« 
As far back as 1961 Kurt Haertel turned his thoughts to the idea of harmonizing 
the national provisions governing representation before the patent offices.- The 
»Preliminary Draft Convention relating to a European Patent Law« produced by a 
committee of experts of the Six (EEC) under his chairmanship contained only the 
»grandfather clause«, as it is now known (Article 163 EPC) but not the European 
solution of Article 134 EPC. The latter was first mentioned in the discussions on 
the European Patent Convention in the form of a suggestion from FICPI in 1970. 
Commenting in 1961 on the first draft of a »grandfather clause«, Haertel said he 
thought it advisable for the time being merely to reflect the existing position under 
national law at the European level. He felt it was conceivable that harmonizing the 
relevant national provisions might be considered at a later stage. This caution is in
teresting, especially when one considers that the debate was confined to the possi
bility of harmonizing the provisions governing representation in only six coun
tries (Benelux, France, Germany, Italy). In the EPO of 1992, harmonization 
would involve 16 Contracting States nit to mention - all the countries likely to ac
cede to the EPC in the coming years. 
The Kirby report was read with interest at the EPO and, back in September 1989, 
the Examination Board for the European Qualifying Examination under the chair
manship of Norman Wallace (GB) reacted by instmcting its secretariat to liaise 
with the EPI Professional Qualifications Committee in producing a table contain
ing information on the examinations for patent attorneys in the EPC Contracting 
States. The exercise was primarily intended to indicate whether and how national 
examination requirements could be relaxed or dropped altogether for candidates 
who had passed the European Qualifying Examination. It was felt that something 
needed to be done in order to tackle the acute shortage of suitably qualified young 
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people joining the patent examiner and patent attorney professions. Two years ago 
many potential candidates were put off becoming patent attorneys by the length of 
post-graduate training required and because in many EPC Contracting States they 
have to sit a national examination on patents as well as the European one (see Ta
ble 3 below). Today it seems that more, perhaps now even enough young people 
with good, relevant university qualifications are taking an interest in this profes
sion. The table produced by the Examination Board secretariat was discussed in 
May 1989 at a joint meeting of the Examination Board and the EPI Professional 
Qualifications Committee. At that meeting, Elisabeth Thournet-Lemattre (FR), 
chairman of the EPI Committee, welcomed the idea of having less rather than 
more national examinations for patent attorneys and said that the obvious course 
seemed to be to obtain greater recognition for success in the European Qualifying 
Examination in the EPC Contracting States. The Examination Board then referred 
the paper to EPI and asked for its views on the question of whether the EPO 
should do something to promote this idea and if so what. 
The matter was given new impetus by the President of the European Patent Of
fice, Paul Braendli, when he instmcted the author to carry out, in co-operation 
with EPI, a survey of the conditions for entry to the patent attorney profession in 
the EPC Contracting States, setting out the results in the form of a comparative ta
ble, and to make proposals for harmonization. The fact is that European patent at
torneys have been exercising their profession for over 14 years now under two dif
ferent codes (European and national). Comparing some of the essential features of 
these regulatory systems with a view to harmonization would certainly seem to be 
worthwhile. Insofar as harmonization affects the level of performance of the Euro
pean and national profession it should be dedicated to the professional ideal signi
fied 'in the German regulation on patent agents by the term »Organ der 
Rechtspflege«, which institutionalises the position of patent agent as part of the 
machinery of the administration of justice. In order words, the aim is not to lower 
existing standards under the guise of harmonization. Qualified and well-informed 
patent attorneys are crucial to the EPO's constant efforts to make the European 
patent grant procedure as efficient as possible. The EPO therefore sees the goal as 
being to aim for high quality and hence bolster the competitive position of all Eu
ropean patent attorneys - both those in private practice and their colleagues in in
dustrial patent departments. 
This initiative by the President of the European Patent Office was discussed by the 
EPI Council, which referred the matter to its Professional Qualifications Commit
tee. It was discussed by the Committee at a meeting on 17 September 1991 in Mu
nich. The discussion was based upon the terms of reference issued by the President 
of the European Patent Office and a first comparative table (an earlier version of 
the one reproduced here in Tables 1-3). 
Even a cursory look at the table prompts the question what should be harmonized 
and with what objective. Whilst amendments to EPC provisions should by no 
means be ruled out, there are certain limits to what the EPO can do in this area 
and these need to be clarified from the outset. 
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a)EPC 
Articles 133, 134 and 163 EPC can only be amended by the revision procedure. 
This would call for a broad consensus at a diplomatic conference (Article 172 
EPC) and subsequent ratification in 16 or more Contracting States. The relevant 
rules in the EPC Implementing Regulations and the 3 regulations governing the 
profession (regulations on the European Qualifying Examination, the EPI and 
disciplinary provisions for professional representatives, Arts. 33[1] [b], 35[2], 
134[8] EPC), on the other hand, can be amended by the Administrative Council 
with a two thirds majority on a proposal from the President of the European 
Patent Office. The Examination Board for the European Qualifying Examina
tion can amend the provisions which it has enacted (implementing provisions 
and instructions, see OJ EPO 1991, 88). 

b)EPC Contracting States 
Here the EPO with the help of EPI can publicise the existing position, promote 
discussion of objectives and changes, initially at EPI level and later perhaps in 
the form of a symposium. Whilst the EPO can certainly make its own contribu
tions to the debate, proposals emanating from the patent attorneys themselves 
would be of greater value. After all, harmonization is not art for art's sake. 
There has to be a felt need to cast off some of the shackles of tradition. The pos
sibility of being able to compare one's position with that of attorneys in other 
countries is intended to help those concerned to recognise their own problems 
and find solutions which may already have been tried out elsewhere. The profes
sional bodies in the various Contracting States must persuade their national legis
lators to implement those harmonization proposals requiring amendments to na
tional law or at least voice their support for them. For that reason, those con
cerned must feel the need to do something about the existing situation, and the 
EPO must largely confine itself to providing inspiration. It is however conceiv
able that, in the course of the discussion, concerns might emerge which are com
mon to the profession in all or almost all the Contracting States and which can 
be discussed by the Administrative Council of the European Patent Organiza
tion and lead to recommendation to the legislators of all the EPC Contracting 
States. 
Harmonization of the regulations governing patent attorneys is by no means a 
radically new departure. Belgium has closely aligned its provisions governing at
torneys on the European Patent Convention. Attorneys who have passed the 
European Qualifying Examination and take up residence in Luxembourg are eli
gible for entry in one of the Luxembourg lists of patent attorneys. In the Neth
erlands and the United Kingdom they are given partial exemptions for the na
tional examinations. In Germany, section 172 of the Regulation on Patent Attor
neys gives candidates who have passed the European Qualifying Examination 
two years' dispensation for admission to the national examination. But the Euro
pean profession has also learnt from national models. For example, the partial 
pass provision of Article 12(3) REE (see footnote lO[a] is based on a similar 
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Dutch provision. The dropping as from 1 October 1991 of the provision requir
ing professional representatives to file an authorization is based on UK practice. 

c) Future EPC Contracting States 
Here a distinction has to be made between: 
· West European States, especially Ireland, Finland, Norway and Cyprus, and 
· Central and Eastern European States, especially Czechoslovakia, Hungary and 

Poland. 
The opportunity presented by a country's accession to the European Patent 
Convention is sometimes taken to carry out a review of the law relating to 
patent attorneys. In such cases the EPO can draw on its experience with regula
tion of the activities of professional representatives to provide advice and work 
towards harmonization with the EPC professional code. In the countries of 
Central and Eastern Europe, suitable models have considerable attraction, be
cause they are aiming to build a market economy on the ruins of communism 
whilst perhaps preserving some elements of their own traditions and making due 
allowance for the special circumstances of their own economies. For these coun
tries the system which has been tested at the EPO has a particular appeal. At a 
symposium in Budapest from 18 to 20 November 1991 on the theme of patent 
protection in a market economy, organized jointly by the EPO and WIPO in 
conjunction with the patent offices of Czechoslovakia, Hungary and Poland, it 
emerged that each of these three countries had created a uniformly regulated 
patent profession. The EPO's experience with the single profession under the 
mantle of EPI clearly point up the advantages of a single profession. The 14 
years of EPI's existence have merely confirmed the truth of the remarks made 
by a representative of COPRICE2 at the fifth meeting of the Luxembourg Inter
Governmental Conference at the end of January 1972 and which were quickly 
followed up by the creation of the appropriate legal basis (Art. 134[8) [b] EPC) 
when he stressed how valuable it would be for the EPO to be able to deal with a 
professional institution in private practice and those employed in industry. The 
success of the EPO would be unthinkable without EPI and the accumulated 
know-how of its membership. 

2. The tables 

The tables juxtapose certain principles which are important when it comes to 
practising as a representative before the EPO with the corresponding provisions of 
the 16 Contracting States as at 1 January 1992. The aspects included are drawn 
from those dealt with in the EPC under the heading »representation« which have 
proved to be of practical significance. The yes/no technique, used to good effect in 
the information brochure »National law relating to the EPC,3, has been adopted 
for the purposes of the comparison. The abbreviations used for most of the items 
of legislation are also taken from the brochure (see its Section A I, Column. 
The tables have been drawn up in close co-operation with the members of the EPI 
(Professional Qualifications Committee). Other professional representatives and 
patent office officials in the Contracting States have supplied additional informa-
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tion. In many cases no legal basis could be found, as the points in question were a 
matter of administrative practice. I would like to thank all those who provided in
formation. No responsibility can be accepted for the completeness and accuracy of 
the data in the tables. In any case, the legal position can change at short notice. 
Readers should not hesitate to bring any errors to the author's attention (EPO, ex
tension 5110). 

3. Concluding remarks 

The author has not at this stage advanced any. ideas of his own on harmonization 
and its objective. Here the initiative should come from the patent attorneys. In an 
area so deeply rooted in tradition, as professional codes in particular tend to be, it 
might be beneficial and indeed timely - this being the decade of the European inter
nal market - to look beyond the frontiers and combine one's own established prac
tices with unfamiliar ones tried and tested by others (for example in connection 
with the training and examination of young recruits) and thereby improve one's 
competitive position. The author would be very interested to hear the views of 
individual readers or associations. Please do not hesitate to write to me if you feel 
that you have something to contribute (European Patent Office, Erhardtstr. 27, 
W-8000 Mtinchen 2). 
This article will also be published in German in March 1992 in the special edition 
of the »Mitteilungen der Deutschen Patentanwalte« to mark the 25th anniversary 
of the »Patentanwaltsordnung« which lays down the code for members of the pro
fession in Germany. 

1 Federation Internationale de Conseils en Propriete Industrielle 
2 Comitato per la protezione della proprieta industriale nella Communita Econimica Europea, 

like FI CPI one of the 13 nongovernmental international organisations involved in the prepa
ratory work for the EPC at the Luxembourg Inter-Governmental Conference from 1969 to 
1973. The statement is recorded in Inter-Governmental Conference document BR/169/72 of 
15 March 1972, point 159, p. 67. 

3 Seventh edition July 1991. The brochure also indicates whether a domestic representative has 
to be appointed at the interface between national law and the EPC (see Section III B Colum n 
1, IV Column 1, VI Column 1, VII Column 4, VIII Column 3 BE and ES). 

4 See Table 5 regarding the powers of associations of patent attorneys to represent clients. 
5 Decret relatif :i la qualification et :i !'organisation professionelle en matiere de propriete 

industrielle in the June 1991 version, which is expected to come into force in the first quarter 
of 1992. Regarding the new rules governing the profession in FR see Dreier, GRUR lnt. 1991, 
710, 712, No. IV. See footnote 11. 

6 No in the case of representation before the Patents County Court. 
7 The information concerning the legal position in PT is drawn from the draft law on industrial 

property (Codigo da Propriedade Industrial) in the August 1991 version, Part IV, Chapter IV, 
Article 276 et seq. The law is expected to enter into force in 1992. 

8 As used here, the word »employee« means a person, who 
a) is not a patent attorney, and 
b) where the employer is a legal person, is not entitled to sign on behalf of the legal person 

under the law or the company's articles of association. 
9 The training period 

before the examination is a requirement for enrolment, 
before or after the examination is a requirements for entry on the list of patent attorneys. 
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For the EPO and some of the Contracting States more than one figure appears in Table 3 un
der training period/years; these are explained below: 
a) EPO Three years for candidates with a university-level scientific of technical qualification 

(List A). Six years for candidates with lower-level diploma such as the British High
er National Diploma or a Bachelor of Science pass degree (List B). In both cases the 
Examination Board may shorten the traini ng period by up to one year (Art. 8 
REE). 

b) DE i) For candidates with EPO List A qualifications, 1 year of practical experience in 
a technical discipline plus 3 years' training in industrial property (2 years with a 
»Patentanwalt« of »Patentassessor« in a company patent department plus 4 
month at the Patent Office plus 8 month at the Federal Patent Court). 

ii) For candidates with EPO List A or B qualifications, 10 years' experience as an 
industrial property consultant or representative, usually in a company patent 
department. The period is 8 years for candidates who have passed the European 
Qualifying Examination. 

c) GB Two years under the supervision of a registered patent agent, barrister or solicitor. 
The latter must deal with patent agency work in GB or have sufficient experience. 4 
years without such supervision. 

d) NL i) For candidates with EPO List A qualifications, 3 years' t raining with a Dutch 
patent attorney. 

ii) For candidates with EPO List B qualifications, 7 years' experience in patents and 
interview with candidate. 

iii) For candidates with a qualification lower than those in EPO List B, 10 years' 
patent activity and interview with candidate. 

In cases ii) and iii) the training period is a requirement for enrolment in the examin
ation, in case i) only for entry on the list of patent attorneys. 

10 If the examination can be taken in more than one part, in how many? 
a) Regarding the position for the European Qualifying Examination, see OJ EPO 1991, 

88(89) No. IX. 
b) In GB the candidate must pass all 10 papers, which means that he must obtain more than 

50% of the total marks for each paper. The results for each paper are independent of the 
results for the other papers (Section 5.2, Regulations for the Examinations for the Registra
tion of Patent Agents and Trade Mark Agents 1991). 

11 Decret portant modification du decret no. 79-822 du 19 septembre 1979 relatif aux demandes 
de brevet d'invention et de certificat d 'utilite, :i la delivrance et au maintien en vigeur de ces 
titres in the 14 March 1991 version, which is expected to come into force in the first quarter 
of 1992. See Footnote 5. 

12 A most informative and up-to-date (September 1991) source text concerning the profession in 
GB is a submission by the Chartered Institute of Patent Agents to the Lord Chancellor's Ad
visory Committee on Legal Education and Conduct in CIPA, November 1991 , 59-81. It re
veals for example that 2/3 of registered patent agents are in private practice. 

13 Patent attorneys in industry may only represent their employer or firms belonging to the 
same group, Art. 4(3) Dec. of 3.4.81. 

14 A distinction has to be made between: 
a) the individual sub-author ization (1), which is kept in the file of the relevant application, 

and 
b) the general sub-authorization (2), granted on the bases of a general authorization and au

thorizing the person sub-authorized to act in all matters on behalf of the client before the 
Office. 

15 Associations of legal practitioners, as there are no patent attorneys in GR. 
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Information from the EPO 

Neue Wege des Europaischen Patentamtes 
zur Ausbildung europaischer Patentvertreter 

von Paul Rosenich {FL) 

E_iner Initiative des Europaischen Patentamtes ist es zu verdanken, daB seit diesem Jahr 
d1rekt am Europaischen Patentamt ein Ausbildungsprogramm fur Patentvertreter 
stattfindet {si~he Amtsblatt 8/91, Seite 446 11nd 447). Die Ausbildung ist zweigeteilt 
und umfaBt emen vierwochigen Aufenthalt in der GD2 und einen vierwochigen Auf
enthalt in der GD3. 

Wenngleich sich das vierwochige Fehlen eines Sachbearbeiters oder angehenden Pa
tentvertreters in einer Patentanwaltskanzlei zunachst storend auswirkt mochte ich 
?en Besuch dieses Ausbildungsprogramms jedem angehenden Praktikant;n, aber auch 
Jen~n Patentvertretern empfehlen, die ihren Wissensstand auf unkomplizierte Art und 
Weise und durch praxisnahen Unterricht erweitern wollen. Der praktische Ablauf ist 
so_ o~ganisiert, daB ein Praktikant einem erfahrenen Priifer {Trainings Officer) zuge
teilt 1st, de~ dem Praktikamen fur alle Fragen und Probleme zur Verfugung steht und 
de~ Praku~anten gegebe?enfalls gemeinsam mit einem gerade auszubildenden Jung
prufer sachl1che Unterwe1sungen anhand von konkreten Fallen wie Bescheiden, Ein
spriichen usw. gibt . 

. Ganz abgesehen davon, steht es jedem Praktikanten aber frei, sich schwerpunktma-
61g nach eigenen Bedi.irfnissen weiterzubilden. Er hat freien Zutritt zu Formalpriifern 
und lernt so unmittelbar Pehler, wie sie haufig vorkommen, zu vermeiden. Dariiber 
hinaus sind aber auch alle anderen Fachleute auf den verschiedensten Gebieten gerne 
bereit, dem Praktikanten Rede und Antwort zu stehen. 

Einen weiteren, wesendichen Teil des Ausbildungsprogramms bildet die Teilnahme
moglic_~keit ~n den ~usbildungskursen fur Priifer, die insbesondere die StoBrichtung 
der Pruf~rph~osophte erkennen !assen und daher eine zuki.inftig reibungsfreie Zusam
menarbe1t bet Priifungen, Einsptiichen und Beschwerden erwarten !assen. 

Ich kann die Teilnahme an diesem Ausbildungsprogramm nur jedem empfehlen. 
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Programme of training courses 1992 

organized by CEIPI, Universite Robert Schuman, Place d'Athenes, 67000 Strasbourg 

Course of forther training 

CEIPI includes each year in its regular training programmes two sessions of forther 
training courses on different aspects {commercial, technical, legal and strategic) of li
censing and transfer of technology. 

The programme has been developed and improved progressively since 1975. 
It is destinated to improve the knowledge of any person having short experience in 

the field of Licensing and Transfer of Technology. 
The lecturers are composed exclusively of international experts with a long experi

ence of every possible form of international technology transfer and licensing and of 
the agreements which stand behind and they have a long teaching record in the field. 
The courses will be in French or English depending on the lecturers. The participants 
shall understand the English and the French language. . 
. Each half day is divided into a lecture destinated to set out the most important out

lme of the aspect treated and a discussion which is destinated to illustrate the different 
situations and the practical solutions. A documentation is distributed. Each module in
cludes two workshops on a Licensing Case which is an element of the documentation. 

1st module 
Agreements on the transfer of technology and licenses 

from June 16th, 1992, 9.00 a.m. 
until June 19th, 1992, 12.00 a.m. 

2nd module 
Strategy and Rules 

in Transfer of Technology 
and Technical Cooperation 

from October 13th, 1992, 9.00 a.m. 
until October 16th, 1992, 12.00 a.m. 

For further information, please contact: 
Mme Blott, CEIPI 
Universite Robert Schuman 
International Division 
Place d'Athenes 
67084 Strasbourg Cedex 
Tel: 88 61 56 04 and 88 41 42 30 
Fax: 88 60 37 10 
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Letters to the Editor 

9 January 1992 
Dear Sir, 

US designations in PCT applications 

I am writing to respond to V. Morstadt's article in EPI information 3 - 1991, page 56. 
Mr Morstadt says that the question of whether a granted US patent is earlier than 

another, depends on the US filing date, not the convention date, but there are two as
pects to »earlier than« which must be individually considered. 

35 USC 102 (E) says that an issued US patent has prior art effect only against a later 
filed US application and in this context, it is true that it is the actual date of fil ing in 
the USA which matters, not the PCT filing date. 

However, when determining the priority of two applications for the same inven
tion, different rules apply i.e. 35 USC 365 (B) which specifies that the foreign Appli
cant in the USA can claim the right to priority back to his basic national application, 
and this is so whether or not an intervening International application is filed. 

However, because of US »interlerence« law, there is always the possibility that even 
where an invention is first made in a convention country outside the USA, e.g. in the 
UK, a US Inventor for the same invention has the right to patent protection in the 
US. This is because evidence as to the earliest date of invention is critical in US inter
ference law, and such evidence must be based on acts performed in the USA. 

The earliest date a British Applicant for example, can claim to have made his inven
tion for the purpose of US interference law, is the date of filing his basic British appli
cation from which his US application claims priority (again whether or not there is an 
intervening PCT application). This is because any subsequent priority-claiming US ap
plication will be considered to have been filed in the USA, as of the priority date and 
thus the filing of the priority application in these circumstances is in effect, an act per
formed in the USA. However, to obtain the full benefit of the priority date, there 
must be sufficient disclosure in the priority application to satisfy US requirements 
concerning a »constructive reduction to practice«. 
The US Inventor of the same invention, to prevail in interlerence proceedings, would 
need to establish either: 

(a) actual reduction of the invention to practice before the priority date of the Brit
ish application, or, 
(b) conception of the invention before the priority date of the British application 
and a diligent effort to reduce the invention to practice e.g. by filing his US patent 
application. 

Hence as a practical matter, there is little a non US Applicant can do to improve his 
position in the USA apart from filing a patent application in his/her country, as 
promptly as possible after making the invention, and describing the invention as fully 
as possible. 

Thus there is no real detriment to a non US Applicant in using the PCT system to 
obtain patent protection in the USA apart from perhaps the fact that his eventual US 
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patent is granted, will not constitute prior art against later applications made by others 
before his actual US filing date. 

Yours faithfully, 
D. J. Lucking (GB) 

19 December 1991 
Dear Sirs, 

The article entitled »The US 'domestic' problem of US designation in PCT Applica
tions filed by Non-US Residents« by V. Morstadt which appeared in the EPI Jo1:1rnal 
(3-1991) has caused unjustified concern among the users of the PCT system, and 1t ap
pears important to clarify the situation. The article refers to the prior art effect of an 
international application during the national phase before the United States Patent and 
Trademark Office (USPTO), and concludes with the advice not to designate the Unit
ed States of America in PCT applications. 

In fact, the possibility mentioned is an extremely rare one: that of a later prior art 
effect due to the operation of Section 102(e) of the United States patent statute (35 
USC 102[e]). The International Bureau of WIPO is not aware of a single case where 
an applicant fil ing in the United States of America via the PCT has suffer~d dimi~u
tion of rights on the basis of prior art effect under 35 USC 102(e), notw1thstand1_ng 
that practical operations under the PCT began in 1978 and that more t~an ~00,000 m
ternational applications have been filed, accounting for over 70,000 designations of the 
United States of America. This is mainly due to the fact - not mentioned in Mr. Mor
stadt's article - that the international publication of an international application under 
the PCT, which occurs 18 months after the priority date, is prior art under 35 USC 
102(b) and has prior art effect under 35 USC 102(a) as a publication of the invention. 
The prior art effect deriving from entry into the national phase under 35 USC 102(e) 
is thus irrelevant if it occurs later than the date of international publication, which is 
normally the case. Therefore, the date of entry into the national phase is normally not 
relevant to the prior art effect of an international application designating the United 
States of America. 

Also, in interlerence situations, applicants have, for all claimed subject matter, full 
benefit of their PCT international application filing date and of any priority date un
der the Paris Convention, as well as of any date of disclosure of the invention in the 
United States of America. The prior art effective date under 35 USC 102(e) is not rele
vant in this respect. 

Further information on the prior art effect in the USPTO is given in the PCT Ap
plicant's Guide, Volume IJ, national chapter on the USPTO as designated or elected 
Office, paragraphs US.18 to US.21. 

If, for exceptional reasons, the applicant wishes the application to have prior art ef
fect from an earlier date than the date of international publication, the national phase 
in the United States of America can be entered immediately after the filing of the in
ternational application. As indicated in paragraph US.18(ii) of Volume II of the PCT 
Applicant's Guide, an early prior art effect date under 35 USC 102(e) can be estab-
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lished by filing with the USPTO a copy of the international application, an English 
translation thereof (if the international application is not in English), the national fee 
and the oath or declaration of the inventor under 35 USC 371(c). If this course of ac
tion is followed, the international application will have prior art effect from the date 
of performing the acts referred to in the previous sentence even though actual process
ing in the national phase will be delayed, as usual, until 20 months (or 30 months, if 
international preliminary examination is requested) after the priority date {unless the 
applicant requests under 35 USC 371[f] that national processing commence immediate
ly). 

The delaying of national processing provided by the PCT route is of significant ben
efit to the applicant because it results in more complete prior art files being available 
to the examiner and applicants at the time when the national search and examination 
are conducted, thereby permitting the applicant to more accurately determine the val
ue of the invention and the scope of the claims needed for adequate protection. In ad
dition, since patent term in the United States of America runs for 17 years commenc
ing from the date of the patent grant, rather than 20 years from.the filing date as in 
most other countries, the delay in examination postpones the time at which the patent 
term expires in the United States of America. These benefits by far outweigh the »time 
disadvantages« referred to by Mr. Morstadt, particularly when those disadvantages are 
rarely encountered and, in any event, readily avoided. 

The procedure suggested at the end of Mr. Morstadt's article - namely, to file a con
tinuation-in-part (CIP) application in the United States of America and thereby intro
duce new matter to avoid discovered prior art · would not appear to serve the intend
ed purpose, since any claim in a CIP application which contains new matter is only 
entitled to the filing date of the CIP application and would therefore not avoid the dis
covered prior art. 

Conclusion: The above discussion compels the drawing of a very different conclu
sion from that drawn by Mr. Morstadt. Although the possibility of failing to prevent a 
competitor from obtaining a patent because of a somewhat later prior art effect date 
exists in theory, this possibility causes minimal problems in practice in view of the in
frequent occurrence of 35 USC 102(e) rejections. Even in those rare cases where an 
applicant does wish to avoid a problem deriving from 35 USC 102(e), the position can 
readily be ameliorated by following the procedure outlined above and described in the 
PCT Applicant's Guide, Volume II, US national chapter, paragraph US.18 (ii), with
out losing the substantial benefits of delaying entry into the national phase in the 
United States of America. Contrary to Mr. Morstadt's views, the very considerable 
benefits which flow from use of the PCT route for obtaining a patent in the United 
States of America suffer no significant detraction because of the hypothetical and, in 
any event, avoidable operation of 35 USC 102(e). 

I would be grateful if this letter could be published in the next issue of the EPI In
formation. 
Sincerely yours, 
Fran~ois Curchod, Deputy Director General WIPO 
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More on US Patents granted on PCT applications filed by US non-residents. 

I read with interest the article by V. Morstadt published in EPI-News 3/ 91 and I 
would like to add my comments to the discussion on the above subject. 

First of all, however, I would like to thank Mr. Morstadt for having addressed this 
question, because it relates to a problem that is real and frequently found in practice. 
Currently, in fact, I am facing a final rejection in the US PTO on an application origi
nally filed in Europe as a PCT application designating the USA. This rejection, at least 
in my opinion, is clearly based on an incorrect interpretation of the provisions of the 
US Code relating to what is to be considered as the filing date of an international ap
plication. 

In the following discussion I will assume that the reader is familiar with the proce
dure, the basic principles and some of the jargon relating to the PCT and USA patent 
systems. In particular, I will make reference to PCT Art. 1, 11, 21, and 64(4) and to 
the US Code, Title 35, Patents, (35 USC) sections 363,371, 375, and 102. 
I believe that all of these provisions are clear and that a literal interpretation is suffi
cient in most cases, as will be exemplified below with reference to the following ques
tions: 

a) which is the filing date accorded in the USA to an international application (as de
fined in ART 2(vii) PCT) designating the USA? 

b) which is the filing date of a US patent originating from an international application 
designating the USA? 

The answer to these questions, in my opinion, is found in the US patent Code which 
provides that the filing date before the US PTO of an international application desig
nating the USA, or of a US Patent granted thereon, is its international filing date (see 
35 USC 363 and 375[a]). This answer is, however, subject to a specifically defined ca
veat which is found in 35 USC 102[e], last sentence, and will be discussed below. 

The relevant PCT provision is Art 11(3) PCT which states that, subject to Art 64(4) 
PCT, any international application accorded an international filing date shall have the 
effects of a regular national application, in each designated State, as of its international 
filing date, which shall be considered as the actual filing date in those States. 

Art 64(4) PCT, in turn, allows a PCT contracting State to make a reservation relat
ing to the prior art effects of a patent granted in that State on an international applica
tion designating it, if its national law provides for prior art effects of its patents as 
from a date before publication, but it does not equate the priority date claimed under 
the Paris Convention, to an actual filing date in that State. The US patent system has 
such a provision, see in particular 35 USC 102(e) and the CCPA decision in re Hil
mer, 149 USPQ 480 which is discussed below in more details. In this case, this PCT 
State may declare that the filing outside its territories of an international application 
designating it, is not equated to an actual filing in that State for prior art purposes. 
This State should declare, at the same time, under which conditions the prior art effect 
of an international application designating it becomes effective. These conditions are, 
for the USA, the fulfilment of the requirements of 35 USC 371(c), paragraphs (1), (2) 
and (4) for entering the US national phase (35 USC 102[e)). The USA is the only PCT 
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contracting State, to my knowledge, that has made the reservation under Art 64(4) 
PCT, therefore, for conciseness, I will refer to the substance of this reservation as »the 
102(e) caveat« in the discussion that follows. 

As mentioned above, the relevant provisions of the US Code are 35 USC 363, 371 
and 375(a). Also from these provisions it is clear that, subject to the 102(e) caveat, the 
filing date of an international application designating the USA, or of a US patent 
granted thereon, is its international filing date. In addition, Rule 53 of the US Fe~~ral 
Regulations, title 37, i.e. 37 CFR 1.53, at paragraph (f) clearly states that »the f~~ng 
date of an international application designatiAg the USA shall be treated as the filing 
date in the USA under PCT Art 11(3), except as provided in 35 USC 102(e)«. The rel
evant portion of 35 USC 102(e) states that a person shall be entitled to a patent, unless 
the invention was described in a patent granted on an international application by an
other, who has fulfilled the requirements of paragraphs (1), (2), or (4) of section 371(c), 
before the invention thereof by the applicant for patent. 

Therefore, a US patent granted on an international application designating the 
USA, and possibly an international application designating it, has in fact two »filing 
dates« that are relevant depending on the specific circumstances of the case. Namely, a 
filing date for all purposes but its prior art effect under 102(e) (that is its internati_o~al 
filing date) and another »filing date« for its prior art effect under 102(e) (that 1s its 
»371(c] filing date«, i.e. the date of entering the national phase in the US PTO). . 

The following example demonstrates the application of the above mentioned provi
sions. 

Application A is an international application designating the USA filed by applicant 
X in a PCT contracting State having an international filing date of 30.09.89. This ap
plication claims a priority from an application filed in a Paris Convention country 
other than the USA on 30.09.88. Its international publication date was 30.03.90; it en
tered the US national phase on 30.03.91 and it was granted by the US PTO on 
30.11.91. 

Application B is a US application filed by applicant Y in the US PTO on 20.03.90 
and granted on 30.05.91. 

Schematically: 

A B 

119 priority date 30.09.88 
PCT filing date 30.09.89 

20.03.90 102(e) filing date 
PCT publication date 30.03.90 
371(c) filing date 30.03.91 

30.05.91 US granting date 
US granting date 30.11.91 

Fig. 1 
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As far as US patent A is concerned, its filing date for all practical purposes under US 
law, with the only exception of its use as a prior art reference under 35 USC 102(e) or 
under 35 USC 103 when combined with 102(e), is 30.09.89, i.e. its international filing 
date under Art 11 PCT (see once again 35 USC 363 and 375(a)). When, and only 
when, US patent A is used as a prior art reference under 35 USC 102(e) against anoth
er US patent/application (such as US patent B, in the example reported above),_ its fil
ing date is 30.03.91, i.e. its 371(c) filing date (see 35 use 102[e], last sentence) instead 
of its international filing date. 
With reference to the situation outlined in Fig. 1, the following questions command a 
negative response: 

(1) Is A prior art under 102(e) in respect of B? 
(2) Is B prior art under 102(e) in respect of A? 

In the first case, US patent A is not a prior art reference under 102(e) against US 
patent B because the »filing date« of A as a prior art re~e~ence under 102(e) is its 371(~) 
filing date, i.e. 30.03.90, which is later "than the US fil1?g date of B (20.03.90). This 
conclusion is evident from a reading date of the appropriate subpart of 35 USC 102(e) 
in the specific case: the applicant for patent B is in fact entitled to a patent unless the 
invention was described in a patent (US patent A, in this case) granted on an interna
tional application filed by another who has fulfilled the requirements of section 371(c), 
paragraphs (1), (2) and (4) before the inven~ion t~eof by the applicant for_ p_atent (i.e. 
the applicant of B, in this case). If the applicant/ m~entor _of B ma~e her/ hIS mve?uon 
in the USA, she/he may be entitled to a »date of invention« earlier than her/ hIS US 
filing date. The relationship between the »date of invention« in the USA and the US 
filing date of a patent/ application is explained very effectively, in my opinion, !n 
D.S.Chisum, Patents, Ch. 3.08, Mattew Bender Co, Inc. It says that a general rule m 
US patent law is that the date of invention of the applicant, or patentee, for the pur
poses of novelty and anticipat!on isyresum~d to ~e the date he files a c?mple~eyat~nt 
application in the US PTO disclosing the invention. He may also avoid anuc1pauon 
under some circumstances by establishing a pre-filing date of invention, for example 
by a declaration under 35 USC 131, or by showing that the disclosure of the reference 
derives from his own work. However, neither a pre-filing date of invention nor a 
showing of derivation will avoid a reference which is a statutory bar. Public use or 
sale, patenting, or publication one year prior to the filing date of the patent, bar a 
patent regardless of the date of invention (see 35 USC 102(b], [c] or [d]). 

As for the answer to question (2), it can be said that US patent B is not prior art un
der 102(e) against application A, because its filing date (20.03.90) is later than the filing 
date of A (30.09.89), which is, in this case, its international filing date as mandated by 
35 USC 363/ 375, and the corresponding PCT provisions. A literal reading of 35 USC 
102(e) under the specific circumstances of this case may help to avoid any misunder
standing. The applicant of A is »the person« that, according to the language of 35 USC 
102(e), is »entitled to a patent unless« the invention (A) was described in a patent (US 
patent B, in our example) granted on an application filed in the USA before the inven
tion thereof (i.e. the invention described in A) by the applicant of B. Since the appli
cant of A did not make her/his invention in the USA, she/ he can rely only on the 
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date of constructive reduction to practice of her/his invention, i.e. the filing date of 
her/his application in the USA. As prescribed by section 363 and discussed at length 
above, this date is the international filing date of application A, i.e. 30.09.89. 

As usual under US practice, if the disputed subject matter which is claimed in both 
application(s)/patent(s) is patentable to each of the applicant(s)/ patentee(s) but for the 
conflicting application(s)/patent(s), only an interference under 35 USC 135 can decide 
who, between the applicant of A and B, was the first to invent it in the USA and thus 
has the right to a patent. 

~he example discussed above was developed essentially to analyze the specific appli
cation of 35 USC 102(e) in a case involving an international application designating 
the USA, or a US patent granted thereon. No use of the other subsection of 102 has 
been made so far. However, it should be noted that the publication of the internation
al application under Art. 21 PCT (see »PCT publication date« in Fig 1) represents, as 
such, a printed publication in the sense of 35 USC 102(a) or (b), as provided also by 35 
U~C ~74. If application B had been filed after 30.03.90, the published international ap
plication (A) could have been a prior art reference against it under 35 USC 102(a) or 
(b). In this case invention B could not have been patented if it had been anticipated or 
w~ obvi?us vis-a-vis the published international application of A (possibly in combi
nation wuh other relevant references). Moreover, if US patent B were filed more than 
one year after the publication of international application A, i.e. 30.03.91, it could not 
hav_e been patented under 35 USC 102(b) (or 35 USC 103 in combination with 102[b]) 
which states that »a person shall be entitled to a patent unless ... the invention ... was 
described more than one year prior to the date of application for patent in the United 
States ... «. 

As mentioned above, the prior art effect under 35 USC 102(e) of »international appli
cation« A in the US PTO in respect of US patent/ application B will start from its 
»371(c) filing date«, i.e. from 30.03.91. 

Therefore, in the case of application A reported above, its prior art effect under 35 
USC 102(e) begins at a date that is later than its international filing date, but the prior 
art effect of the corresponding published international application under 35 USC 
102(a) or (b) starts when the international application is published under Art 21 PCT 
(i.e. 30.03.90, in our example). Since this normally occurs soon after 18 months from 
th~ earliest prior!ty date (unless only the USA is designated/elected), the delay in the 
pnor art effects m the USA of an international application originating outside of it, 
and claiming a foreign priority, in comparison with an application filed in the USA on 
the f~in_g date of the international application and claiming the same earliest priority 
date, is m any case 6 months. 

In fact, if application A, in the above example, were directly filed in the US PTO 
claiming the same priority date, once granted, it would have exerted its prior art effect 
under 35 USC 102(e) as from its filing date, i.e. 30.09.89. However, its prior art effect 
under 35 USC 102(a) or (b) would have occurred as from the publication date of a cor
responding application in any country that mandates its publication soon after 18 
months from the earliest claimed priority, thus, also in this case, just after 30.03.90. 
This holds true independently from the fact that PCT Chapter I or II (International 
Preliminary Examination) is followed in the international application, when the same 
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priority is _clai~ed. In fact, while the international application designating the USA 
may exert its pnor art effect under 35 USC 102(e) either from about 20 or 30 months 
after the earliest priority claimed, depending on whether PCT Chapter I or II is fol 
lowed, it will exert its prior art effect under 35 USC 102(a) or (b) as from its interna
tional publication date. In this connection it should be noted that the provisions under 
~02(e) on one side, a~d those under 102(a) or (b) on the other, are, at least in my opin-
10n, merely cumulative. These subsections define in fact when and under which condi
tions 'something' becomes prior art in the US PTO for anticipation and obviousness 
purposes. _In particular, section 102(a) or (b) define very broadly what is to be consid
ered as pnor art: they embrace, in fact, knowledge or us.e in the USA, and patents are 
'r~trospecti_vely' part of the prior art as from their filing date (i.e. from a time they are 
still secret 1_n the U~ PT~), and not just from their publication/patenting date (as al
ready provided form secuons 102(a] or [b]). Evidently, for practical purposes, all that 
~atters ~ the_ earliest date from which the subject matter of an international applica
tion, des1gnatmg the USA, may exert its anticipatory effects under any of the above 
mentioned 102 subsections. 
. As outlined above, bf choosing the PCT ro1:1te instead of a direct Convention fil ing 
m the US PTO, the pnor art effect of the subject matter of the application is delayed 
by about 6 months, provided the PCT application designated att least one country that 
man1ates ~ublication ?f the applicati<;>n as provided for in Art 21 PCT, and assuming 
that its subJect matter is not divulged m the USA or published earlier than that. 

Now, we may want to consider in more depth the variations on the above situation 
that may result from a claim for a foreign priority under 35 USC 119 as opposed to a 
first filing in the USA. ' 

I would define the rights granted under 35 USC 119 of a »defensive-only« nature 
i.e. 'passive' _only, as opposed to those of an 'internal' priority under 35 use 120, tha; 
I would defme as both of a »defensive« and »offensive« nature, i.e. 'active« as well as 
'p~ive'. Wit~ the terms »defensive-only« nature of the foreign priority right under 
section 119, I mtend_to make reference to the fact that it can effectively be used 'only' 
to move bach the »mvention date« of an invention possibly made outside the USA 
froi:n, the US filing date to the filing date of the priority application (as far as the same 
subject matter is involved) when its is examined for novelty or obviousness under sec
tio~ 10~ and 103, but. it cannot be used to move back the US filing date when said US 
apphcauon, ot most likely the corresponding US patent, is used as a prior art refer
~nce un?er l_02(e) against another patent/ application. In this case, in fact, the govern
mg section 1s 102(e) .a~d the established case law is in re Hilmer, 149 USPQ 480 
~CCPA 1966),. where•! IS _stated that »application ... filed ... « in section 102(e) does not 
mclude a foreign application entitled to a right of priority in the USA under section 
119. Thus, a priority claim under 35 USC 119 does not move back the effective date as 
a refere_nce of a patent/ application, contrary to what happens in the case of an »inter
~al« pnonty under 35 U~~ 12?, ~ut it ~oes move back the filing date of an applica
uo~p~te_nt when deternunmg its invention date under any subsection of 102 or 103, 
which IS m turn a relevant step in assessing the entitlement to a patent in the USA. 
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Letters to the Editor 

This is the Law and its current interpretation, and it applies equally whether the ap
plication or patent was filed with the US PTO directly, or it originated from an inter
national application. 
By applying all these provisions to the case of »application A« of Fig 1, it results that: 

a) when judging its patentability, (e.g. novelty or unobviousness under sections 
102/103) its invention date in the USA (as far as the same subject matter disclosed 
in the priority document is concerned) is 30.09.88; 
b) when used as a prior art reference und~ section 102(e) against another US appli
cation or patent its effective date is 30.03.91 (i.e. its 371[c] filing date) 

c) when the corresponding PCT published application is used as a prior art refer
ence under section 102(a) or (b) against another US application or patent its effec
tive date is 30.03.90 (i.e. its international publication date). 

Assuming that application A instead of, or in addition to, being filed through the PCT 
were filed in the US PTO on the same day, i.e. 30.09.89, claiming the same priority 
date, its effective date as a prior art reference under 102(e) would have been 30.09.89. 

Since the published international application, and the corresponding US application 
originating from it, should describe the same invention, the practical difference in 
choosing either route is that by choosing the PCT, a six-month delay in the starting of 
the prior art effects of the subject-matter of the application is to be expected, in the ab
sence of any earlier publication. 
In some instances, depending for example on the specific technical field, competitive 
advantage or previous publications, this »6-month delay« is not likely to have a practi
cal relevance. However, in those instances where it may be relevant, the applicant has 
some options to avoid drawbacks. In addition to filing only US applications without 
filing any PCT applications for the USA as suggested by Mr. Morstadt, the applicant 
may: 

I) file a PCT application designating the USA and either enter the US national 
phase soon after the international filing date or file a continuation application in 
the USA based on the international application soon after the international filing 
date, or 

II) file a PCT application designating the USA and, at the same time, file also an 
application in the USA. 

In either case, the ultimate choice between the US »national« application, and the US 
application deriving from the international application, could be delayed up to the 
time one or possibly both of them is close to the grant in the US PTO, and a double 
patenting prohibition comes into effect. 

It should be noticed, in passim, that in a similar situation an applicant who chooses 
the PCT route, and claims a Convention priority, instead of filing and prosecuting a 
first application in the USA without claiming any foreign priority, »loses« about 18 
months in the prior art effects of the subject matter of his application in the US PTO. 

Conclusions: 
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For all purposes under US patent law, except for use as a prior art reference under 35 
USC 102(e), the filing date before the US PTO of an international appl ication desig
nating the USA, or of a US patent granted thereon, is its international filing date. 

For use as a prior art reference under 102(e), the »filing Date« of a patent granted on 
an international application designating the USA is, however, the date on which the 
corresponding international application entered the US national phase of the PCT 
procedure, that is the date on which the requirements of 35 USC 371(c), paragraphs 
(1), (2) and ( 4) were fulfilled. 

Under current US patent Law a »domestic« application or patent having its earlier 
US filing date that is later than either the international filing date of an international 
application designating the USA by another, or the validly claimed foreign priority 
thereof, cannot be an effective prior art reference against it under 35 USC 102(e). 

Possible conflicts relative to the right to a patent before the US PTO may arise 
among international applications designating the USA after entering the US national 
phase, US patents granted on international applications designating the USA, and US 
national patents/ applications claiming the same or substantially the same patentable 
subject-matter. These conflicts are resolved, as usual under US practice, by an interfer
ence under 35 USC 135. 

Francesco Macchetta (IT) 
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Information from the General Secretary 

Der Schatzrneister 
wird eine einrnali
ge Mahnung per 
Einschreiben an 
diejenigen Mit
glieder schicken, 
von denen vor dem 
1. Mai keine Zah
lung eingegangen 
ist. Sie haben ei
nen urn DM 50.- er
hohten Beitrag zu 
zahlen. 

Geht der Mit
gliedsbeitrag 
(inkl.Zuschlag) 
nicht innerhalb 
von zwei Monaten 
nach Abs end en 
dieser Mahnung 
ein, kann der 
Schatzmeister, ·wie 
im Art. 4, Abs. 2, 
der "Vorschriften 
in Disziplinaran
gelegenheiten von 
zugelassenen Ver
tretern" vorgese
hen, die Angele
genheit dern Diszi
plinarrat vor
legen. 
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Members who have 
not paid before 1 
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surcharge) within 
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this final remin
der, the Treasurer 
may refer the mat
ter to the Disci
plinary Committee 
as provided in 
Art.4, Par.2, of 
the Regulation on 
Discipline for 
Professional Rep
resentatives . 

* * * 

Le Tresorier en
verra un seul et 
dernier rappel, 
par lettre recorn
rnandee, aux rnern
bres dont il n'au
ra pas re9u la co
tisation avant le 
ler mai. ceux-ci 
devront payer un 
supplement de DM 
50.-

Au cas ou, dans 
les deux mois qui 
suivent l'envoi du 
rappel, un rnembre 
ne s' est pas ac
qui tte de sa coti
sation (augmentee 
du supplement), le 
Tresorier peut 
saisir la Commis
sion de Discipline 
comme pre vu a 
!'article 4, para. 
2, du Reglement en 
rnatiere de disci
pline des manda
taires agrees. 

EPI-Information J/1992 

Information from the General Secretariat 

Deadline ftir EPI Information 2/1992 
Our redaction deadline for the next issue of EPI Information is 15 May 1992. The doc
uments for publication should have reached the General Secretariat by this date. 

RedaktionsschluB ftir EPI Information 2/ 1992 
RedaktionsschluB ftir die nachste EPI Information ist der 15. Mai 1992. Die Doku
mente, die veroffentlicht werden sollen, mi.issen bis zu diesem Datum im General Se
kretariat eingegangen sein. 

Date de remise des documents pour EPI Information 2/1992 
La date limite de remise des documents pour le prochain numero de EPI Information 
2/1992 est le 15 mai 1992. Les textes destines a la publication doivent etre envoyes au 
Secretariat General avant cette date. 
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Europaisches Patenttibereinkommen 

Komm en tar 

Von Prof. Dr. Dr. Romuald Singer, Vorsitzender der GroBen 
Beschwerdekammer des Europaischen Patentamts a. D., und 
Margarete Singer, Amtsgerichtsratin a. D. 
1989. XV, 972 Seiten. Kunststoff DM 160,- ISBN 3-452-21571-7 

( - Heymanns T aschenkommentarc zum gewerblichen Rechtsschutz) 

Wir stellen den ersten abgeschlossenen Kommentar vor, der das Euro
paische Patenti.ibereinkommen und den PCT aus der Anwendungspraxis 
des Europaischen Patentamts heraus erlautert. 
Er ist, gemessen am Umfang der Materie, knapp gehalten, geht aber 
trotzdem i.iber einen reinen Kurzkommentar hinaus, weil er die einzel
nen Bestimmungen immer auch im Gesamtzusammenhang des Oberein
kommens, in ihrer Absicht und in ihrer Problematik abhandelt. Dadurch 
ist er auch for Benutzer wertvoll, die sich in die Materie Europaisches 
Patentrecht erst einarbeiten mi.issen. 20jahrige Lehrerfahrung des Ver
fassers Romuald Singer auf dem Gebiet des Patentrechts finden hier 
ihren Niederschlag. 
Verwertet wurden i.iber 300 im Amtsblatt veroffentlichte oder zu verof
fentlichende und mehr als 200 im Amtsblatt nicht veroff entlichte Ent
scheidungen der verschiedenen Beschwerdekammern des Europaischen 
Patentamts. Unter den letzteren vor allem solche, die auf eine Weiter
entwicklung oder Festigung der Rechtsprechung hinweisen. 
Der Kommentar ist nach den Artikeln des EPO gegliedert. Die Regeln 
der Ausfi.ihrungsordnung werden jeweils im Zusammenhang mit dem 
einschlagigen Artikel erlautert. Randnummern erleichtern den raschen 
Zugriff i.iber Suchworter. 
Der Anhang umfa6t die vollstandige Ausfi.ihrungsordnung, die Proto
kolle, die Gebtihrenordnung und einige weitere wichtige Vorschriften. 
Ein Entscheidungsregister und ein umfangreiches Sachverzeichnis 
erleichtern die Benutzung des Kommentars. 

Carl He_y:rQanns 
Verlag 
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Internationale Patentklassifikation 

5., revidierte Ausgabe 1989 

In die deutsche Sprache tibertragen vom Deutschen Patentamt unter Beteiligung des 
Eidgenossischen Amtes fur Geistiges Eigentum und des Osterreichischen Patentamtes. 

lnhalt 
Die S. Ausgabe von 1989 stellt die vom SachverstandigenausschuE der IPC-Union bei 
der Weltorganisation fur geistiges Eigentum in Genf gebilligte verbesserte Fassung 
der vierten 5-Jahres-Revision dar. Damit ist die Internationale Patentklassifikation 
wieder auf dem neuesten Stand, wie es ihrem Ruf als einmaliges, den Gesamtbereich 
der Technik umfassendes Ordnungssystem fur Patentliteratur entspricht. 

Umfang der Revision 
Gegeni.iber der 4. Ausgabe von 1984 ist die Anzahl der Klassen mit 118 unverandert. 
Die Anzahl der Gruppen und Untergruppen ist von rund 59 OOO auf rund 64 OOO 
angestiegen. Dari.iber hinaus ist eine Vielzahl von Gruppen, die schon in der dritten 
Ausgabe vorhanden waren, inhaltlich geandert worden. SchlieBlich sind alle Anmer
kungen bestimmter Klassifikationsbereiche zu beziehen, vereinheitlicht und weithin 
durch Neuformulierungen verstandlicher gemacht worden. 

Benutzer/reundlichkeit 
Wer Literaturrecherchen durchfuhrt, weiB, wie wichtig Hinweise auf .Anderungen 
gegeni.iber fruheren Ausgaben sind. Die funfte Ausgabe macht wieder alle .Anderun
gen gegeni.iber der vierten Ausgabe durch Kursivschrift und Kursivhinweise sichtbar 
und zeigt durch K.lammerhinweise auf, was schon in der viercen (4) oder dritten (3) 
A~sgabe geg_eni.iber der Vorausgabe geandert worden _ist. Die gri.indlich i.iberarbeite~e 
Emfuhrung m Band 9 und 10 erlautert den Aufbau, die Anwendung der Symbole, die 
Regeln und die Anwendung der K.lassifikation. AuEerdem enthalt Band 9 ein Ver
zeichnis der Sektionen, Klassen, Unterklassen und Hauptgruppen. 

Inkra/ttreten 
Die 5. Ausgabe der lnternationalen Patentklassifikation loste die 4. Ausgabe ab 
1.Januar 1990 weltweit ab und gilt funf Jahre. 

Preise 
Uber die Preise auch der franzosischen und der englischen Ausgabe informiert unser 
kostenloser Sonderprospekt. 
Bitte anfordern bei Carl Heymanns Verlag, D 5000 Koln 41, Luxemburger Str. 449, 
Telefax 02 21/640 10-69 

Carl He_yrnanns 
Verlag 
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Seminare 
im 1.Halbjahr 
1992 

Probleme des Patent
nichtigkeitsverfahrens 

Peter Dihm, Vors. Richter am BPatG , 
Munchen 
Bernhard Gruttemann, Vors. Richter 
am BPatG, Munchen 
8. Mai 1992 in Munchen 
380,- DM fur DAV- und GRUR
Mitglieder 
520,- DM fur Nichtmitglieder 
maximal 35 Teilnehmer 
Seminar: 1509-92 

Vorbereitungskurs fur die 
Europaische Eignungsprufung, 
TeilC und D 

Dr. Matthias Brandi-Dohrn, 
Rechtsanwalt, Munchen 
Prof. Dr. Albert Preu, 
Rechtsanwalt, Munchen 
Dr. Alexander Witte, 
Patentanwalt, Stuttgart 
1. Block: 8. und 9. Mai 1992, Feld
kirchen-Westerham (b. Munchen) 
2. Block: 22. und 23. Mai 1992, Feld
ki rchen-Westerham (b. Munchen) 
720,- DM je Block 
maximal 30 Teilnehmer 
Seminar: 1. Block 1520-92 

2. Block 1521-92 

Lizenzvertrage 

Oliver Axster, Rechtsanwalt, 
Dusseldorf 
Dr. Bernhard von Linstow, 
Rechtsanwalt, Munchen 
15. Mai 1992 in Mannheim 
380,- DM fur DAV- und GRUR
Mitglieder 
520,- DM fur Nichtmitglieder 
maximal 35 Teilnehmer 
Seminar: 1515-92 

Erstreckung der gegenseitigen 
Warenzeichen- und 
Patentrechte nach der Wieder
vereinigung 

Gerhard Heil, Vor. Richter am 
BPatG, Munchen 
Dr. Detlef Schennen, 
Reg.-Direktor, Bonn 
26. Juni 1992 in Hannover 
380,- DM fur DAV- und GRUR
Mitglieder 
520,- DM fur Nichtmitglieder 
maximal 35 Teilnehmer 
Seminar: 1503-92 

Aul Wunsch Obersenden wir Ihnen gern unser kostenloses Seminarverzeichnis. 

Deutsche Anwaltsakademie, Arndtstr. 43, 5300 Bonn 1, Tel. 02 28-26 07 83, Fax 02 28-26 07 52 



Europahandbuch 
Schriftleitung: Dr. Gerhard Hitzler 

1990. XII, 365 Seiten. Kartoniert DM 120,-
ISBN 3-452-21696-9 

Directory 
of European Institutions 
General Editor: Dr. Gerhard Hitzler 

1991. XIX, 419 Seiten. Kartoniert. DM 168,
JSBN 3-452-22052-4 

Das Europahandbuch (English edition: Directory of European 
Institutions) informiert Ober die wichtigsten europaischen Orga
nisationen (Ministerrat, Kommission, Europaisches Parlament, 
Ausschlisse, Europaischer Gerichtshof), Uber die Koordinierten 
Zwischenstaatlichen Einrichtungen (Europarat, OECD, ECE, 
EFT A, EPA) sowie Ober europaische Wirtschaftsorganisationen 
und Wirtschaftsverbande. Dargestellt werden jeweils die Rechts
grundlagen, die Zustandigkeiten, der organisatorische Aufbau 
und die Arbeitsweise der Einrichtungen. Genannt werden dar
tiber hinaus Namen und Anschriften der Mitglieder bzw. der 
Ansprechpartner. Ein Uberblick Ober die Entwicklung der EG, 
eine Einfuhrung in das Rechtsetzungs- und Verwaltungsverfah
ren sowie eine Erlauterung der wichtigsten Begriffe runden das 
Service-Angebot dieses Nachschlagewerkes ah. Wirtschaft und 
Verwaltung, Verbande und Parteien, Universitaten und Schulen, 
Presse, Rundfunk und Fernsehen erhalten damit ein Arbeitsmit
tel, das die Zusammenarbeit mit Organisationen auf europaischer 
Ebene wesentlich erleichtert. 

Carl 
HeYmanns 

Verlag 
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r\ 
Vorsprung durch Wissen 
Fachzeltschriften - Patentdatenbanken - Service 

Aktuelle und umfassende Information Ober neue 
technologische Entwicklungen ist von zuneh
mender Bedeutung. Patentdokumente sind in 
der Regel die erste Quelle, in der technologische 
Fortschritte sichtbar werden. Ca. 70% der inno
vativen ldeen aus jiihrlich 150 OOO Patenten, 
Patentanmeldungen und Gebrauchsmustern des 
Deutschen und Europaischen Patentamtes 
werden ausschlieBlich in Patentdokumenten 
veroffentlicht. 
Wir machen diese lnformationen fur Sie zugang
lich- jede Woche, direkt aus den Original
Patentdokumenten! 

Die Wila-Auszugsveroffentlichungen 
Die Wila-Fachzeitschriften erscheinen 
wochentlich nach technischen Gebieten ge
ordnet und enthalten zu jedem Patentdokument 
die Bibliographie, den Hauptanspruch, der den 
Kem der Erfindung kurz beschreibt, und eine 
erklarende technische Zeichnung. 
Das heiBt fur Sie: Aktuelle, Obersichtliche und 
komprimierte Information Ober die gesamte 
deutsche und europaische Patentliteratur. 
Jetzt auch in englisch und franzosisch. 

Das Patent-Online-System PATOS® 
PATOS®, das Patent-Online-System, umfaBt 
Datenbanken mit deutschen, europaischen und 
intemationalen Patentanmeldungen und Patent
schriften: insgesamt mehr als 2,3 Millionen 
Patentdokumente, die fur den PATOS-Nutzer 
jederzeit und in Sekundenschnelle verfOgbar 
sind. 

Das Wila-Serviceangebot 
Zusatzlich bieten wir Ihnen ein weitreichendes 
Serviceangebot; von Auftrags-Recherchen zum 
,,Stand derTechnik" bis hin zur Lieferung von 
Originaldokumenten. 

Profildienste deutscher und europaischer 
PatentauszOge nach IPC, Haupt- und/oder 
Nebenklasse oder nach Anmeldern selektiert 
und ausgedruckt. 
Fordern Sie unverbindlich lnformationsmaterial 
an! Schicken Sie eine Kopie dieser Anzeige an 
unseren Verlag. 
D Ja, wir mochten uns unverbindlich von den 

Vorteilen der Wila-Fachzeitschriften Ober
zeugen. Bille senden Sie uns kostenlose 
Probehefte 

D Bille informieren Sie uns Ober das Wila
Serviceangebot 

0 Bille einformieren Sie uns Ober das Patent
Online-Systen PATOS® 

die Patente Information ... 

Wila Verlag 
Wilhelm Lampl GmbH 
Landsberger StraBe 191 a· D-8000 MOnchen 21 
Telefon (089) 5795-235 · Fax (089) 5706693 



LICENSE AGREEMENTS 
LIZENZVERTRAGE 
Patents, Utility Models, Know-how, Computer Software 
Annotated Sample Contracts under German and European Law 

Patente, Gebrauchsmuster, Know-how, Computer-Software 
Kommentierte Vertragsmuster nach deutschem und europi:iischem Recht 

Von Dr. Jochen Pagenberg und Dr. Bernhard Geissler 
3rd newly revised edition 3., durchgesehene A ujlage 

1991. 763 Seiten. Kunststoff DM 160,- ISBN 3-452-22117-2 

Zweisprachig Bi-lingual 

The book combines the advantages of a book of contract forms with a syste
matic licensing commentary which comprises German as well as the EC 
Licensing Law in its full scope. While the first edition contains 16 contract 
forms of patent licensing, since the second edition a further category of 
"technical property rights" was added in the form of two software license 
contracts. The most recent case-law and legislation in Germany and Europe 
including the Group Excemption Regulation for Know-how Contracts are 
reprinted and have been included in the comments. 

Das Buch verbindet die Vorteile eines Vertragsmusterhandbuchs mit denen 
eines systematischen Lizenzkommentars und bezieht sowohl das deutsche 
als auch das EG-Lizenzrecht in seiner ganzen Breite ein. Wahrend die 
l. Auflage 16 Vertragsmuster der Patentverwertung enthielt, ist nunmehr 
eine weitere Kategorie »technischer Schutzrechte« hinzugekommen in Form 
von zwei Software-Vertragsmustern. Die neueste Rechtsprechung und 
Gesetzgebung im deutschen und europaischen Raum bis hin zur Gruppen
freistellungsverordnung fur Know-how-Vertrage ist eingearbeitet. 

Carl 
Heymanns 

Verlag 
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Patentinformationen 
aus einer Hand 
- EDV-Patentrecherchen: 

Namens-, Stichwort- und Sachgebietsrecherchen 
- Recherchen zum Stand der T echnik 
- Warenzeichenrecherchen 
- Oberwachungen: 

Patent- und Warenzeichenuberwachungen 
- Weltweite Beschaffung von Patent- und Warenzeichendokumenten 

Schnell und preiswert 

~II~ 
WORLD-PATENT -SERVICE 

WORLD-PATENTSERVICE, Postfach 15 14 84, W-1000 Berlin 15, 
Telefon: 030/8 81 45 69 Fax-Service: 030/8 81 43 23 

Anzeigenwerbung in · Advertising in · Insertion dans 

epi-In£ ormation 

Die Tarife 1992 tihersenden wir Ihnen gerne auf Anforderung. 
Please, order our latest tariffs. 

Veuillez bien commander nos tarif s 1992. 

Carl Heymanns Verlag KG· Anzeigenabteilung · Luxemburger Str. 449 
D-5000 Koln 41 

Telefon 02 21 / 4 60 10-56 I 63 Telefax 02 21 / 460 10-69 



Europaisches 
Patentiibereinkommen 
Kommentar 

Von Prof. Dr. Dr. Romuald Singer, 
Vorsitzender der GroBen Beschwerde
kammer des Europaischen Patentamts 
a. D., und Margarete Singer, Amts
gerichtsratin a. D. 

1989. XV, 972 Seiten. Kunststof!DM 160,
ISBN 3-452-21571-7 

License Agreements 
Lizenzvertrage 
Patents, Utility Models, Know-how, 
Computer Software 
Annotated Samples Contracts under 
German and European Law 

Patente, Gebrauchsmuster, Know
how, Computer-Software 
Kommentierte Vertragsmuster nach 
deutschem und europaischem Recht 

Von Dr. Jochen Pagenberg und 
Dr. Bernhard Geissler 

3rd newly revised edition 
1991. 763 Seiten. Kunststoff DM 160,
ISBN 3-452-2211 7-2 

lnternationale 
Patentklassifikation 
5., revidierte Ausgabe 

Die 5. Ausgabe von 1989 stellt die vom 
SachverstandigenausschuB der IPC
Union bei der Weltorganisation for 
geistiges Eigentum in Genf gebilligte 
verbesserte Fassung der vierten 5. Jah
res-Revision dar. 
Die 5. Ausgabe der lnternationalen 
Patentklassifikation loste die 4. Aus
gabe ah 1. Januar 1990 weltweit ab und 
gilt fonf Jahre. 

Europahandbuch 
Schriftleitung: Dr. Gerhard Hitzler 

1990. XII, 365 Seiten. Kartoniert DM 120,
ISBN 3-452-21696-9 

Directory of European 
Institutions 
General Editor: Dr. Gerhard Hitzler 

1991. XIX, 4! 9Seiten. Kartoniert DM 168,
ISBN 3-452-22052-4 

Bestellschein * order sheet * coupon de commande 

_ Expl. Europaisches Patent
tibereinkommen DM 160,-

- Expl. License Agreements / Lizenz
vertrage DM 160,-

- Expl. Europahandbuch DM 120,-

- Expl. Directory of European 
Institutions DM 168,-

- Expl. Prospekt lnternationale 
Patentklassifikation 

Absender 

Unterschrift 

Carl Heymanns Verlag · Luxemburger Str. 449 · D 5000 Koln 41 
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