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Editorial

T. Johnson (GB)

The EPO can without doubt be counted a success, if only
by the number of applications received on a yearly basis.
That success is we are sure attributable to a large extent
to the leadership and inspiration of Mr. Johannes Bob
van Benthem, the first President of the EPO, who sadly
passed away recently. An obituary to him appears in this
issue, the Council of the Institute having also paid its
silent respects at the recent meeting in Istanbul.

However, the EPO, like other life, goes on. We wonder
however if its illustrious founding father would be happy
at some of the current practices of the Office, particularly
pertaining to Oral Proceedings. Whilst we have referred
to this before, there seems to be no improvement. All
practitioners are aware of how difficult it is to change the
date of Oral Proceedings once set, even for the most
compelling reasons. The Office does not appear to realise
that it is dealing with valuable rights of their clients, the
Applicants.

A representative is of times someone who has dealt
regularly with a particular client and that client’s business
for several years, so is it not right that that client's
interests are best served by that representative being
the person to act for them? It is cavalier of the Office to
say, in effect, that it is irrelevant who represents the
client, any stand-in will do. This is not good enough. The

Office must be flexible. However, they are not consistent.
We heard of a case recently where shortly before the
date set, the Office informed the parties that the Oral
Proceedings would be postponed, owing to ,internal
training”. What is sauce for the goose should be sauce
for the gander. The Office could have met the set date by
appointing different Examiners if one or more originally
selected was to undergo training. Other instances of
such a cavalier nature have also been reported to us. For
example, the Office deciding at the eleventh hour that
Oral Proceedings on an application are no longer
required, and that the application would be granted.
This took no account of the hours of preparation put in
by the representative and his client in preparing to argue
for grant of a patent on his valuable commercial asset.

It is possible in some circumstances to claim costs.
Also, of course, letters of complaint can be written to the
Office, and no doubt our readers will be able to decide
on what course is appropriate. It would be a pity if Mr.
Van Bentham’s legacy of an Office which worked in
partnership with its clients, the applicants, developed a
bunker-like attitude with little regard to the wider
requirements of those applicants, such as the right to
be represented by the representative of choice.

Nachster Redaktions-
schluss fur epi Information

Informieren Sie bitte den Redaktions-
ausschuss so frih wie maglich Uber
das Thema, das Sie veroffentlichen
mochten. Redaktionsschluss fur die
nachste Ausgabe der epi Information
ist der 16. Februar 2007. Die Doku-
mente, die veroffentlicht werden
sollen, missen bis zum diesem Datum
im Sekretariat eingegangen sein.

Next deadline for
epi Information

Please inform the Editorial Commit-
tee as soon as possible about the
subject you want to publish. Dead-
line for the next issue of epi
Information is 16 February 2007.
Documents for publication should
have reached the Secretariat by this
date.

Prochaine date limite pour
epi Information

Veuillez informer la Commission de
rédaction le plus tot possible du sujet
gue vous souhaitez publier. La date
limite de remise des documents pour
le  prochain  numéro de epi
Information est le 16 février 2007.
Les textes destinés a la publication
devront étre recus par le Secrétariat
avant cette date.
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Obituary of Mr. Johannes Bob van Benthem

by Arthur Huygens (NL), past president of epi
given at the epi Council meeting in Istanbul on 16 October 2006

Mr. President, Dear Colleagues,

We grieve for the death of Mr. Johannes Bob van Ben-
them, the first President of the European Patent Office,
who passed away on 11th September 2006 in the Hague
at the age of 85 after a short illness, and, as his family
mentioned in the official announcement of his death,
after a very happy life, interested in people and the world
until the very last moment.

This was indeed typical for Mr. van Benthem as we
have known him. Interested in people and their talents,
in nature, in natural sciences, in almost everything,
besides his professional interests in intellectual property
and law in general.

Mr. van Benthem was the first President of the Euro-
pean Patent Office for 7.5 years, from its opening in
1977 until 1985. Before, he started his career as a lawyer
in the Dutch Patent Office in 1946 and became President
of the Office in 1968, until 1977. He is considered one of
the founding fathers of the European patent system,
together with Dr. Kurt Haertel, the then President of the
German Patent Office, to mention another important
name. The introduction of a centralised procedure for
the granting of high-quality European patents was one
of his many achievements.

Mr. van Benthem strongly advocated a strong patent
system with a high standard of patentability (although
he was aware that the standard applied in the Nether-
lands at that time, was considered too strong or too strict
by many people). At the same time, Mr. van Benthem
was stimulating a well-organised patent profession in
Europe, being aware that this would be to the benefit of
the European patent system. Therefore, he was very
much involved in the founding of our Institute; the

Founding Regulations were approved by the Adminis-
trative Council in 1977. The first meeting of the epi
Council, on 8 and 9 April 1978 in Munich, was held
under the initial chairmanship of Mr. van Benthem, since
the Institute had no President yet. Karl Eder and Dieter
Speiser, who are still present today, were among the
participants of the memorable first Council meeting,
almost 30 years ago.

In his further years as President of the European Patent
Office, Mr. van Benthem was really collaborating with
the Institute. He was also the creator of SACEPO, the
Standing Advisory Committee of the EPO, which was set
up primarily to advise the President on IP matters in
setting up and further improving the European patent
system, and of course the Institute was involved. Mr. van
Benthem listened to his advisors and collaborated with
them.

In 1985, Mr. van Benthem retired. In the first few years
thereafter, he frequently showed up in Munich, where
he had many friends, also in the patent profession.
Personally, | was very pleased when | invited Mr. van
Benthem, in 1997, for the celebration of the 20th
anniversary of the Institute in Strasbourg. Indeed, Mr.
van Benthem accepted the invitation and came to Stras-
bourg, at the age of 76, together with his wife, and
enjoyed the atmosphere. He was even prepared to give a
short stimulating speech at the epi gala dinner, for a big
audience.

That was the last time that Mr. van Benthem appeared
with the Institute, but he kept asking how epi was doing
every time | met him.

We will remember Mr. van Benthem with great respect
and as a friend of epi.

Ndchste Ausgaben - Forthcoming issues - Prochaines éditions
Issue Deadline Publication
1/2007 16 February 31 March
2/2007 18 May 25 July
3/2007 17 August 29 September
4/2007 2 November 31 December

Information concerning epi
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Bericht Uber die 61. Ratssitzung
Istanbul, 16.—17. Oktober 2006

Die 61. Ratssitzung fand vom 16.-17. Oktober 2006 in
Istanbul statt. Sie wurde pUnktlich von Prasident Mercer
eroffnet, der zuerst die traurige Pflicht hatte bekannt-
zugeben, dass vor kurzem Herr Johannes Bob van
Benthem verstorben ist, der erste Prasident des EPA,
der ganz wesentlich dafur gesorgt hat, dass das EPA eine
international so bedeutende Rolle im Bereich des Geisti-
gen Eigentums innehat. Der frihere Prasident des epi,
Arthur Huygens, hielt einen beredten Nachruf, worauf
der Rat Herrn van Benthem mit zwei Minuten des
Schweigens ehrte (der Nachruf ist an anderer Stelle in
dieser Ausgabe veroffentlicht).

Dann begriBte Chris Mercer als Gastredner Dr. Yusuf
Balci, den Prasidenten des Turkischen Patentinstituts, der
eine sehr informative und interessante Willkommens-
rede fUr den Rat in Istanbul hielt. Seine Rede wurde mit
Beifall begruft.

Herr Mercer dankte den Kollegen aus der Turkei fur
ihre Uberaus gute Organisation und fir den &duBerst
interessanten und lehrreichen Ausflug am Vortag fir
diejenigen, die mehr von der Stadt sehen wollten, die in
zwei Kontinenten liegt.

Dann wurden die Stimmenzdhler ernannt. Die
Berichte des Prasidenten, des Generalsekretars und des
Schatzmeisters wurden nach Diskussionen angenom-
men. Der Prasident berichtete, dass das epi gebeten
worden sei, einer informellen Gruppe von NGOs' bei-
zutreten, da die Vorstellung herrscht, dass dort, wo
Themen gemeinsamen Interesses international bespro-
chen wurden, und dass dann, wenn eine Einigung unter
den NGOs erzielt werden kann, die NGOs in der WIPO, in
der Europaischen Kommission und auch sonst als
gemeinsame Stimme gehort werden kdnnten. Der Vor-
schlag fur eine solche Anndherung war vom Prasidenten
der APAA? gemacht worden. Die Einfilhrungssitzung der
Gruppe fand beim FICPI-Weltkongress im Mai in Paris
statt, an dem Herr Johnson als Vertreter des epi teilnahm.
Auf dieser Sitzung wurde beschlossen, regelmaBige
Sitzungen abzuhalten, und dass ein Mitglied, das, gleich
aus welchem Grund, einer gemeinsamen Erkldrung zu
einer bestimmten Thematik nicht zustimmen kann, dazu
das Recht haben soll, ohne dass seine Mitgliedschaft in
der Gruppe beeintrachtigt wird. Die zweite Sitzung der
Gruppe fand anlasslich des AIPPI-Weltkongresses in
Goteborg statt, wo das epi durch Vize-Prasident Laurent
Nuss vertreten war.

Wahrend des Berichts des Generalsekretars wurde
bestatigt, dass die nachste Ratssitzung vom 21.-22.
Mai 2007 in Krakau (PL) und die Frihjahrssitzung 2008
in Vilnius (LT) stattfinden wird.

Es gab eine Diskussion zum Jahresbeitrag, nach der
beschlossen wurde, dass der Beitrag fur das Jahr 2007
bei 190 EUR liegen soll, wenn er am oder nach dem 1.

1 Non-Governmental Organisation (NGO)
2 Asian Patent Attorneys Association (APAA)

Mai bezahlt wird, und 160 EUR, wenn er vor dem 1. Mai
bezahlt wird.

Die Tutoriumsgebihren sollen 180 EUR pro Papier
betragen.

Der Haushalt fir das neue Jahr wurde angenommen
und der Vorstand fur das Jahr 2005 entlastet, fir das der
Haushalt ebenfalls angenommen wurde.

Es gab eine Diskussion Uber die Flexibilitat des Instituts
in Bezug auf die Bearbeitung von Angelegenheiten, die
zwischen den einzelnen Ratssitzungen auftauchen. Man
einigte sich darauf, gewisse Befugnisse dem Vorstand zu
Ubertragen. Der Ad-Hoc-Ausschuss, den der Prasident
zur Bearbeitung des Vorschlags eingesetzt hatte, und der
Geschaftsordnungsausschuss wurden beauftragt, Ande-
rungen der Geschaftsordnung in Folge dieses Beschlus-
ses vorzubereiten.

Es wurden Berichte von allen Ausschissen vorgelegt,
die vom Rat aufgefordert worden waren, dem Redaktions-
ausschuss Berichte zur Veroffentlichung in der epi Infor-
mation zu liefern. Im Laufe des Berichts des EPPC Uber-
nahm der Rat die Ansicht des Ausschusses, dass betreffend
die Diskussionen in der WIPO zur Harmonisierung des
Patentgesetzes die so genannte Gruppe B+-Paketlésung
nicht akzeptiert werden kann, weil sie eine Reihe von
Nachteilen fiir das kiinftige Funktionieren des EPU hat. Der
Rat nahm auch den Bericht tiber die Offentliche Anhérung
in Brassel am 12. Juli 2006 zur Kenntnis, wo Uber die
Zukunft des Patentsystems in Europa mit besonderem
Bezug auf die Einflhrung eines Gemeinschaftspatent-
systems mittels einer Regelung diskutiert wird.

Die Kommission scheint die Einfihrung des EPLA als
einen Weg nach vorn zu beflrworten. Der Rat nahm
auch zur Kenntnis, dass der franzosische Verfassungsrat
karzlich bestimmt hat, dass die Einfiihrung des Londoner
Abkommens nicht verfassungswidrig ist, was den Weg
zu einer Ratifizierung durch Frankreich 6ffnet. Zum EPU
2000 berichtete der EPPC, dass in Folge der Ratifizierung
durch Griechenland das geanderte Abkommen spate-
stens zum 13. Dezember 2007 in Kraft treten wird.

Der Rat nahm auch den Vorschlag des Redaktionsaus-
schusses an, der sich in Kooperation mit dem Generalse-
kretdr nochmals mit der Méglichkeit eines neuen Erschei-
nungsbildes fur die epi Information befassen mochte.

Da in der Beschwerdekammer fir Disziplinarangele-
genheiten ein Posten des epi vakant ist, nahm der Rat
Prasident Mercers Vorschlag an, Herrn Johnson (GB) als
Mitglied des epi fur diese Kammer zu nominieren.

Angesichts der fortschreitenden elektronischen Kom-
munikation und der aufgetretenen Schwierigkeiten
beim elektronischen Anmelden setzte der Rat den Aus-
schuss fur Online-Kommunikation wieder ein.

Prasident Mercer beendete die Sitzung und dankte
den turkischen Kollegen fir ihre ausgezeichnete Orga-
nisation der Ratssitzung.
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Entwurf der BeschlUsse
61. Ratssitzung, Istanbul, 16.—17. Oktober 2006

1. Der Vorstand wurde fur das Jahr 2005 entlastet.

2. epi-Papiere sollen kinftig einem Klassifizierungs-
system folgen. Sie sollen in Informations-, Mei-
nungs- oder Beschlusspapiere aufgeteilt werden.

3. Der Ausschuss fir Online-Kommunikation wurde
wieder eingesetzt.

4. Der Uberarbeitete Vorschlag des Ad-Hoc-Ausschus-
ses zum Ubertragen von Befugnissen auf den Vor-
stand wurde angenommen.

5. Derzeit wird elektronisches Abstimmen nicht in
Betracht gezogen.

6. Das epi-Positionspapier zu Regel 1 bzgl. der Not-
wendigkeit, im EPU 2000 die Schriftform zu ver-
wenden, wurde angenommen.

7. Das epi-Positionspapier zu Regel 56 bzgl. fehlender
Teile der Beschreibung oder fehlender Zeichnungen
wurde angenommen.

8. Das epi-Positionspapier zu Regel 78 bzgl. des Ver-
fahrens, wenn der Patentinhaber nicht berechtigt
ist, dass ihm ein Europdisches Patent erteilt wird,
wurde angenommen.

9. Das epi-Positionspapier zu Regel 165a bzgl. der
Verlangerungsgebitihren fir Europdische Patente
wurde angenommen.

10. Der Jahresbeitrag fur das Jahr 2007 betragt 160
EUR, wenn er vor dem 1. Mai bezahlt wird.

11. Der Jahresbeitrag fur das Jahr 2007 betragt 190
EUR, wenn er am oder nach dem 1. Mai bezahlt
wird.

12. Die TutoriumsgebUhren betragen 180 EUR pro
Papier.

13. Der Haushalt fir 2007 wurde angenommen.

14. Die Ratssitzung im Friihjahr 2008 wird in Vilnius (LT)
stattfinden.

15. Der Rat genehmigte, den folgenden Wortlaut zu
Paragraph 1 der derzeitigen Zustandigkeitsbereiche
des EPPC hinzuzufigen: ,Der EPPC soll die vom
Prasidenten ernannten Delegierten anweisen, an
Sitzungen teilzunehmen. Der/Die Vorsitzende des
EPPC kann nach seinem/ihrem Ermessen Informa-
tionen bzgl. Besprechungen und Diskussionen des
EPPC verdffentlichen.”

16. Der Rat genehmigte das Positionspapier zum Patent
Prosecution Triway (PPT).

17. Der Rat beschloss, dass die vom Vorsitzenden der
Gruppe B+-Lander vorgeschlagene komprimierte
Paketl6sung far den SPLT nicht annehmbar ist.

Report of the 61°' Council Meeting
Istanbul, 16™ — 17" October, 2006

The 61° Meeting of Council took place in Istanbul on the
16" — 17" October, 2006, being opened promptly by
President Chris Mercer who firstly had the sad task of
reporting the recent death of Mr. Johannes Bob van
Benthem, first President of the EPO, who was instru-
mental in setting its course to becoming such an impor-
tant body in IP internationally. An obituary was elo-
quently spoken by epi Past President Arthur Huygens,
after which the Council honoured Mr. van Benthem'’s
passing with 2 minutes’ silence. (The obituary appears
elsewhere in this issue).

Thereafter, Chris Mercer welcomed as a guest speaker,
Dr. Yusuf Balci, Head of the Turkish Patent Institute, who
gave a very informative and instructive address in wel-
coming the Council to Istanbul. His address was received
with acclamation.

Mr. Mercer thanked our colleagues from Turkey for
organising the meeting in such an efficient way, and for
providing an extremely interesting and instructive excur-
sion the previous day for those who wanted to see more
of the city that has a foot in two continents.

Scrutineers were then appointed. The Reports of the
President, Secretary General and Treasurer were adopted
following discussion. The President reported that the epi
had been invited to join an informal grouping of NGOs',
the idea being that where points of common interest
were to be discussed internationally, then where agree-
ments could be reached amongst NGOs, they could be
heard with a common voice at WIPO, the EC and else-
where. The proposal for such an approach had come
from the APAA? via its President. The inaugural meeting
of the group took place in May as a side meeting of the
FICPI World Congress in Paris, where Mr. Johnson rep-
resented the epi. At that meeting, it was decided to have
regular meetings, and that where one member of the
group could not for whatever reason agree to any joint
communiqué on a particular topic, that was the
member’s prerogative, without prejudicing its member-
ship of the group. The second meeting of the group took
place on the occasion of AIPPI World Congress in

1 Non-Governmental Organisation (NGO)
2 Asian Patent Attorneys Association (APAA)
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Gothenburg, where the epi was represented by Vice-
President Laurent Nuss.

During the Secretary General’s Report, it was con-
firmed that the next Council Meeting would be on 21-22
May 2007 in Krakow, PL, and the Spring 2008 would be
in Vilnius (LT).

There was a discussion round the question of sub-
scriptions after which it was decided that the annual
subscription would be raised to €190 for the year 2007 if
paid on or after May 1°, and would be €160 if paid
before May 1°".

The fee for tutorials would be €180 per paper.

The budget for the ensuing year was approved, and
the Board was discharged of liability for the year 2005,
the accounts for which year were also approved.

There was discussion on the flexibility of the Institute’s
ability to respond to matters which arose during the time
between Council Meetings. It was agreed to delegate
certain powers to the Board. The Ad-Hoc Committee set
up by the President to look into the proposal, and the
By-Laws Committee, were delegated to prepare amend-
ments to the By-Laws consequent on this decision.

There were reports from all of the Committees, who
were asked by the Council to submit reports to the
Editorial Committee to be published in epi Information.
During the EPPC report, Council approved that Commit-
tee’s view that as regard the patent law harmonization
discussions at WIPO, the so-called Group B+ package
solution was not acceptable, as it had a number of draw-

backs for the future functioning of the EPC. Council also
noted the Report of the Public Hearing in Brussels on 121"
July, 2006 to discuss the future of the Patent System in
Europe, with particular reference to the implementation
of a Community Patent system via a Regulation.

The Commission it seems favours introduction of the
EPLA as a way forward. The Council also noted that the
French Constitutional Council recently ruled that
implementation of the London Agreement would not
be unconstitutional, thereby opening the way for ratifi-
cation by France. As to EPC 2000, the EPPC reported that
following recent ratification by Greece, the amended
convention would not come into force any later than
13" December, 2007.

Council also approved a suggestion by the Editorial
Committee that it would consider again the possibility of
a ,new look” for epi Information, in cooperation with
the Secretary General.

There being an epi vacancy on the Disciplinary Board
of Appeal, Council approved President Mercer's putting
forward Mr. Johnson (GB) as an epi Member of that
Board.

Bearing in mind the advances in electronic communi-
cation, and perceived difficulties in electronic filing,
Council re-established the Online Communications
Committee.

The Meeting was closed on time by President Chris
Mercer, with thanks again to Turkish colleagues for
organising such a well-organised Council Meeting.

Draft Decisions
615t Council Meeting, Istanbul, 16" — 17" October, 2006

1. The Board was discharged of liability for the year
2005.

2. epi papers should in the future follow a system of
classification. They should be categorized as papers
for information, for opinion, and for decision.

3. The Online Communications Committee was re-
established.

4. The revised Ad-Hoc Committee’s proposal on the
delegation of powers to the Board was adopted.

5. Electronic voting will not be considered for the
present time.

6. The epi position paper on Rule 1 relating to the
requirement to use the written form in EPC 2000
was approved.

7. The epiposition paper on Rule 56 relating to missing
parts of the description or missing drawings was
approved.

8. The epi position paper on Rule 78 relating to the
Procedure when the patentee is not entitled to the
grant of the European patent was approved.

9. The epi position paper on Rule 156a relating to
renewal fees for European patents was approved.

10. The annual subscription fee for the year 2007 is to
be 160 € if paid before May 1st.

11. The annual subscription fee for the year 2007 is to
be 190 € if paid on or after May 1st.

12. The tutorial fees are to be180 € per paper.
13. The budget for 2007 was approved.

14. The spring 2008 Council Meeting will be held in
Vilnius (LT).

15. Council approved adding the following wording to
paragraph 1 of the present terms of reference of the
EPPC: ,The EPPC shall advise the delegates named
by the President to attend meetings. The Chair of
the EPPC can at his or her discretion publish
information relating to the considerations and dis-
cussions of the EPPC.”

16. Council approved the position paper on the Patent
Prosecution Triway (PPT).

17. Council decided that the compromise package sol-
ution for the SPLT proposed by the Chair of the
Group B+ countries, was not acceptable.
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Compte rendu de la 61éme réunion du Conseil
Istanbul, 16 — 17 octobre 2006

La 61éme réunion du Conseil s'est tenue a Istanbul les 16
et 17 octobre 2006. Le Président Mercer ouvre la séance
et évoque le décés de M. Johannes Bob van Benthem qui
fut le premier Président de I'OEB. M. van Benthem a joué
un role déterminant dans |'orientation de I'Office dont
I'importance dans le domaine de la propriété intellec-
tuelle n'est plus a démontrer au plan international. M.
Arthur Huygens, ancient Président de I'epi, prononce un
discours en hommage a M. van Benthem. Le Conseil
observe 2 minutes de silence (la nécrologie de M. van
Benthem est publiée dans ce numéro).

Ensuite, le Président Mercer accueille Dr. Yusuf Baldi,
Directeur de I'Office national des brevets turc. Celui-ci
fait une présentation trés intéressante devant les mem-
bres du Conseil qui I'applaudissent.

Le Président Mercer remercie nos collégues turcs pour
I'excellente organisation de la réunion et du programme
social, lequel offrait la veille une visite tres intéressante et
instructive de la ville située sur deux continents.

Les scrutateurs sont ensuite désignés. Les rapports
respectifs du Président, du Secrétaire général et du
Trésorier sont adoptés apres discussion. Le Président
rapporte que I'epi a été invité a se joindre a un groupe
informel d’'ONG’, I'idée étant de faire cause commune
devant I'OMPI, la Commission Européenne et d'autres
organisations sur des sujets d'intérét commun discutés
au plan international, dans le cas ou un accord serait
conclu entre les ONG. Cette proposition a été faite par
I'’APAA? sur l'initiative de son Président. La réunion
d‘inauguration du groupe a eu lieu a Paris au mois de
mai, en marge du Congrés mondial de la FICPI ou M.
Johnson représentait I'epi. Il a été décidé que des réu-
nions seraient organisées réguliérement. Si un membre
du groupe ne peut, pour une raison quelconque,
approuver un communiqué commun sur un sujet parti-
culier, ceci est la prérogative du membre sans que cela ne
porte préjudice a son appartenance au groupe. La
deuxieme réunion du groupe s’est tenue a Gothenburg
a I'occasion du Congrés mondial de I’AIPPI ou I'epi était
représenté par le Vice Président Nuss.

Lors de la présentation de son rapport, le Secrétaire
Général confirme que la prochaine réunion du Conseil
aura lieu a Cracovie les 21 et 22 mai 2007 et que la
réunion de printemps 2008 se tiendra a Vilnius (LT).

Aprés discussion, il est décidé de porter le montant de
la cotisation pour 2007 a €190 si le paiement est
effectué le Ter mai ou au-dela de cette date. La cotisa-
tion est de €160 si le paiement est effectué avant le Ter
mai.

Les frais d'inscription au tutorat passent en 2007 a
€180 par épreuve.

1 Organisation Non-Gouvernementale (ONG)
2 Asian Patent Attorneys Association (APAA)

Le budget pour I'année 2007 est adopté. Quitus est
donné au Bureau pour I'année 2005 et les comptes pour
2005 sont également approuvés.

Le débat s'ouvre ensuite sur la flexibilité de I'Institut et
sa capacité a réagir a des questions soulevées pendant
les périodes situées entre les réunions du Conseil. Il est
décidé de déléguer certains pouvoirs au Bureau. La
commission Ad-Hoc, mise en place par le Président pour
examiner la proposition, ainsi que la Commission du
Reglement Intérieur sont chargées de préparer les amen-
dements au Réglement intérieur nécessaires a |'applica-
tion de cette décision.

Les commissions présentent leurs rapports respectifs
et sont invitées par le Conseil a soumettre leur rapport a
la Commission de Rédaction pour publication dans epi
Information. Au cours de la présentation du rapport de
I'EPPC, le Conseil approuve le point de vue exprimé par la
commission, a savoir que, en ce qui concerne les discus-
sions a I'OMPI au sujet de I'harmonisation du droit des
brevets, la proposition du Groupe B+ pour une solution
globale n’est pas acceptable étant donné le nombre
d'inconvénients qu’elle comporte pour le fonctionne-
ment futur de la CBE. Le Conseil note également le
compte rendu de I'Audition publique qui s'est tenue a
Bruxelles le 12 juillet 2006 sur le théme de I'avenir du
systéme des brevets en Europe et, en particulier, sur la
réalisation d'un systeme de brevet communautaire par
I'intermédiaire d’une réglementation.

Il semble que la Commission européenne soit en
faveur de I'introduction du EPLA. Le Conseil note aussi
gue le Conseil Constitutionnel francais a rendu une
décision récente suivant laquelle I'application du Proto-
cole de Londres ne serait pas contraire a la Constitution
francaise, ce qui permet d'ouvrir la voie a une ratification
par la France. Quant a la CBE 2000, I'EPPC rapporte que,
suite a la récente ratification par la Gréce, la convention
modifiée entrerait en vigueur au plus tard le 13 décem-
bre 2007.

Le Conseil approuve également la proposition de la
Commission de Rédaction d'envisager a nouveau, en
collaboration avec le Secrétaire Général, une nouvelle
couverture pour la revue epi Information.

Le Conseil approuve que le Président Mercer propose
la candidature de M. Johnson (GB) en tant que membre
du Conseil de discipline de I'OEB ou un poste pour |'epi
est a pourvoir,

En raison des changements rapides dans le domaine
des communications électroniques et des difficultés per-
cues en ce qui concerne les dépots en ligne, le Conseil
décide de rétablir la Commission pour les Communica-
tions en ligne.

Le Président Mercer cl6t la réunion en renouvelant ses
remerciements aupres des collégues turcs pour I'organi-
sation tres réussie de la réunion du Conseil.
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Projet de liste des décisions, 61éme réunion du Conseil
Istanbul, 16 — 17 octobre 2006

1. Quitus est donné au Bureau pour I'année 2005.

2. Lesdocumentsdel'epiferontal’avenir|’objet d'une
classification en trois catégories: ,pour informa-
tion”, , pour opinion”, et , pour décision”.

3. La Commission pour les Communications en ligne
est remise en activité.

4. La proposition révisée de la Commission Ad-Hoc
concernant la délégation des pouvoirs au Bureau est
adoptée.

5. La proposition de vote électronique est écartée pour
le moment.

6. La prise de position de I'epi sur la Regle 1 concer-
nant la demande d'utiliser la forme écrite dans la
CBE 2000 est approuvée.

7. La prise de position de I'epi sur la Regle 56 relative
aux parties manquantes de la description ou aux
dessins manquants est approuvée.

8. Laprise de position de I'epi sur la Regle 78 relative a
la procédure lorsque la délivrance du brevet euro-
péen est refusée au breveté est approuvée.

9. La prise de position de I'epi sur la Regle 156a
concernant le renouvellement des taxes pour les
brevets européens est approuvée.

10. Le montant de la cotisation pour 2007 est porté a
160 € en cas de paiement effectué avant le Ter mai.

11. Le montant de la cotisation pour 2007 est porté a
190 € en cas de paiement effectué le Ter mai ou
au-dela de cette date.

12. Les frais d'inscription au tutorat sont portés a 180 €
par épreuve.

13. Le budget 2007 est approuvé.

14. Laréunion du Conseil au printemps 2008 aura lieu a
Vilnius (LT).

15. Le Conseil approuve gue le texte suivant soit ajouté
au paragraphe 1 des attributions de I'EPPC: , L'EPPC
fera des recommandations aux représentants dési-
gnés par le Président pour assister a des réunions.
Le/la Président(e) de I'EPPC peut décider de publier
des informations concernant les considérations et
discussions de I'EPPC."

16. Le Conseil approuve la position de I'epi sur le
.Patent Prosecution Triway (PPT)".

17. Le Conseil décide que la proposition du Groupe B+
pour une solution globale pour le SPLT nest pas
acceptable.

President’s and Vice Presidents’ Report

C. Mercer (GB)
President

Mr. Johnson attended on my behalf the FICPI Congress
in Paris in the week of 23rd May, 2006.

On 2nd June, 2006 a Coordination Meeting of the
European Patent Academy/CEIPl/epi was attended by
myself, Mr. Nuss and Mr. Finnila (Vice-Presidents), Mr.
Quintelier (Treasurer) and Mrs. Leissler-Gerstl (PQC). The
role of the Academy as well as the operational frame-
work, including terms and conditions, were discussed.
An attempt was made to define how the operational
framework could provide a foundation upon which the
three institutions could successfully work together with
regard to the training and education for patent pro-
fessionals. Vice-President Nuss introduced the sugges-
tion of an agreement between the three organisations.
The Academy proposed to prepare such a contract for
discussion during the second meeting scheduled for
23rd October 2006.

Mr. Hardarson, the Board member for Iceland, gave on
my behalf a paper at a Seminar organised by the Ice-

landic Patent Office on 7th June, 2006. | understand that
the paper was well received. | will be trying to arrange a
visit to our members in Iceland in the future.

On 15" and 16™ June 2006, Vice-President Nuss
attended the Board meeting and the AC of CEIPI. A
report on these meetings was provided to Council.

| attended the MSBA meeting in Munich on 21st June,
2006 accompanied by both Vice-Presidents, Mr. Nuss
and Mr. Finnila, as well as other epi-members. A report
on this meeting was presented to Council by EPPC.

| attended the SACEPO meeting in Munich on 22nd
and 23rd June, 2006 accompanied by both Vice-Presi-
dents, Mr. Nuss and Mr. Finnild, and other duly
appointed epi-members. This was a good meeting as
the people attending the meeting were knowledgeable
and contributed well to the debate. A report on this
meeting was presented to Council by EPPC.

| attended part of the Administrative Council meeting
in The Hague on 27th and 28th June, 2006. The
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remainder of the meeting was attended by Mr. Finnila.
As most of the meeting dealt with the Strategy Debate, a
report on this meeting was presented to Council.

There was a meeting of the Labelled Members on 4th
July, 2006 in Brussels.

There was a meeting in Brussels on 5th July, 2006
relating to a conference being organised by the EPO
Academy, at which | was a speaker.

| attended and spoke at the EU Hearing in Brussels on
12th July, 2006. It was interesting to note how many epi
members spoke at the meeting, but not on behalf of epi.
A report on this meeting was presented to Council by
EPPC.

At the SACEPO meeting, there was a discussion of the
new Rules relating to EPC 2000. This discussion was
unfinished and so an extraordinary meeting of a SACEPO
Working Group on the Rules was convened on 17th July,
2006. This was attended by myself as well as other epi
members and a representative from UNICE. We had a
very good meeting and many of our suggestions were
adopted. They appeared in the revised Rules presented
to the Committee on Patent Law. A report on the meet-
ing of the Committee on Patent Law is attached to the
EPPC report. There was a further meeting of the Com-
mittee on Patent Law on 2nd November, 2006 at which
further amendments to the rules suggested by epi were
adopted.

The EPO held its first Workshop on a European Quality
System in Munich on 25th and 26th July, which |
attended. The second Workshop took place on 8th
and 9th August in The Hague and was attended by
Vice-President Finnila.

The first meeting of the Administrative Council’s
Working Party on a European Quality System took place

in Munich on 31st August and 1st September and was
attended by Vice-President Finnila. The second meeting
took place on 2nd and 3rd October in The Hague and
was attended by myself. The result of these meetingsis a
proposal for a quality system to be applied by both the
EPO and national patent offices.

On 8th September, 2006, there was a meeting
between the EPO and epi regarding the possible changes
to the Regulation on the EQE. epi was represented by Mr.
Nuss, Mrs. Kaminski, Mrs. Leissler-Gerstl, Mr. Harris, Mr.
Checcacci and myself. This meeting appeared to be very
successful as Prof. Pompidou and Prof. Desantes empha-
sised that the EQE needs to be organised by a partnership
of epi and EPO.

The 4th meeting of the Supervisory Board of the
Academy was held on 19th September, 2006 and was
attended by myself as an observer. The topic discussed
most was the budget, which has been raised. There was
also a discussion as to whether the Academy should be
involved in the European Patent Network.

On 19th to 21st September, 2006, | attended the
Meeting of the Committee on Patent Law as a part of the
UK delegation. epi was very ably represented at this
meeting by Mr. Lyndon-Stanford, Mrs. Leissler-Gerstl and
Dr. Leyder. Most of the work was done by Dr. Leyder,
who did a very good job for epi. He and all the other
members of EPPC who have worked on the new Rules
are to be congratulated for their effort and effectiveness.

On 4th and 5™ October, Vice-President Finnila repre-
sented epi in a platform discussion with, among others,
Professeur Pompidou at a meeting on On-Line Services
held in Lisbon.

Treasurer’s Report

C. Quintelier (BE)

Due to the illness of one staff member and the huge
workload in the accounting department of the epi
secretariat, not all invoices and reimbursement claims
which reached the Secretariat up to June 30, 2006 could
be booked. This explains why the actual figures on June
30, 2006 reflect an account situation and not a pure
financial one.

On January 1, 2006 there were 8.434 contributory epi
members. From January 1, up to June 30, 2006, 56 new
members entered the list of professional representatives
and 138 were deleted. This leads to a total of 8.352 epi
members. On June 30, 2006 359 members were still
considered as not having paid their contributions. Some
further subscription payments have been received since

June 30, 2006. Consequently with a budget based on
8050 members we should reach the budgeted subscrip-
tion amount.

Only 297 members of those who paid used the
possibility to pay by credit card (i.e. 3,7 %). In view of
2005 this is already a substantial increase. Nevertheless
the costs charged for the Visa payments were per
member still higher than the foreseen 5€ per member
using the credit card payment possibility. On September
11, 2006 the Secretary General and the Treasurer had a
meeting with a person responsible for electronic credit
card payments. This meeting opened the perspective
that an electronic credit card payment of the subscrip-
tion fee will be possible as from 2007. This should reduce
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the cost involved by the credit card payment and make
the alternative more attractive than the present solution
where a copy of the credit card has to be faxed.

Our total income from our assets was on June 30,
2006 somewhat higher than at the same time last year.
This is mainly due to the DWS Investment, which could
benefit from the interest rate increase during the first
half of this year. An investment of 200 000 €, which
reached its term in July 2006, was reinvested at a more
favourable rate of 3.1 %. A further amount of 110 000 €
was invested at a similar rate. Both investments were in
triple A papers and there was no need to choose an
alternative type of investment.

The income increase on the epi studentship is
explained by the fact that those non-epi members who
enrolled for the CPE seminar in Eindhoven also enrolled
as epi-students. The income of the CEIPI seminar comes
from one participant who already paid before the end of
June 2006. As the 2006-2007 course is again well
attended the expected income should be reached by
the end of 2006.

On the expense side it should be observed that
advance payments for the present Istanbul Council as
well as for the Prague Board meeting are included.
However, it seems that Board and Council meetings
are going to be over the budgeted amount. The low
amount under Committee meetings does not reflect the
reality and is due to the backlog in reimbursements.
However, in view of EPC 2000, EPPC will need several
meetings, and the Sofia seminar organised by the Dis-
ciplinary Committee will also require financial means.

The increase in bank charges is due to exceptional
costs rendered by the Dresdner Bank. A single phone call
was already enough to reduce those costs and further
negotiations are planned to discuss the subject matter.

The substantial reduction in postage costs is explained
by the fact that no election letters had to be sent.

For what concerns the 2007 budget it is proposed to
increase the membership contribution by 10 € to a total
of 160 €. The late payment increment should be raised
by 5 € to a total of 30 €. This increase is far below
inflation. If an inflation correction over 10 years (the
period over which the fee remained unchanged) taking
into account an average inflation of 2 % per year would
have been applied, this would have caused a 30 €
increase. The increase will be needed to face more
expenses expected in 2007 and to give ep/ more financial
means to face a still increasing demand to participate in
different events or to support certain activities.

The increase of the subscription fee was discussed
during the Finance Committee meeting in September
2006. On the request of the Finance Committee a draft
was prepared with a budget based on 8 500 members
and an unchanged fee of 150 €. This leads to a deficit of
4 550 €. However, | do not share the opinion of the
Finance Committee that in 2007 there will be 8 500
members. | was informed by the EPO that on September
26 there were 8 358 epi members on the list. So even
with the new members, who passed the 2006 EQE, and
taking into account the normal deletions, there is a fair
chance that the number of 8 500 members will not be
reached, thereby leading to an even larger deficit. So |
based the 2007 budget on 8 400 members and a 160 €
subscription fee. In such a manner there is no deficit,
even a surplus, and the Institute is in a better position to
face the still increasing demand.

In the same context it is further proposed to increase
the fee candidates have to pay for epi tutorials. Instead of
150 €, 180 € should be asked, thereby also contributing
to finance the epi tutorial and create the possibility to
offer something to the tutors such as a participation to a
seminar.

As the actual figures of Council and Board meetings
show an increase over 2005, the 2007 budget foresees
an increase on those items. The increase of those costs is
probably due to the increased number of delegates
requiring larger meeting rooms and consequently a
higher hotel category, as well as more costs to be
reimbursed.

A new item (1.8) has been created called ,Labelled
members meeting”. It has indeed become necessary for
the labelled members to meet also outside the Board and
Council meetings. The new item should cover the costs
involved with those meetings.

The solution to create a new item was preferred above
the one to split those costs over the budget of the
individual labelled members, as this provides more trans-
parency.

The reorganisation of SACEPO had as a consequence
that the provision for 2007 for SACEPO could be
reduced to 10 000 €.

The promotional activity item was raised to 15 000 €,
as epi is more and more requested to ,sponsor” events.
The expenses on CPE seminars were estimated for 2007
on 30 000 €, which balances with the income.

Minor raises have further been applied on different
items in order to take into account the effects of
inflation.
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Report of the Committee on Biotechnological Inventions

A. De Clercq (BE)
Chairwoman

. Committee Meeting October 26th, 2005

The following new matters were discussed at this meet-
ing.
1. EPO matters relating to biotech inventions

(i) morality/Art. 53(a)

In the Oncomouse Decision (T315/03) it was noted that
claims directed to , rodents” were not allowed, as these
would include squirrels. Hence the claims allowed were
restricted to mice, but this was considered almost worth-
less as it did not cover rats.

The BRCA2 case was mentioned, in particular the
entitlement to priority (or lack of it) as the sequences
had changed over time. One prior art (CRCT) document
had not found the mutation in a certain category of
(Ashkanazi) Jewish women. Only a few days before the
oral proceedings some third party observations sug-
gested racist motives, which had been copied to the
EPO President and the Israeli foreign minister. It had been
countered by arguing that the observer had filed patent
applications himself on cancer genes. One member had
wanted the ,racist” accusation minuted, so that he
could take it to the epi, but it did not make it to the
Minutes. The EPO dismissed arguments that the claims,
to this category of Jewish women, was immoral under
Art. 53a.

A hearing on BRCA1 occurred earlier in 2005 and had
similar priority (due to changes in the sequences) issues.

(ii) ,isolated” term in claims

One member had commented that ,,isolated” had been
present in the claims in the original PCT application, but
an EPO Examiner had said that would it add matter to
remove it. There was a discussion as to whether this term
would be considered inherent (some directors at the EPO
seem to be of this opinion).

(iii) deposits

One member mentioned that the EPO has made an error
regarding microorganism deposits, and wrongly released
a sample to him, even though the deposit was under the
expert solution procedure.

(iv) case law

One member suggested that Examining Divisions used to
accept post published evidence, but that now no longer
appeared to be the case in view of T1329/04 (Johns
Hopkins University) — (we wish to note that after the
Committee meeting an article has appeared on this issue
in epi information). T179/02, before Board 338 (Gallig-
ani), was also mentioned which decided that an ORF was
novel as the prior art didn’t conduct sufficient experi-

ments to obtain the gene. Also, in T280/00 (Genentech),
which concerned cross-hybridisation techniques, it had
been argued that it would be unpredictable that, for
example, a bovine sequence would allow a skilled person
to isolate a human sequence (cf.T111/00).

Apparently the JPO now requires proof of function at
the filing date.

It was also noted that there seemed to be an increas-
ing number of conflicting Board of Appeal decisions,
note for example the issues of priority exhaustion and
dosage regimes in second medical use claims.

(v) divisional cases

Recent case law suggests that one can only claim in the
second generation of divisional what was claimed (and
not just described) in the parent case. It was not clear
how Examining Divisions were implementing this. In
practice, when one files a divisional application perhaps
we should claim everything that we might ever want to
claim later that is in the parent case.

It was mentioned that some EPO directors had in the
past given adverse comments on late filing divisionals
(perhaps six or seven years after the filing date). They had
not liked the idea that Applicants could cover competi-
tor's activities downstream, suggesting that if they did
this then Applicants must have made the invention later,
or it was made by somebody else!

(vi) EPO practice

There exists a desire for more certainty and consistency,
whatever the position the EPO takes. Examiners seemed
to play the role of the Opponent sometimes, partly on
the basis that Article 84 is not available after grant, and
that they therefore need to anticipate potential oppo-
nent's arguments. Examining Divisions are sometimes
still reluctant to accept post-published evidence,
especially if the work had not been conducted by the
inventor or the Applicant. This position seems to be
expounded by some EPO directors, who are concerned
about misuse of the patenting system, drawing a
contrast with the US continuation system.

Examiners increasingly want more data and were
more demanding about synergy. Members want more
predictability and clarity, but commented that it was
often difficult to have patents revoked under Article 83
as the burden of proof was on the opponent.

Some members thought we could probably live with
.paper” patents granted by the EPO, but questioned
whether they would be valid nationally (probably not in
GB or DE).

The credible function requirement is not being con-
sistently applied, for example if the prior art speculates
on the function.
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It is the members’ experience that the EPO is also
increasingly asking for more proof to support second
medical use claims

T609/02 (Galligani) Decision was discussed about
sufficiency, where an in vitro test or a plausible mecha-
nism may be good enough for sufficiency.

2. Implementation of EU directive on biotechnological
inventions

The following issues were discussed at the meeting

relating to the implementations.

BE - Amendments have been made to the Belgian
patent act in 2005 to implement the EU Direc-
tive, except for insertion of origin of biological
material (this is for plants and animals only, and
one must disclose the origin if it is known).
There are no adverse consequences if the
information is not known (so it does not affect
invalidity).

Apparently NO, SE, DK and AT all seem to have
similar (biological origin) provisions.

IT - A draft bill has been introduced, with further
requirement of the function being inserted in
the claims. It is not clear whether this will only
cover IT national patents, or EP (IT) cases as well.

DE - The EC directive has been implemented, but
Lunpleasantly”. There is no more absolute
product protection for human genes. The law
requires the function of the gene to be disclosed
in application, and it is a sequence , correspond-
ing” to a human sequence, then that function
must be present in the claim as well. However,
what does , corresponding” mean? Is it exactly
the same, or only a few amino acid/nucleotides
different? Perhaps the intention is to interpret
this broadly to cover, for example, monkey
sequences. The scope of the law needs to be
resolved by the German courts. The law refers
to German national patents, but it is unclear
whether it also refers to EP (DE) patents.
Incredibly, there are no transitional provisions!
There is a suggestion, therefore, that the law
could be applied rectrospectively. Practitioners
may want to consider filing a separate set of
claims for DE. There will be little clarity until the
new law has been tested in the DE courts. It is
also unclear whether these provisions could be
used in nullity proceedings. Even if they cannot,
expect litigants to argue this anyway. In any
event, what does function mean? There may be
several functions, so this is open to discussion.
The DE legislation came into force on 28 Feb-
ruary 2005.

FR — Thedirective has been implemented, albeit with
differences from Articles 5 and 6. The FR legis-
lation contains an additional requirement over
and above Article 6, stating that the invention is
not patentable if the exploitation of it would be
contrary to the dignity to the human being. The
implementation of Article 5 (in particular part 2)

is different, so that in FR the protection to cover
the element is only to allow exploitation of the
particular application or function, and the func-
tion must be concretely disclosed. It may not
apply to EP (FR) patents, more likely just FR
patents only. Human cloning is also not patent-
able. It appears that only the application/use of
asequence is patentable, and while the relevant
provision does not appear in the grounds for
nullity it is a requirement for grant of a French
patent. The legislation came into force in
December 2004. There is an interesting ques-
tion as to how one can interpret the FR pro-
visions, especially if they are narrower than
those in the EU: is this legal? Perhaps though
the difference is not in validity/nullity, but in
interpretation of scope.

TR - Implementation is expected next summer.

AT - Austria implemented the directive on 10 June
2005, and the law is completely in line with the
directive. AT has also set up a monitoring com-
mittee to see how the legislation is affecting
research, business and general patenting activ-
ity.

Note that the AT moratorium on GMO'’s
appears to be illegal according to the ECJ.

CH - Although not in the EU, an adapted patent law
is under preparation. As a compromise it may
not have product limitation (as in DE) but never-
theless may require the disclosure of function in
the application. There will be a vote on the
moratorium (on 27 November) concerning GM
crops.

The French and German Members of this Committee
were requested to prepare a paper which would give
more clarity on the implementation in DE and FR.

3. Moral Issues

As far as stem cells are concerned it was discussed at the
Committee meeting that there would be a hearing
before the Board of Appeal on the WARF case (EPA
96903521.1). The EPO has denied there being a mora-
torium on stem cell cases not being examined. The
Edinburgh case is being appealed’.

The Greenpeace website says that it will probably
oppose (deadline 5 November) EP-B-1257168 (in the
name of XY Inc), referring to a (negative) EU Parliament
resolution.

4. Sufficiency

One member commented that the days of broad biotech
patents seem to be gone, and the EPO is being far more
restrictive. Perhaps though the EPO may be being a little
more lenient on inventive step, and possibly Article 83
(the position is that a skilled person must be able to do it,
not whether the Applicant has actually done it).

1 See also item ... below
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5. Unity of invention

One member reported at the Committee meeting that a
shift of the claims towards product by process protection
could sometimes overcome disunity. The EPO was con-
cerned about large cases, with lots of sequences, ema-
nating from the US. Rule 29 EPC is still being used, but
members thought that this was not particularly prob-
lematic.

6. Public debate in countries about biotechnology pa-
tents

Reference was made at the Committee Meeting to EU
resolutions against the XY and Edinburgh
(EP-B-0695351) patents. This called for the EPO to intro-
duce an ethical body to review such cases before grant.
In Denmark, an ethical council had published a book
arguing against the patenting of human genes. In AT, a
recent bioethics report had welcomed the EU Biotech
Directive.

7. Diagnostic methods

The upcoming Enlarged Board of Appeal decision was
briefly discussed at the Committee meeting. See more
below under item lIl.

Il. Meeting with DG2 directors

The day after the Committee meeting on October 27"
the 3" meeting with DG2 Biotech Directors was held and
the following points of EPO practice were discussed.
Stem cells

Predicted Function of genes and proteins
Summons to Oral Proceedings

Diagnostic methods

Origin of biological material

Priority exhaustion

Recent case law on Divisional applications

Rule 51(4) Procedure: Amendments by Examiners
and situations in which translations of claims need
not be filed

The EPO agreed that they would revise the minutes of
the 3 epi/DG2 meetings in order to allow the publication
of a consolidated document in the epi Information.

N A WN =

The meeting was again much appreciated as a dis-
cussion forum from both sides and a new meeting is now
scheduled for December 6, 2006.

lll. Additional discussion items of the Committee
after the Committee meeting

The Enlarged Board of Appeal decision GO1/04 relating
to diagnostic methods has been published after the last
Committee meeting and will be discussed during the
next Committee meeting.

The next Committee Meeting is scheduled to take
place on December 5, 2006.

IV. Amicus Curiae brief relating to G 2/06

An Amicus Curiae brief is being prepared by this Com-
mittee in collaboration with EPPC regarding the patent-
ing of stem cells and the referral to the Enlarged Board of
Appeal, G 2/06 (WARF case, T 1374/04). The President of
the EPI will file the Amicus brief by the end of October
2006.

V. Liaisons between EPPC and Biotech Committees

EPPC has formally appointed Mrs. Gabriele LeiBler-Gerstl
as the person to liaise with our committee. The Biotech
Committee has appointed Mr. Simon Wright as their
liaison person with EPPC.

VI. German utility models for biotech inventions

From email correspondence received by our Committee,
there seems to have been some doubt as to whether
biotech inventions could be protected by German Utility
Models, instead of German patents, especially in view of
the restrictions introduced in Germany over and above
those in the Biotech directive. Some of our German
members have commented on this issue. From a reaction
of 2 of our German members, we gather that they are of
the opinion that biotech inventions cannot be protected
by Utility Models in Germany.

Please visit our website for news !

WWww.patentepi.com
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Report of the Disciplinary Committee

P. Rosenich (LI)
Chairman

As decided in Salzburg the Disciplinary Committee (DC)
had a meeting in Sofia from October 12th to 13th, 2006;
thirty participants enrolled for the meeting which was
opened for other (non Committee Members) epi
members on the second day.
The meeting was perfectly organized by the Vice
Chairman Dr. Emil Benatov and the Bulgarian epi
Members. Bulgaria proved to be an excellent host for
epi events. It was the first official epi (Committee) meet-
ing in Bulgaria.
Major issues which were discussed at the meeting
were
(i) the harmonization of the practises of the
Chambers,

(i) the exchange of experiences among the old and the
new members of the DC, and

(iii) the improvement of the mediation skills of the
members. Two external Mediation Specialists Jon
Lang from England and Dr. James Peter from Swit-
zerland assisted the DC in its workshops. In prep-
aration for the DC’s harmonized practise through-
out all EPC Contracting States, a list of rules and
possible disciplinary measures was made for each
EPC Contracting State. This list was already pre-

sented at the epi meeting in Salzburg in May, 2006
and further discussed in Sofia.
For 2006, eight new complaints were registered until
now. The fixed Chambers of the DC are well prepared to
deal with these complaints.

Complainors are advised, that the process before a
Chamber of the Disciplinary Committee is not an inter-
partes proceeding as e.g. proceedings according to
Art. 99 EPC. The disciplinary proceedings before the
Chambers of the DC are proceedings in which the
Chambers operate on there own motion as soon as they
have been informed about a misconduct of a member of
our Institute.

Nevertheless, if problems arise between Members of
our Institute or even between clients and members of
our Institute, the DC developed skills to help the parties
to find solutions which go beyond just deciding by the
Chambers. These skills have been improved and trained
in Sofia.

The members of the DC came to the conclusion that
further developing these skills is of importance to the DC
and is in full line with the gist of Art. 1(e) of the Code of
Conduct. Hence the DC continues to work on this
approach and will have a follow up meeting in 2007.

Report of the Editorial Committee

1) In connection with the compilation made by Vice-
President Finnild on the ,survey of the situation of the
patent profession in the EPC contracting states”', there
will be a themed edition on this particular topic at the
beginning of next year, particularly addressing the
involvement of National Patent Offices in the preparation
for the EQE.

Council members are thanked in advance for provid-
ing any national contribution regarding this topic.

2) The Editorial Committee has reached the following
preliminary conclusion as regards the EPO advertise-
ment: , Cost of a sample European Patent”:

First of all, there is no such thing as a ,sample” patent.
Each patent is different like the invention it covers. The
aforementioned publication of a ,,sample” is misleading
for an SME, because it does not disclose the true nature
and content of the patent. Moreover, the 6 states it is

1 published in issue 4/2004, page 134, as well as on the epi website

supposed to cover are not stated. This makes a differ-
ence when assessing validations.

As regards the individual blocks of fees, a rough calcu-
lation shows that the amounts stated for the EPO fees, the
validation in 6 contracting states including 4 translations
and the national renewal fees are more or less within the
actual range, provided certain assumptions are made in
relation to the volume of the patent and the countries in
question. What seems exaggerated, however, is the
amount of the professional fees for representation before
the EPO. These costs cannot be signalled to an applicant
as typical or accurate because they depend on the indi-
vidual case, e.g. preparatory draft work.

The applicant should therefore ask a European Patent
Attorney for professional advice regarding the cost issue.
Should the epi decide to discuss the cost issue on its own
website at all, this could in the view of the Editorial
Committee only be done with a number of samples and
with critical explanations.
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Report of EPO Finances Committee

J. Boff (GB)
Chairman

Parts of this report were made to Council in writing, and
part represent a verbal report of a meeting of the Budget
and Finance Committee of the EPO held the previous
week.

Recruitment and Pensions

The EPO have removed the freeze on Examiner posts to
meet demand, but in doing so may have introduced
more problems. The EPO have announced their willing-
ness to recruit the over-50s to examining posts. However
as this will apparently not be by way of contract work,
this must have an effect on the pensions liabilities of the
EPO. Employing an examiner for 30 years and paying a
pension for 30 years appears to be reasonable -
employing an examiner for 10 years and paying a pen-
sion for 30 years or more appears a very good deal for
the examiner.

The Actuarial Advisory Group has reported that the
pensions are under funded, and recommended an
increase in the contributions by the EPO to the Reserve
Fund for Pensions. The Administrative Council is being
asked to raise the contribution rate from 24 % of salaries
to 27.3 % of salaries [EPO contribution increased from
16 % to 18.2 % — staff contribution from 8 % t0 9.1 %].
Since salaries amount to ~75 % of EPO expenditure, this
represents a significant amount that will eventually need
to be funded [from applicant fees?].

The Reserve Fund for Pensions represents over 60 % of
the assets of the EPO. It should be appreciated that
variations in the value of this fund which is aimed at
covering long term liabilities have a large affect on the
overall financial position of the EPO and hence may
translate unduly into concerns about the EPO’s short
term financial position.

Financial position

The EPO’s financial position could be good, or it could be
bad, depending upon your outlook. The accounts for
2005 show a patent office that is earning more than it is
spending and it appears that the EPO is heading for a
large operational surplus in 2006. However, the accounts
for 2006 will have to be presented under International
Financial Reporting Standards [IFRS] and the 2005
accounts will be re-stated under IFRS at that time for
comparison. On an IFRS basis the accounts will at first
sight look poor since several conditional items currently
treated as income or assets will not be permitted to be so
treated in future.

For example, pre-payments [e.g. refundable fees such
as examination fees] will not be treated as income under
IFRS until the relevant service is performed.

Also, under IFRS, assets can only include reasonably
certain amounts due. This means that the present value
of future income from renewal fees cannot be factored
into the EPO’s ,,wealth”. The abandonment of renewal
fees by ltaly, and the reduction in renewal fees by
Switzerland, show this approach to be prudent.

This will result in the EPO showing more liabilities than
assets in the 2006 accounts [i. e. it will appear insolvent].
The accounts can carry notes showing additional items
off balance sheet to give a clearer picture than the
balance sheet alone — but many people place an undue
weight on numbers and insufficient weight on what lies
behind the numbers. In summary the EPO could appear
anything between: —

e asolvent patent office with a well run pension fund

e anunder provided pension fund with an inadequate
source of income.

Given the EPO’s monopoly status and the apparent

continuing growth in demand, the latter assessment

would appear somewhat pessimistic.

Performance

It appears that, comparing the first 6 months of 2005

with the first 6 months of 2004: —

e thereis a growth in demand [filings] of about 5 %

e there is a growth in production [searches and
examinations] of about 2 %

e as a consequence — there is a growth in search
workload of about 7 %

e the growth in examination workload is only about
3% - but cases are not counted as part of the
examination workload until the search is done — the
slow growth in search production limits the growth
in examination workload

e the PCT examination production has dropped by
42 % as fewer applicants adopt this route

e however the number of European examinations has
not increased proportionately

e the number of patents published has increased
31 % [this may be a surge reflecting shorter pen-
dency between allowance and grant]

Planning

The EPO are indulging in a lot of planning at present.
Although the medium term business plan seem to be
based more firmly on reality than in previous years, there
appear to be a number of dubious assumptions. The
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most obvious of these assumptions relates to the pro-
portion of PCT searches conducted by the EPO as ISA.

Although this proportion has declined from ~60 % to
~50 % over recent years, the EPO appear to be working
on the assumption that there will be no further signifi-
cant decline below 50 %. This is not a tenable position
without some action on the part of the EPO. The desir-
ability of such action is debatable.

The WIPO statistics indicate that up to July 2006 the
EPO received ~47 % of PCT searches in 2006. A reason-
able extrapolation of recent trends would show the EPO
searching below 40% of PCT applications in 2011.
Similarly, extrapolation of actual numbers of PCT
searches from 2002-2005 to 2011 gives a figure in the
region of 79000 searches — the plan uses a figure of
90,200 searches for 2011.

This trend to decreasing importance of the EPO as an
ISA is due in part to: —

e aslackening of the growth rate in PCT filings from
Europe and USA
e anincrease in filings from Asia

e anincrease in the number of PCT Search Authorities

e the USA [by far the biggest user of the PCT system]
entrusting search to more ISAs [e.g. Korea].

The consequences are mixed good and bad news: —

e the EPO will be under less time pressure on PCT
applications and so may be able to examine more
European applications

e the volume of supplementary searches — and con-
sequent delay for Euro-PCTs requiring a supplemen-
tary search —is likely to increase

e since a significant proportion of PCT applications do
not proceed to the EP Regional phase, the increase in
supplementary searches will not match the PCT work
Jlost” to other offices [those concerned with the
EPO’s market share might consider this bad — those
concerned with the EPO processing and granting
European patents might consider this good].

Of course, these consequences assume that no other

factors vary. Given the importance of the USA to PCT

demand relatively minor changes there can have
extremely large consequences on demand.

Report of the European Patent Practice Committee (EPPC)

E. Lyndon-Stanford (GB)
Chairman

1. EPPC Meeting, 5'" October 2006

1.1. At the EPPC meeting of 15™ June 2006, it was
decided to have the next meeting within four months,
partly to complete the outstanding business but mainly
due to the extreme time pressure to negotiate and if
possible agree the amendments to the Implementing
Regulations.

1.2. All items of substance in the October 2006 meeting
are referred to below. The next EPPC meeting will be 26
April 2007, roughly a month before the next (Krakow)
Council meeting.

2. The coming into force of EPC 2000 on 13*"
December 2007 (or possibly earlier) - Amend-
ments to the Implementing Regulations

2.1. The decision-making body is the Administrative
Council (AC). However, before deciding, the AC requires
the opinion of the Committee on Patent Law (CPL). Thus,
although the epi is primarily negotiating with the EPO,
the CPL or the AC could refuse an amendment accepted
by the EPO. However it is unlikely that a position agreed
with the EPO would be reversed by the CPL or the AC.
2.2. It was agreed with the EPO that epi proposals for
amendment would not be confined to those Rules the

EPO wished to amend and would not be confined to
amendments resulting from the changes made by EPC
2000. It was also agreed with the EPO that a second
tranche of amendments can be adopted, possibly in
2007.

2.3. Although the epi despatched a strongly worded
letter to the EPO in support of retaining the old num-
bering of the Implementing Regulations, the CPL recom-
mended adopting the new numbering and the new
numbering has been used in all discussions.

2.4. Mr. Francis Leyder has been piloting the internal
discussions and presenting proposals for amendment. To
handle the great amount of work required, the EPC 2000
Sub-Committee under Mr. Leyder has been expanded to
include members of the Guidelines Sub-Committee.
2.5. The first draft of the Amendments to the
Implementing Regulations was issued on 13™ April
2006. During the June 2006 EPPC meeting, a large
number of proposals were presented by Mr. Leyder
and others, and were approved by the EPPC. Following
the meeting, the proposals were presented to a June
2006 SACEPO meeting and were discussed at a special
meeting of the EPO, the epi and UNICE on 17" July
2006. A second draft of the Amendments was issued on
7™ August 2006. There was a meeting of the enlarged
EPC 2000 Sub-Committee on 13" September 2006, to
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prepare for the meeting of the CPL on 19" to 21
September. The 5" October 2006 EPPC meeting con-
sidered the amendments that had been agreed at the
CPL meeting and more particularly considered whether
and how the epi should pursue those amendments that
had not been agreed. A third draft of the amendments
was issued on 16" October 2006. Outstanding amend-
ments will be again considered by the CPL at a meeting
on 2" November 2006. Following that meeting, the
Amendments will be submitted to the EPO Adminis-
trative Council meeting on 5" December 2006 for
approval and authorisation.

2.6. In its report to Council, the EPPC reported the
amendments that had been agreed with the CPL, the
amendments that had not been agreed, and, following
the EPPC meeting of 5" October 2006, the proposals of
the EPPC in relation to the amendments that had not
been agreed. These proposals were noted by Council.
2.7. Rules 1, 56 (old 39a), 71(4) (old 51(4)) and 78 (old
56a) have given particular difficulty. Position papers were
agreed by Council and have been submitted to the CPL in
respect of Rules 1, 56 and 78. It has been agreed with the
EPO that Rule 71(4) be discussed in the second tranche of
amendments; there are many conflicting points of view
which have not yet been resolved, but it is expected that
a draft epi position paper will be agreed at the next EPPC
meeting and put for adoption before the next Council
meeting.

2.8. As a new proposal, a position paper was agreed by
Council and has been submitted to the CPL on a new
Rule 51(4) (new numbering) or 156a, to protect the
proprietor if rights are re-established under Article 122 or
if the Enlarged Board of Appeal re-opens proceedings
before the Board of Appal under Article 112a EPC 2000.
The draft new Rule provides that national renewal fees
due during the interim be payable after the re-establish-
ment of rights or the re-opening of proceedings.

3. Proposal to hold oral proceedings always in one
centre (centralising the Opposition Divisions of
the EPO)

No consensus was reached in the EPPC meeting, with
equal division for and against. There was a brief dis-
cussion in the October 2006 Council meeting and the
EPPC was asked to produce a discussion paper for the
next (Krakow) Council meeting.

4. The coming into force of EPC 2000 on 13"
December 2007 (or possibly earlier) — amend-
ments to the Examination Guidelines

The proposed amendments are not expected to be
published until November 2006. The EPPC has an
expanded Guidelines Sub-Committee (chaired by Ms.
Anette Hegner), which will study and advise when the
EPO communicates its detailed proposals on the examin-
ation guidelines. Council has authorised the inclusion in
the Guidelines Sub-Committee of one or more epi

members who are not members of the EPPC or are
neither members of the EPPC nor members of Council.

5. The European Commission consultation on fu-
ture patent policy in Europe

There was a hearing in Brussels on 12" July 2006, which
was attended by the President and the Chairman of the
EPPC. A report on the hearing has been published in epi
Information.

6. The UK PO consultation on the inventive step
requirement in United Kingdom patent law and
practice

The EPPC prepared a response, which was filed by the
President, and a copy was submitted to the EPO. In
summary, the response did not suggest that the law should
be changed but that the inventive level criteria should be
applied more rigorously, taking the man skilled in the art to
be capable of thinking. The UK PO has reported that 26
responses were received and that most responses
expressed approval of current practice in the UK.

7. Inventive level requirements in EPO practice

The EPPC decided not to make a deeper study of
inventive level requirements in EPO practice, primarily
because the Boards of Appeal set the level in accordance
with their interpretation of the inventive level required
and amendment of the EPC would be required in order
to change the level. However, the issue was raised at the
12" October 2006 Partnership for Quality meeting and
will be raised at the next MSBA meeting (meeting of
SACEPO and the Boards of Appeal).

8. The 215! June 2006 MSBA

The MSBA was attended by the EPPC Chairman and
others. There was a discussion of what were acceptable
reasons for postponing of oral proceedings, of new
objections being raised during oral proceedings and of
the length of time taken for appeal proceedings, without
resolving the issues. The Boards of Appeal are very inde-
pendent of each other and can apply different standards.
There was also a debate on trivial patents, at the ter-
mination of which the epi was requested to put in a paper
presenting a convincing case for raising the inventive level
required. The intention is to submit the response to the UK
PO consultancy (see #6 and #7 above).

9. Enlarged Board of Appeals - cases G 01/05,
G 01/06 and G 03/06 - Divisionals — Amicus
Curiae briefs

First and second amicus curiae briefs were filed on case G
01/06 A further brief has been filed, on cases G 01/06
and G 03/06. One question is whether, if the content of
the divisional application extends beyond the content of
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the parent or grandfather application, the divisional
application is deemed not to have been filed. Another
guestion is whether a claim in a divisional application can
be based on the content of the specification of the
parent application if it was not defined in a claim of the
parent application. An additional question is whether, in
a string of divisionals where the subject relied on in the
final divisional was in the first application, it had also to
be present in the intermediate divisionals.

10. The London Protocol/Agreement (on trans-
lations)

The French Constitutional Court has pronounced that
the ratification of the London Agreement would not be
contrary to the French constitution, opening the way for
ratification by France. However, if the Agreement is not
approved by parliament and by the French President, it
will not be ratified.

11. The Trilateral (EP, US, JP) Proposals

Council adopted a position paper proposed by the EPPC.
The most recent proposal is by the USPTO, basically for
one of the three offices to do a full search and for the
other two offices to do a full search shortly afterwards.
The object is to increase the quality of searching and not
to reduce cost. The epi is concerned that it may not be
possible to carry out the program and that the proposal
may have a negative effect on the functioning and
development of the PCT.

12. The EPLA

The Commission indicated at the Brussels Hearing on
12" July that they were going to progress the EPLA, and
the European Parliament has now passed a motion
indicating approval of developments such as the EPLA.
Once, or if, the Agreement is signed at a diplomatic
conference, the rules of procedure of the EPLA courts
will be drafted. One important aspect is who can repre-
sent before the courts, although the present draft agree-
ment gives EPA’s the right to assist and speak in court. It
was agreed by Council that the EPPC would present a
draft epi position paper on representation to the next
(Krakow) Council meeting.

13. The Partnership for Quality

13.1. It appears that the more informal Partnership for
Quality meetings may replace some of the earlier DGI
and DG2 meetings, but it is expected that there will be a
DG1 and DG2 meeting once a year, dealing with policy
rather than details. The next meeting of the Partnership
for Quality will be in March 2007.

13.2. We were asked if we would join the EPO in
assessing a small random selection of granted patents
to determine whether errors had been made in the
search or examination. The identity of the applicants,

examiners and attorneys would be concealed and those
involved would be bound to confidentiality. In Council,
there were two opposite views, one being that the
assessments would take place in any case and we would
have the opportunity of understanding and influencing
the EPO approach, the other being that there were great
problems of conflict and that this was not the job of the
epi. It was agreed that the EPPC could inform the EPO of
cautious interest, but that we needed to see details.

14. The Paris Criteria (the time between filing and
grant of European Patent Applications)

The Paris criteria arise from an intergovernmental con-
ference in Paris on 24" and 25" June 1999 and include
an invitation to the European Patent Organisation to
undertake every possible effort to shorten procedures, so
as to bring the average time it takes to grant a European
patent down to three years, whilst maintaining the level
of quality. This question was considered by the EPPC
meeting of 5" October 2006, without agreement being
reached. A draft epi position paper will be agreed by the
EPPC at their next meeting and presented to the next
(Krakow) Council meeting.

15. Measures that can be taken to shorten the
period to grant

In view of the other tasks outstanding, the EPPC decided
to defer this matter to the next EPPC meeting. There is
the intention to agree a draft epi position paper for
submission to the next (Krakow) Council meeting.

16. The draft Directive on Criminal Measures for
Enforcement of IPR

The October 5™ 2006 EPPC meeting agreed that the
subject was not within the terms of reference of the
EPPC and doubts were expressed whether it was within
the remit of the epi. However, in Council it was con-
sidered that in general it was the concern of EPA’s. The
problem was the broad way in which the draft Directive
was phrased, and could even provide for the imposition
of criminal sanctions on a patent attorney who had given
advice on validity. The EPPC was instructed to look at the
question.

17. The epi-EPO Liaison Sub-Committee

This Sub-Committee has been active in dealing with
guestions raised by individual members of the epi, many
of which will be discussed in the next Partnership for
Quality meeting, as well as questions such as the amend-
ment of old Rule 51(4).

18. Sleeping Patents

Council asked the EPPC to look into this question.
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Report of the Harmonisation Committee

F. Leyder (BE)
Chairman

The Harmonisation Committee deals with all questions
concerning the worldwide harmonization of Patent Law,
and in particular within the framework of WIPO.

1. The members of Group B+ (i.e. the industrialised
nations) agreed in Tokyo to consult relevant stakeholders
in the member states on the outstanding issues in order
to reach an agreement. They further agreed to make
every effort to reach an agreement on the provisions
related to Prior Art, Grace Period, Novelty and Inventive
Step/Non-Obviousness at the next Plenary Session. In
response to the request of the EPO for feedback from the
users, the epi Council adopted a position paper on 16
May 2006.

In preparation of the 30th meeting of CPL (CPL 30),
the EPO circulated document CA/PL 16/06 containing a
proposal made by the Chair of Group B+ (Ms. Anne
Jorgensen, DK). From that document, it appears that
informal meetings were held with the European
members of Group B+ on 14-15 June 2006 and with
the non-European members on 3-4 July 2006, and that
all members supported the proposal that the Chair
continues with the informal consultations with the aim
of producing a compromise package, what the Chair did
late in August.

During CPL 30, the discussions took the best part of a
day. The epi delegate offered provisional comments
based on the epi position paper: to the extent the Chair
proposal is a package solution, the package solution is
not acceptable. This was confirmed by the epi Council,
during the meeting in Istanbul.

At the Plenary session of Group B+ held on the
margins of the WIPO General Assembly in September
2006, it was decided that the Chair proposal constitutes
a ,basis for discussion”.

Further developments are understood to be as follows:

- A Working Group (WG) of Group B+ will meet in
Tokyo in November 2006 to work on a new draft
text to be provided in the working documents for
the meeting;

— A further WG meeting will be held in Washington
(USA hosts Trilateral in 2007) to finalize text, if
possible.

2. As reported previously, an informal meeting of the
Standing Committee on the Law of Patents (SCP) of
WIPO was unable to agree on a work program and
consequently the matter was referred to the WIPO
General Assembly in September 2006. The meetings
of the General Assembly took place in Geneva from 25
September to 3 October 2006; all documents are avail-
able at http://www.wipo.int/meetings/en/details.jsp?
meeting_id=11023

.The member states agreed on a way forward in
respect of discussions held in the context of SCP, which,
in past years, has been discussing mainly substantive
patent law issues. Member states decided that proposals
for the work program of the SCP, including proposals on
ways forward or approaches, may be submitted by
December 2006. Proposals will be circulated in consoli-
dated form to all member states. It was also decided that
the Chairman of the General Assembly will hold informal
consultations in the first half of 2007 for the purpose of
discussing the proposals and recommending a work plan
for the SCP to the General Assembly in September 2007.
In this regard, the Chairman will decide the form of the
consultations, which shall be inclusive, and whether it is
desirable to hold informal consultations in a meeting of
all member states. The General Assembly in September
2007 will consider the results of the consultations with a
view to establishing a work plan for the SCP for 2008 and
2009." [excerpts from Press Release 462 of WIPO, 3
October 2006]

. The secretariat also informed member states that a
series of informal information meetings on a number of
patent issues will be organized between October 2006
and September 2007 in Geneva. The proposed topics are
research exemption; standards and patents; flexibilities
in the patent system; technology and policy information
available in the patent system; national strategies for
innovation; and patents and transfer of technology. The
first two colloguia will be held on October 11 and
November 29, 2006, respectively.” [ibid.]

The WIPO website already provides further dates:
.Flexibilities in the Patent System” on Thursday 1 Feb-
ruary 2007, , Technology and Policy Information Avail-
able in the Patent System” on Wednesday 14 March
2007, ,National Strategies and Policies for Innovation”
on Thursday 14 June 2007 and , Patents and Transfer of
Technology” on Friday 14 September 2007.

The program of the first colloquium (,The Research
Exemption”, 11 October) was as follows:

2 p.m.: welcome and opening address, Mr. Francis
Gurry, Deputy Director General, WIPO

2.15 p.m..  Mrs. Elisabeth Thouret-Lemaitre, Sanofi-
Synthelabo

3.15 p.m.:  Professor Sean O’Connor, University of
Washington School of Law

4 p.m.: discussion;

5p.m.: closing.

The program of the second colloquium (,Standards
and Patents”) is announced as follows:

2 p.m.: welcome and opening address, Mr. Francis
Gurry, Deputy Director General, WIPO
2.15 p.m.:  Mr. Tim Frain, Nokia
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3.15 p.m.:  Mr. Paul Davey, Vodafone (i) that he wishes the application to be so treated,;
4 p.m.: discussion; (i) the number and filing date of the parent
5p.m.: closing.

http://www.wipo.int/patent/colloquia/en/ (with links
to the presentations when available)
3. The WIPO General Assembly is also referred to as the
WIPO Assemblies, as a number of meetings are held over
the ten-day period bridging September and October.
Each Assembly comprises the members of the relevant
Union, the other WIPO members being observers. One of
the WIPO Assemblies was the first session of the PLT
Assembly. It adopted amendments of Rules 3(1) and 6(3)
of the Regulations under the Patent Law Treaty. The
amended texts of those provisions are as follows:

Rule 3 - Details Concerning the Application Under
Article 6(1), (2) and (3)

(1) [Further Requirements Under Article 6(1)(ii))] (a) A
Contracting Party may require that an applicant
who wishes an application to be treated as a div-
isional application under Rule 2(6)(i) indicate:

(i) that he wishes the application to be so treated;
(i) the number and filing date of the application
from which the application is divided.

(b) A Contracting Party may require that an applicant
who wishes an application to be treated as an
application under Rule 2(6)(iii) indicate:

(i) that he wishes the application to be so treated;
(i) the number and filing date of the earlier
application.

(c) A Contracting Party may require that an applicant
who wishes an application to be treated as an
application for a patent of addition indicate:

application.

(d) A Contracting Party may require that an applicant
who wishes an application to be treated as an
application for the continuation or the continu-
ation-in-part of an earlier application indicate:

(i) that he wishes the application to be so treated;

(i) the number and filing date of the earlier
application.

(e) Where a Contracting Party is an intergovernmental
organization, it may require that an applicant indi-
cate:

() a petition that the applicant wishes to obtain a
regional patent;

(i) the member States of that intergovernmental
organization in which protection for the inven-
tion is sought.

Rule 6 — Time Limits Concerning the Application
Under Article 6(7) and (8)

(3) [Time Limits Under Article 6(7) and (8) Relating to
Payment of Application Fee in Accordance with the
Patent Cooperation Treaty] Where any fees required to
be paid under Article 6(4) in respect of the filing of the
application are not paid, a Contracting Party may, under
Article 6(7) and (8), apply time limits for payment,
including late payment, which are the same as those
applicable under the Patent Cooperation Treaty in
relation to the international filing fee.

Report of the Online-Communications Committee (OCC)

R. Burt (GB)

Report on electronic application filing and other elec-
tronic communication with the EPO

Discontinuation of the Online European Patent
Register and Online Public File Inspection services

The European Patent Office’s Online European Patent
Register and Online Public File Inspection services were
discontinued with effect from Monday, 14 August 2006.
The information formerly accessible via these two ser-
vices is now available from the Register Plus service. The
new service appears to work well with an excellent
download speed enabling rapid access to documents
in the files.

Electronic filing

The latest version of the XML version of the on-line filing
software, PatXML version 1.33, is available for download
from the EPO web site. The new version apparently
contains a number of enhancements, including: an
improved, more user-friendly interface, improved image
management, safeguards preventing overwriting of
drawings included with applications being filed, a sim-
plified process for importing from MS Word documents,
PDF preview from within the PatXML document.

Many applicants have not been persuaded to use or
even try the new version of PatXML because they have
found that XML filing is too time-consuming and error-
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prone. Several firms now have very good PDF filing
procedures and we see no reason to change to the
XML system or even try a different technique. The use of
the PDF system for filing subsequent documents during
prosecution is very good.

Online Secure File Inspection

The Online Secure File Inspection service by which the
applicant can access his own unpublished application
files is currently being reviewed by the EPO. As a result,
users are unable to view unpublished files. The EPO has
indication, that as soon as is technically possible, the
service will be restored in full.

Report of the Professional Qualification Committee (PQC)

S. Kaminski (LI)
Chairwoman

PQC meeting

Since the last Council meeting in Salzburg, PQC has met
on September 11, in Munich. On the occasion of this
meeting Mr. Torlot from the Academy presented the
Academy, its program and the envisaged cooperation
with epi as well as with CEIPI. There was the opportunity
for discussions, especially with regard to common CPE
seminars and also EPC2000 together with the invited
tutors.

CPE seminars

— Seminars on amendments in Eindhoven and in
Helsinki were very successful. Further seminars on
amendments are planned to be given in Ireland,
France, Italy and Denmark.

— A seminar on claim drafting and answering office
actions was held in Brno (C. Quintelier).

— A seminar on PCT will take place in Eindhoven on
October 27, 2006.

— A seminar on problems regarding inventive step is
envisaged. In this context, it is planned that an
exchange of ideas on views, experiences, problems
will take place on the epi website.

EPC 2000

There is a great need for training with regard to the EPC
changes. This in view of changes for our profession as a
whole and for the candidates to sit the EQE 2008. It is
clear that PQC/ epi will not have the capacity, neither
with view to organization nor with view to educational
possibilities, to run such far-reaching training programs.
After many discussions within PQC and subsequently
in the epi Board in Prague an approach to this matter
was made:
a. Establishing a list of national tutors (two per
country) willing to attend a training seminar on

EPC 2000 and to act then as tutors for further
training in their respective countries. The initial
seminar should be held in cooperation with some-
one from the EPO (Academy) and an epi member
(possibly and preferably by an epi member con-
cerned with EPC 2000, like someone from EPPC).
b. Study material then available could be prepared
especially for EQE candidates. epi students could
have free access to such material on the epi website.
c. A further — or alternative — possibility for giving
seminars on EPC 2000 would be to combine some
of our member states and to organize one seminar
for each such combination, for instance BENELUX
states, Nordic states, Eastern states ...
With regard to proposal a, we asked our national PQC
members and Board members to nominate persons will-
ing to cooperate in this program.
With regard to proposal ¢, it might be preferable that
the member states concerned would have to deal with
the costs and organisation on their own.

Academy/CEIPI/epi

There is an agreement on a common understanding of a
cooperation between these institutions. Principles for
activities to be initiated in the name of the Academy/
CEIPl/epi were agreed on. A first plan for educational
matters has been drafted.

A first program is thought for EQE candidates: Three
main programs are envisaged to be started as soon as
possible.

EQE online exercises will be directed to claim draft-
ing (for papers A and B). The idea behind it is to
furnish a number of modularly drafted features to
be combined for drafting a claim. Either a comment
will be generated electronically or it will be given
online by a tutor. In any case, the comment will give
reasons why a certain claim is to be considered as
good, bad, or acceptable.
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Further online exercises will deal with problem
solution approach questions.

A dummy file project — which will be very work-
intensive — will start with some few cases, the
starting time is not clear yet.

It is envisaged to provide candidates with a highly
detailed study guide for the EQE giving them full
information on the education necessary for their
daily work in view of the EQE, with view to content
and time. Furthermore, such a guide will also help
with informing candidates on background litera-
ture.

Another program that shall be started very soon is
to have exercises on drafting feature matrices,
mainly for paper C.

Regarding the so-called Grandfather programs, mod-
ules planned for these programs are interchangeable or
at least can be used as a basis for a similar EQE training.

It is envisaged to establish a kind of study-fund for
young grandfathers from the new countries. It was

proposed to have a list made by the national bodies
and the industry as well as by the national patent office
of a certain country. This list shall contain names of
young grandfathers willing to be educated to become
national tutors who will then act as coordinators for the
education in their countries. epi and Academy will deter-
mine the countries for which such a program should be
started and two to three persons from this list will be
sponsored by the Academy to be educated accordingly.
This means that costs flight and accommodation as well
as seminars will be reimbursed.

epi tutorials

On November 3 and 4, 2006, on the occasion of the EQE
award ceremony, the tutors’/EQE committee’s meeting
will take place in London.

Report of the Professional Conduct Committee

T. J. Powell (GB)
Chairman

In keeping with recent habit the Committee has not met.
Presently it is believed possible for the Committee to
discharge its work without any need for physical meet-
ings. Should this position change the Committee will
approach the Treasurer in connection with the establish-
ment of a budget.

The Committee has devised a procedure for tracking
the progress of enquiries.

The Committee has dealt with the following matter
since the last meeting of Council:

Enquiry reference PCC4/06: An enquiry referred by the
Secretariat concerning the duties of a Member in private
practice following receipt of a complaint by a former
client against an employee of the Member's firm.

The Committee answered the enquiry by telephone.
The detailed nature of the enquiry is not suitable for
non-confidential reporting. The Committee advised that
in view of the multi-national character of ep/, and of the
specialised legal nature of the enquiry, it was not possible
to provide policy-type guidance. It was suggested to the

Member that he sought expert advice from an employ-
ment lawyer in his home country.

Chambers of the Committee either have been or will
soon be charged with the tasks of considering the
following enquiries:

Enquiry reference PCC5/06: The drafting of sugges-
tions for practitioners on the subject of archiving of files
and documents.

Enquiry reference PCC6/06: A review of EU money
laundering regulations and their impact on the practices
of European Patent Attorneys.

Enquiry reference PCC7/06: Responding to an enquiry
from a Member about the charging of fees under certain
circumstances.

Itis hoped that the Committee will be able to report on
most if not all of these topics, by the time of the next
meeting of Council.

Enquiries under reference numbers PCC1 - 3/06 were
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