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In addition, if the search division exclusively invite the 
applicant to indicate the subject-matter to be searched (wiz 
R. 63(1)), why should the invitation have the content 
specified in the following 4th paragraph: 
 
*** 
The invitation should contain the following information: 
(i) which cited document is needed; 

(ii) why the document is needed; 

(iii) the consequences of not supplying the document in time 

(see below). 

*** 
In addition, if the search division cannot understand the 
subject of the invention without the document, what good 
will it do if the applicant indicate the subject matter to be 
searched? 
 
In addition the last period seems to indicate that later 
furnishing of the document after the search report and 
opinion have been prepared may have relevance for 
fulfilment of Art. 83 EPC if such document is relevant for 
sufficiency. 
 
We suggest to delete or to reformulate as follows: 
 
However, aApplicants must be aware that such later 
furnished information contained in documents referred 
to in the application can only be taken into account for 
sufficiency of disclosure pursuant to Art. 83 under certain 
circumstances (see F-III, 8). 
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the scope of the claim. This could be the case if the broadness 

of the claim is such as to render a meaningful search over the 

whole of the claim impossible, and where a meaningful search 

could only be performed on the basis of the narrower, 

disclosed invention. This may mean a search of the specific 

examples. In such a case, it will often be de facto impossible to 

do a complete search of the whole of the claim at all, because 

of the broad drafting style. Accordingly, the procedure under 

Rule 63(1) may be applied (see B-VIII, 3.1 to 3.4). Here, the 

requirements underlying the application of Rule 63 would be 

those of sufficiency of disclosure and support set out in Art. 83 

and 84 (see F-III, 1 and 2, and F-IV, 6). The examinersearch 

division should however bear in mind that the requirements 

under Art. 83 and Art. 84 concerning sufficiency of disclosure 

and support should be seen in relation to the person skilled in 

the art. 

The broadness of a claim should not be a reason for not 
performing a full search. The problem is where the claim is 
speculative and not supported. We suggest the following 
amendments: 

One example would be the case of a broad or and speculative 

claim supported by only a limited disclosure covering only a 

small part of the scope of the claim. This could be the case if 

the broadness unsupported part of the claim is such as to 

render a meaningful search over the whole of the claim 

impossible, and where a meaningful search could only be 

performed on the basis of the narrower, disclosed invention. 

This may mean a search of the  directed to the supported part 

of the claim, which may be a search directed to a specific 

examples. In such a case, it will often be de facto impossible to 

do a complete search of the whole of the claim at all, because 

are speculative and not supported (due to their broadness). 
Therefore, the proposal is taken on board. 

180/435 | 21 November 2018
the scope of the claim. This could be the case if the broadness
of the claim is such as to render a meaningful search over the
whole of the claim impossible, and where a meaningful search
could only be performed on the basis of the narrower,
disclosed invention. This may mean a search of the specific
examples. In such a case, it will often be de facto impossible to
do a complete search of the whole of the claim at all, because
of the broad drafting style. Accordingly, the procedure under
Rule 63(1) may be applied (see B-VIII, 3.1 to 3.4). Here, the
requirements underlying the application of Rule 63 would be
those of sufficiency of disclosure and support set out in Art. 83
and 84 (see H“, 1 and 2, and F-IV, 6). The Wsearch
division should however bear in mind that the requirements
under Art. 83 and Art. 84 concerning sufficiency of disclosure
and support should be seen in relation to the person skilled in
the art.

The broadness of a claim should not be a reason for not
performing a full search. The problem is where the claim is
speculative and not supported. We suggest the following
amendments:

One example would be the case of a broad efifl speculative
claim supported by efifi a limited disclosure covering o_n|y a
small part of the scope of the claim. This could be the case if
the%unsupported part of the claim is such as to
render a meaningful search over the whole of the claim
impossible, and where a meaningful search could only be
performed on the basis of the narrower, disclosed invention.
This may mean a search efihe directed to the supported part
of the claim, which may be a search directed to a specific
examples. ' ' ' '

are speculative and not supported (due to their broadness).
Therefore, the proposal is taken on board.

17





















http://www.epo.org/law-practice/case-law-appeals/pdf/t130447eu1.pdf
http://www.epo.org/law-practice/case-law-appeals/pdf/t130447eu1.pdf






http://archive.epo.org/epo/pubs/oj1983/index_e.htm










180/435 | 21 November 2018  

35 

 

          contain a concise summary of the disclosure as contained in the 

description, the claims and any drawings, which must be so drafted as 

to allow a clear understanding of the technical problem, the gist of the 

solution of that problem through the invention and the principal use or 

uses of the invention and, where applicable, it should contain the 

chemical formula which, among those contained in the application, 

best characterises the invention; 

          if appropriate be accompanied by an indication of the figure or 

exceptionally more than one figure of the drawings which 

should accompany the abstract. Each main feature mentioned 

in the abstract and illustrated by a drawing, should needs to be 

followed by a reference sign in parenthesis. 

 

F II 3 2nd paragraph 

 

The Office agreed to reword the paragraph. 

F II 4.3 

 
Be consistent 

The Office agreed to reword the paragraph. 

F II 4.3 2nd paragraph, last line 
H-IV, 2.2.7 [please check maybe H-IV, 2.2.6]. 

Agreed. The reference must refer to H-IV, 2.2.6. 

180/435 | 21 November 2018
contain a concise summary of the disclosure as contained in the

description, th_e claims and fldrawings, which must be so drafted as
to allow a clear understanding of the technical problem, the gist of the
solution of that problem through the invention and the principal use g
E of the invention and, where applicable, it should contain the
chemical formula which, among those contained in the application,
best characterises the invention;

if appropriate be accompanied by an indication of the figure or
exceptionally more than one figure of the drawings which
should accompany the abstract. Each main feature mentioned
in the abstract and illustrated by a drawingéleeae needs to be
followed by a reference sign in parenthesis.

2nd paragraph
The title should clea'l'y' and concisely state the technical designation of the
nvention and should exclude all fancy names {see .fi.-lll_. 7.1). While BF'r' obvious

failL. res to meet these reqci'ement-s are i-tely to be noted daring the f-orrha ities

examination lard possibly during the search. see El-X. Tliijl. the :ea'cl' -.'i't- :: H ::r

1 ‘~:- ~:- m "-1 r- 'g :l -.'i-:_ c-I'Wrev'ew-a the title in the light of l-‘o—s—iL

'eadi'tg of the descriozion and : aims and any amendments thereto. .'-- n:- | .:.-. -':
an: IT :-:-I': :e. :o make sore that the :it|e_. '; : ': .. . :: gives a clear
and adequate i'uoicatio': of the su le-:: o" the intention. T'lIJS_ if an‘ehdments are

made which charge the categories of claims. the -:'r.:n'-' 'ihp oh- :.i ::‘m
li-H-ih—Lil- then: whethE' a correspond rig amendment is needed in the title.

The Office agreed to reword the paragraph.
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US simply because deletion may be available as indication 
in US litigation of the intent of the patentee.  There is no 
particular downside from a legal perspective that can be 
identified to maintaining the clauses and removal would 
appear to be an additional burden on all parties for no 
obvious reason.  It would be useful if this could be 
reconsidered for purposes of expediency. 

If the clauses are kept, then they need to be checked one-
by-one for compliance with the claims, hence, for reasons 
of expediency, the passage is kept. 

F 
 

IV 4.6.1 General comment: We need to discuss clarity in general. Is 
a feature unclear because it is relative or is it unclear when 
the skilled person cannot assess objectively if it is or it is 
not comprised by the prior art (see the last sentence in 
example (ii) in 4.7.2)? 

The Office stated that section 4.6.1 is clear enough by 
indicating when a relative term is unclear, i.e. because it 
renders comparing the claims with the prior art impossible. 

F IV 4.6.1 Correction 
Relative or similar terms as "thin", "wide" or "strong" 
constitute a potentially unclear element due to the fact that 
they may change of meaning depending on the context. 
For these terms to be allowed, their meaning must be clear 
in the context of the whole disclosure of the application or 
patent. 

This has already been fixed in the published version of the 
GL2018. 

F IV 4.6.1 3rd paragraph 
Correction: 
Where the relative term has no well-recognised meaning 
the division invites the applicant to replace it should, if 
possible, be replaced, if possible, by a more precise 
wording found elsewhere in the original disclosure. Where 
there is no basis in the original  disclosure for a clear 
definition and the term is not anymore the only 
distinguishing feature essential having regard to the 
invention, it may should normally be retained in the claim, 
because excising to excise it would generally lead to an 
extension of the subject-matter beyond the content of the 
application as filed - in contravention of Art. 123(2). 
 

Agreed to amend. 
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