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Editorial

T. Johnson (GB)

Grandfathers will remember it, those without grey
beards or wrinkles will nevertheless be aware of it, and
others may rue it. Our readers will of course know that
we refer to the signing of the European Patent Con-
vention in 1973, after a long journey with many pitfalls
along the way. 1973 saw other events. To name but a
(very) few: US involvement in the Vietnam War ended,
Elvis Presley gave a concert in Hawaii which was the first
world-wide telecast by an entertainer, followed perhaps
fittingly by the release of Pink Floyd’s “The Dark Side of
the Moon", Skylab, the first US space station, was
launched, and a patent for the ATM was granted. So
the EPC is in interesting company and it is to the credit of
those involved with it, including our Institute, that it is
still going strong. We understand that the EPO will host
celebrations in October 2013 to mark the signing; no
doubt we shall return to the subject nearer the time. But
on the basis of 'getting your retaliation in first’, we
congratulate the EPC on getting this far.

Nachster Redaktions-

Next deadline for

It is said that life begins at forty, what will EPC/EPO life
be like after 2013? We do not pretend to know the
answer to that question, but as our Institute would not
exist but for the EPC the answer will undoubtedly affect
all our members. However, our Institute can be proud in
the knowledge that it has come a long way too. It also
strives to be up-to-date and user —friendly, as evidenced
by our new website which we hope will go 'live’ in early
2013. This new tool is designed to be flexible, and to be
regularly updated, and it will include a Forum for dia-
logue between members. So the launch will not be the
destination, but rather a step on the journey of the epi
towards modern communication and engagement with
members of the Institute.

This being the last issue of our Journal before Christ-
mas and the New Year, we on the Editorial Committee
and on behalf of the President, Board and Council wish
all our readers, whether members or not, a very Happy
Holiday Season.

Prochaine date limite pour
epi Information

schluss fur epi Information

Informieren Sie bitte den Redaktions-
ausschuss so frih wie moglich Uber
das Thema, das Sie veroffentlichen
mochten. Redaktionsschluss fur die
nachste Ausgabe der epi Information
ist der 15. Februar 2013. Die Doku-
mente, die veroffentlicht werden
sollen, mussen bis zum diesem Datum
im Sekretariat eingegangen sein.

epi Information

Please inform the Editorial Commit-
tee as soon as possible about the
subject you want to publish. Dead-
line for the next issue of epi
Information is 15*" February 2013.
Documents for publication should
have reached the Secretariat by this
date.

Veuillez informer la Commission de
rédaction le plus tot possible du sujet
gue vous souhaitez publier. La date
limite de remise des documents pour
le prochain numéro de epi Informa-
tion est le 15 février 2013. Les tex-
tes destinés a la publication devront
étre recus par le Secrétariat avant
cette date.
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Report of 73™ Council Meeting,
Hamburg, 10" November, 2012

T. Johnson (GB)
Editorial Committee

President Tony Tangena opened the meeting at 9am.
The Minutes of the 72" Council Meeting in Buchar-
est were adopted with minor amendments.

Legal Adviser: the Institute has recently appointed a
Legal Adviser, a new post in the epi. The President
then introduced the appointee, Nicole van der Laan.
She will report to the President and assist Committee
chairmen in their work.

Council welcomed her, and wished her well in her

new job.
EPPC: Francis Leyder introduced an epi position
paper on R36 EPC. Briefly the Rule was amended
by the EPO purportedly to prevent “abusive” behav-
iour by certain applicants, particularly in the filing of
divisional  applications, which have allegedly
“swamped” the EPO. The epi position paper pro-
poses that R36 EPC should revert to its previous
wording, namely allowing divisional applications to
be filed during the pendency of the parent European
application.

Council approved sending the paper to the EPO.
PQC: there was a long discussion on Continued
Professional Education (CPE), in particular as to
whether CPE should be mandatory for members.
The EU Commission is apparently considering the
introduction of CPE requirements on a profession-
by-profession basis, having already done so for doc-
tors and lawyers. PQC has the view that the epi
should have a Regulation and Guidelines in place in
anticipation of any EU Commission initiative, and set
up a Working Group to study the topic. The Working
Group has produced a draft Regulation and Guide-
lines, Council noting that CPE would be mandatory,
and that 12 hours CPE would need to be recorded
annually. Simon Wright (GB) gave a presentation for
the guidance of Council on the GB national experi-
ence of CPE (which has an annual requirement for
16hrs recorded CPE).

PQC proposed that the Working Group complete
its work in December 2012, and that the Board and
Council decide respectively in March and April 2013.
If the outcome is positive, the Code of Conduct
would be amended accordingly and would be put to
Council for adoption in November 2013, with the
aim of bringing CPE into force in or by January 2015.

Council approved this work, and the time-table.

The Terms of Reference of the committee had
been revised in conjunction with the By-Laws Com-
mittee.

Studentship: revised Rules governing Students
were presented to Council, in particular stipulating

that the studentship subscription fee for the first
application would be 50 % of the then current epi
annual membership fee, and that students are
entitled to a 50 % reduction for epi training events.

Council approved the revised Rules.

EPO Candidate Support Project (CSP): Council
agreed to epi’s continuing support for CSP, which
has the specific aim of ensuring that EQE candidates
in countries where the number of EQE representa-
tives is less than 5 attain an adequate level of knowl-
edge such that they can pass the pre-exam and then
the EQE.

Director of Education: following the resignation of
the DOE, PEC considers that no replacement is
required in the immediate future. Council supported
this position.

LitCom: Mr Axel Casalonga gave a comprehensive
update on the current position.

He referred to the seat of the Central Division of
the UPC (Paris) and its two sections (London and
Munich).

Articles 6 — 8 of the Agreement on the UP. Council
approved the epi position that the Articles (which
relate to infringement and exceptions to infringe-
ment) should be deleted.

Article 28 of the UP Agreement: The Committee
considers that the current wording (relating to rep-
resentation) is too broad, and proposes that it should
be tied to Art. 134(1) EPC and Art. 134 (3) (a)-(c),
Rule 366 EPC remaining to interpret the title “patent
attorney”.

Council approved the proposal.

Next steps relating to the UPA and UPC: New draft
Rules of procedure are expected from the EU Com-
mission. LitCom will monitor the position. In addi-
tion, LitCom will produce with input from CEIPI a
paper on Certificate Qualification for Council to
consider.

Council approved the LitCom report.

Disciplinary Committee: Mr Froéhling reported, fol-
lowing which there was an extended discussion on
whether the EPO should publish all decisions of the
Disciplinary Board and Disciplinary Board of Appeal
with the name of the representative the subject of a
disciplinary action, and in addition whether any
person with a legitimate interest in a disciplinary
case should be informed as to the status of the
representative

Council referred the matter back to the Commit-
tee for further study.

| — Information concerning epi
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7.

10.

11.

12.

Internal Auditors report: Council was advised that
the accounts for 2011 were being finalised with the
assistance of external auditors so the Board could be
discharged. Council approved this work, and then
approved a proposal from the Treasurer that part of
epi funds could be invested in funds other than the
Euro.

President’s report: Tony Tangena referred to a pre-
viously-circulated list of meetings he had attended
since the last Council meeting, expanding on this in
his interventions and contributions during discussion
of relevant Agenda items.

Secretary General's report: Jodo Pereira da Cruz
referred to the appointment of the epi Legal Advisor
as of 15t October, 2012 (see above).

In addition he advised Council of the implemen-
tation of a new automatic invoicing system, with
commensurate updating of the epi IT system. This
latter was work in progress.

He also mentioned the project to establish a new
website (see report below).

As of 26" October, 2012 there were 10.656 epi

members on the List of Professional Representatives
before the EPO.
Treasurer’s report: Claude Quintelier reported that
he was discussing with the Finances Committee
procedures for upgrading financial information pro-
vided to the Board, and Committee Chairmen.
Council approved this work.

He also introduced the Budget for 2013, which

Council approved.
Electoral Committee: Mr Markus Mdller reported on
the work the Committee had been doing in con-
junction with the By-Laws Committee to amend the
“Rules for Election to Council”, the Terms of Refer-
ence of his Committee also being revised as a result.
The election Rules’ amendment were basically to
cater for those countries where there was a change
from a split to a unitary constituency, self-nomi-
nation, extending the grace period for nominations,
to provide for an initial resolution phase in the event
of an objection, to define the Secretariat’s involve-
ment in the elections more clearly, and to allow
submissions by fax and email in exceptional circum-
stances. The draft Rules and Terms of Reference had
previously been circulated. After discussion, Council
approved them for adoption.

Mr Mdller also reported that his Committee was
discussing with the Online Communications Com-
mittee (qv) the introduction of electronic voting,
including the ability to hold an e-vote in a member
state to change a constituency from split to unitary,
and vice versa.

Council approved the continuation of this work.
By-Laws Committee: Dieter Speiser confirmed the
action taken in conjunction with the Electoral Com-
mittee.

He also reported to Council that his Committee
had revised Art. 4.3(a) and Art. 5.2 of the By-Laws
respectively to cater for the election of a subsequent

13.

14.

15.

16.

substitute member of Council when an existing
substitute ceases to hold office (Art. 4.3 (a)), and
to avoid the loss of Council members caused by a
change of constituency or a change of electorate by
removing these causes from Art. 5.2.

Following discussion, Council approved the
revised Articles.

Dieter Speiser announced to Council that he
would be retiring as Chairman and from the Com-
mittee as of the next Council meeting and that his
successor would be Jasmin Jantschy, who would
take over as Chairman as of the current meeting.

The President then gave a warm encomium to
Dieter Speiser in recognition of his services to epi as a
Council member, Past President, and as Chair of the
By-Laws committee, and presented him with a gift
on behalf of Council, which confirmed the enco-
mium with acclamation.

New Website: A presentation was given to Council
by Mr Jan Imhoff on behalf of Agentur 22, the
company engaged to provide the new website. He
gave a demonstration of the currently’ live’ part
(95 % of the final version) which it was hoped would
be launched in Q1 2013, the project having started
from scratch in November 2011. There was a lively
discussion, after which Council thanked Mr Imhoff
for the presentation and approved the work done to
date and the continuance of the project.

Online Communications Committee: Mr Antero
Virkkala reported that the main work of his Com-
mittee was the evaluation of e-voting software in
conjunction with the Secretary General and the
Electoral Committee. As a result, “OAdeo” software
of a Belgian Company, BlueKrypt, seemed to be the
most suitable for epi’s needs.

Council approved the continuance of the evalu-

ation work.
EPO Finances Committee: Mr Jim Boff reported. The
latest figures show that direct EPO filings appear to
be steady, Regional Phase entry from the Inter-
national phase is now about 50 % of PCTs, com-
pared with 55 %-60 % previously.

Interestingly, 3™ party observations were up by

50 %.
Harmonisation Committee: Francis Leyder reported
that Vice-president Gabriele Leissler-Gerstl and he
had attended the 42"ICPL meeting just before
which the EPO released a report focusing on 4
topics, (1) grace period; (2) 18-month publication;
(3) prior art effect of secret prior art (or treatment of
conflicting applications); and (4) prior user rights.

The EPO is preparing a questionnaire for user
consultation. The Committee will prepare epi’s com-
ments.

In relation to the grace period, John Brown gave a
brief presentation on the topic and how epi’s posi-
tion, currently against such a concept, might be
developed, there being various pressures for change,
such as international and European pressures, press-
ure from some epi members for change, pressure
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from clients of EPAs, and the need not to be left out
of discussions.

Council approved the continuing work of the
Committee in relation to the EPO report and the
preparation of a response to the questionnaire.

17. Biotech Committee: Ann de Clercq reported. The
EPO had introduced a new examination practice for
human embryonic stem cell applications following
C-34/10 (CJEU 2011 decision on stem cells). The
Committee proposes to send a position paper on the
topic to the EPO requesting the implementation of
C-34/10 in a sensible manner.

The EPO is developing new procedures for dealing
with sequence listings. epi has commented, but
there will be further developments, for example a
Bio-Sequence Search Sequence which will be
delivered to examiners for testing in December
2012,

There is still concern in the committee about the
frequency with which disunity objections are raised
in bio-tech cases. The Committee will continue to

urge the EPO to be more sensible when considering
raising a disunity objection, which can also lead to
subsequent dependant claims not being searched.

The Committee is also still of the view that the EPO
should continue with the current deposit systems
with expert solution, with consequent maintenance
of the current list of independent experts.

With regard to the ‘wrinkly tomato’ case, the
Committee proposes to prepare an amicus curiae
brief, in conjunction with the EPPC for submission to
the EPO by the reply date the end of November,
2012.

Council approved the report and the actions pro-
posed in it.

18. AOB: The President remarked that he will look at
changing the format of Council meetings to say 1.5
days in order to provide on occasion sufficient time
to get through a lengthy Agenda.

He closed the meeting at 5.50 pm. The next
Council meeting (the 74™) is scheduled to take place
in Vienna, on 19"/ 20" April, 2013.

Report of the European Practice Committee (EPPC)

F. Leyder (BE)

This report completed on 07.11.2012 covers the period
since my previous report dated 14.08.2012.

The EPPC is the largest committee of the epi, but also
the one with the broadest remit: it has to consider and
discuss all questions pertaining to, or connected with,
practice under (1) the EPC, (2) the PCT, and (3) the future
EU Patent Regulation, including any revision thereof,
except all questions in the fields of other committees:
Biotech, OCC, PDC, LitCom, and EPO Finances.

The EPPC is presently organised with seven permanent
sub-committees (EPC, Guidelines, MSBA, EPO-epi
Liaison, PCT, Trilateral & IP5, and Unitary Patent).
Additionally, ad hoc working groups are set up when
the need arises.

UNITARY PATENT

1. European patent with unitary effect in the partici-
pating Member States

The JURI Committee of the European Parliament met on

10" and 11% October.2012. It does not seem to accept

the Council’'s suggestion to delete Arts 6-8from the

Regulation on the unitary patent, because it would

constitute a breach of European law. It expects the

Council to come up with a new proposal in accordance
with European law. Nonetheless, the Committee
appears to be willing to further negotiate with the
Council in order to find a solution.

The EPPC will continue to monitor the developments,
with the assistance of the Legal Advisor whose con-
tribution is valuable and valued.

PCT

2. 50" Series of Meetings of the Assemblies of Member
States of WIPO

The meetings were held in Geneva from 1%t to 9"Oc-
tober 2012. epi is traditionally not attending these meet-
ings as observer. The 43" session of the PCT Assembly
was held as part of these meetings. The documents from
the PCT Assembly (including the draft report) are avail-
able from the WIPO website at:

http://www.wipo.int/meetings/en/

details.jsp?meeting_id=26257

In particular, the PCT Assembly adopted amendments
of Rules 4.15, 51bis.1, 51bis.2, 53.8 and 90bis.5 to take
into account the America Invents Act (to apply to any
international application whose international filing date
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is on or after 1°' January 2013). It also appointed the
National Institute of Industrial Property of Chile as an
International Searching and Preliminary Examining Auth-
ority under the PCT, effective from a future date to be
notified.

EPC

3. 42" CPL meeting (09.10.2012)

The EPO presented a report on ‘National provisions and
procedures relating to the payment of renewal fees in
case of a successful petition for review'. The relevant
information will ultimately be included in the booklet
‘National Law and the EPC’. Many Patent Offices seem to
have increased interest in this matter now that they have
received the first requests.

The Committee discussed a paper on ' Re-establish-
ment of rights’ prepared by the Danish delegation,
which announced its intention to prepare a revised
document on the basis of information provided by other
delegations, either during or after the meeting.

The Committee discussed an amendment of Articles 9
and 11 of the Rules relating to Fees proposed by the EPO
to take into account decision J 25/10 on the partial

refund of the examination fee. It could not give a positive
opinion.

Finally, the EPO announced its intention to issue the
Official Journal in electronic form only as from January
2014.

4. 7" SACEPO/WPR meeting (16.10.2012)

The EPO announced that it concluded the evaluation of
the “Raising the Bar” amendments. It is now open to
discussing a possible amendment of Rule 36(1) EPC.

A possible amendment of Rule 164 EPC was dis-
cussed. Whereas the proposed paragraph 1 was agree-
able to all participants, it was generally felt that the
proposed paragraph 2 could be improved.

MISCELLANEOUS

The EPPC met on 6™ November 2012, with Mr.Quan-
Ling Sim, Head, PCT Qutreach and User Relations Sec-
tion, WIPO, as guest speaker for a presentation and lively
discussion on the Future of the Patent Cooperation
Treaty (PCT). The EPPC is thankful to WIPO for providing
such opportunities, and to its guest for his contribution
to the meeting.

Report of the Professional Qualification Committee (PQC)

P. Rambelli (IT)

1. Last PQC Meeting

The last PQC meeting was held in Milan on 13 Septem-
ber 2012, attended by 32 full and substitute members,
one associate member and by the epi President Mr Tony
Tangena and epi Vice-president Ms Mihaela Teodorescu.

The PQC members attending the meeting were also
invited to attend the Guidelines 2DAY Seminar held in
Milan the day before the PQC meeting.

2. Director of Education

Following the termination of the consulting agreement
and resignation of the Director of Education in charge,
being effective at the end of August 2012, at the meet-
ing in Milan, PQC decided to propose to the epi Board
that for an interim period, until the next PQC meeting to
be held in February 2013, all organisation matters relat-
ing to education events and training programmes should
be entrusted to the epi Secretariat, under functional

supervision of the PQC Chair in cooperation with the
PQC secretary and chairs of the Working Groups.

The proposal was approved by the Board at the Board
meeting in Istanbul.

3. PQC Terms of Reference (ToR)

At the meeting in Milan, PQC approved a draft amend-
ment of the Terms of Reference which, following revision
by the By-Laws committee, is being submitted to the
Council.

The amendments aim at:

— better reflecting the tasks of PQC (to be newly named
Professional Education Committee) as the epi body
responsible for the education;

— harmonising the ToR with the By-Laws and the
amended REE or IPREE;

— introducing activities presently carried out by PQC and
not explicitly contemplated in the present ToR such as:
e education/training responsibility for grandfathers,

epi students and paralegals;
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e education/training for tutors and mentors;
e organisation of tutorials and Mock EQEs;
e organisation relating to CPE.

4. Working Group activity: CPE Working Group

The CPE Working Group, in the meeting of 9 October
2012 and in the previous
meeting of 4 July 2012, set up a detailed program for
training events for 2013.

Seminars will be offered at three levels, namely:

— basic: e.g. pre-drafting, drafting, prosecution, opposi-
tion

— advanced: e.g. oral proceedings, appeal

— specialised: e.g. licensing, evaluation of patents.

The Working Group is striving to establish a system
making good quality and relevant education accessible
to all epi members and a system that allows every epi
member to fulfil the educational requirements in case
CPE would become mandatory. This goal is to be
achieved both by “live seminars” which are to be dis-
tributed more evenly among the members states and
through webinars which should become a relevant
structural part of epi’s educational events. The plan
relating to webinars contemplates cooperation with
the EP Academy, that has already experience with
webinars and the use the EPO webinar studio for
webinars organised together with the EP Academy.

In 2011 educational events organised by epi, alone or
in cooperation with the EP Academy, were attended by
1023 participants; the same figure is expected for 2012.
The aim is to progressively increase the offer of edu-
cational events particularly through the offer of
webinars, to increase the number of participants to
about 3000 in 2015.

At present, the major part of the live seminar relates to
the Guidelines2DAY Seminars which, since the kick off
seminar in Munich in June 2012, have been successfully
held in Milan, Copenhagen, Vienna and London in the
period September-October 2012. The evaluation of the
seminars by the participants has been highly positive.
Within the end of the year further seminars will be held
in Madrid, Eindhoven, Helsinki and Istanbul.

Since 2010, CPE Seminars were developed and
offered also for administrative staff and paralegals. In
October 2012 seminars for paralegals were offered in
Munich on the new topic “Handbook of Quality Pro-
cedures before the EPO” and in Warsaw on “PCT".

5. Working Group activity: epi tutorials

Following the PQC in Milan, the traditional Working
Group named epi tutorials has been entrusted with all
educational matters directed to the formation of epi
tutors and to the training of the candidates through epi
tutors.

Within the frame of this activity, the first epi tutors’
meeting was held in Berlin on 18 September 2012; the
aim of such a meeting was to establish a tutors’ network

and improvement and harmonisation of tutoring capa-
bilities.
In the beginning of October 2012 35 EQE candidates
enrolled with the traditional epi tutorial programme.
The Mock EQE pre-exam and main exam was held in
Helsinki on 15-17 October; the feedback session will be
held on 14-16 November 2012.

6. Working Group activity: mandatory CPE

At the meeting in Milan, PQC approved a proposal for
mandatory CPE worked out by the ad hoc PQC Working
Group.

Such a proposal, including a draft requlation and draft
guidelines, was presented to the epi Board at the Board
Meeting in Istanbul and will be submitted to the epi
Council in Hamburg for the purposes of discussion.

Afirst proposal for mandatory CPE had been approved
by PQC with unanimous vote in 2010, but such a
proposal was not approved by the epi Council in Dis-
seldorf 2010 with 61 votes against, 41 in favour and 4
abstentions.

Since then, the situation changed. The EU Commis-
sion more strongly looks into mandatory CPE to achieve
a high quality of service from various free professions,
and recently, the Commission has asked an expert to
prepare a study on CPE in Europe for patent attorneys.

Accordingly, it appears advisable for epi to set up its
own workable system for CPE. The draft regulation and
guidelines are designed to set up a system for CPE which
will allow the epi members to satisfy the requirements
within the frame of their usual professional activity
which in any case contemplates activities suitable to
maintain up-to-dated the EPC knowledge of a pro-
fessional representative, adequate to provide a pro-
fessional standard of service and without making com-
pulsory the attendance of seminars to meet the
minimum requirements.

Details on the draft regulation and guidelines are
available on the epi Extranet open to all ep/i members.

7. Candidates Support Project

As previously reported the EPO set up the EQE Candidate
Support Project (CSP) with the specific aim of ensuring
that EQE candidates from 19 selected countries (those
where the number of EQE qualified representatives is less
than 5) attain an adequate level of knowledge such that
they can successfully pass the pre-examination and
thereafter the EQE.

16 candidates have been selected and enrolled in the
programme. The training programme is carried out by
the EPO in cooperation with CEIPI and the epi.

The epi is contributing to the programme, by means of
4 selected coaches whose task is to monitor the progress
of the candidates through the training programme and
provide recommendation and guidance to the candi-
dates as to their preparation.
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Report of the Harmonization Committee

F. Leyder (BE)
Secretary

This report completed on 7™ November 2012 covers the
period since my previous report dated 14" August 2012.
The Harmonization Committee deals with all ques-
tions concerning the worldwide harmonization of Patent
Law, and in particular within the framework of WIPO.

1. Meeting of the Harmonization Committee

The committee met on 7™ September 2012, together
with the President and Vice-presidents, to re-evaluate
the position of epi with regard to harmonisation in the
light of the amendments to the US Patent Law resulting
from the America Invents Act. It concluded that it could
continue to support the position paper adopted in May
2006 (Decision 17 of the Council in Salzburg).

2. 50 Series of Meetings of the Assemblies of
Member States of WIPO

The meetings were held in Geneva from 1%t to 9""Oc-
tober 2012. epi is traditionally not attending these meet-
ings as observer. The sole relevant agenda item is a report
from SCP.

The working documents and a Draft General Report
can be found on the WIPO website:
http://www.wipo.int/meetings/en/
details.jsp?meeting_id=25010.

3. 42" CPL meeting (9*" October 2012)

Four days before the meeting, the EPO released a
144-page report (CA/PL 12/12) of the fact finding exer-
cise carried out by the “Tegernsee Experts’ Group” (a
group of experts appointed by IP5, DE, FR, GB and DK),
focusing on 4 topics: (1) Grace period; (2) 18-month

publication; (3) Prior art effect of secret prior art (or
treatment of conflicting applications); (4) Prior user
rights.

Users consultations have been announced, at national
and European level'. An Expert Group is preparing a
guestionnaire useable as a framework for user consul-
tation.

This committee will prepare the epi comments, hope-
fully with assistance from the EPPC. Feedback from the
national users’ consultations will be welcomed by this
committee.

4. Standing Committee on the Law of Patents at
WIPO (SCP)

The 19" Session, initially planned for the week of 26" to
30" November 2012, has been postponed, most likely to
the week of 25™ February to 1°t March 2013.

5. Extraordinary session of the WIPO General As-
sembly

An extraordinary session of the WIPO General Assembly
will be held on 17" and 18™"December 2012, with only
one substantive agenda item: “Evaluation of the text on
limitations and exceptions for visually impaired persons/
persons with print disabilities and decision on whether to
convene a diplomatic conference in 2013".

The documents will be available on the WIPO website:
http://www.wipo.int/meetings/en/
details.jsp?meeting_id=27963

1 During the SACEPO/WPR meeting on 16 October 2012, , the EPO announced
that the documents will be posted on the public version of MICADO (called
Micado Public); there will be SPLH user days early next year (rather March
than February), and an on-line consultation.

Information about
ep/ membership and membership subscription

Rules governing payment of the epi annual membership fee
is available on the epi website www.patentepi.com
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Report of the Litigation Committee (LitCom)

A. Casalonga (FR)

Information on the draft of Unitary Patent Court (UPC)

The EU Councilmeton 28 and 29 June, 2012. During this
meeting the concerned EU Member States agreed on the
site of the Central Division of the First instance Court: the
Central Division, together with the Office of the Presi-
dent of the Court Instance will be located in Paris.

Nevertheless taking into account the technical nature
of the cases which will be submitted to the Central
Division, it was decided to create thematic clustersin two
sections of the Central Division.

One section will be located in London for patents in
International Patent Classification (IPC): A (Chemistry,
Pharmaceuticals) and C (Human necessities).

Another section will be located in Munich for patents
in International Patent Classification: F (Mechanical
engineering).

The Member States also decided that the Central
Division could be chosen for infringement action where
the defendantis located outside the European Union and
in the case revocation action is already pending before
the Central Division. In the same way if a revocation
action is already pending before the Central Division, it
will be possible to bring an infringement action concern-
ing the same patent before the Central Division.

On the other hand, if the defendant is domiciled
within the European Union, an infringement action must
be filed before a local Division or a Regional Division.

Finally, the Member States suggested to delete from
the Unitary Patent Regulation, Articles 6 to 8 relating to
the definition of infringement acts, so that the definition
of infringement acts would only be provided in the
Agreement relating the Unitary Patent Court.

This last point remains controversial and a compromise
will have to be found before the draft agreement can be
finally accepted.

Representation before the future UPC

Article 28 of the present draft of the agreement provides
for representation of the parties by lawyers admitted to
represent before a National court or by European patent
attorneys having a specific qualification.

It was also provided in Article 28 of the draft published
in November 2011 that the representatives, defined as
mentioned above, could be assisted by “a patent attor-
ney” who will be allowed to speak at hearings of the
Court.

Since the definition of “patent attorney” is not abso-
lutely clear and does not correspond to the definition of
“European patent attorney”, it was suggested to amend
the wording of Article 28.

Chair

An amended draft published in September 2012 pro-
posed to allow the assistance of the representatives by
“any person, such as a patent attorney”.

This amendment of Article 28 was considered by the
Litigation Committee as inappropriate since it would
permit assistance of the representatives by persons not
having any knowledge of European patent law.

A position paper was therefore prepared by the Liti-
gation Committee after consultation of the Board. In this
position paper, which was sent to the EU Commission, it
is suggested to adopt the following wording for Article
28 (3a):

(3a) Representatives of the parties may be assisted by
persons meeting the requirements indicated in Articles
134(1) or 134(3) a) to c) of the European Patent Con-
vention who shall be allowed to speak at hearings of the
Court in accordance with the Rules of Procedure.

In the meantime, a new draft agreement was pub-
lished in October 2012. Article 28 of this new draft was
again amended to revert to the previous wording of
November 11 limiting the possibility of assistance to
“patent attorneys”.

At the present time therefore, assisting persons will
only be patent attorneys defined according to a specific
rule (Rule 366), of the draft of Rules of Procedure.
According to Rule 366, such “patent attorneys” can
be European patent attorneys authorised to act before
the EPO (with or without the specific qualification
required for representing parties before the UPC) and
National patent attorneys authorised to act before a
National Patent Office of a contracting Member State.

Study on past damages before translation

The Litigation Committee is presently studying the posi-
tion taken by National Courts in the various EPC Member
States concerning the determination of past damages
resulting from the infringement of a European patent
granted in a language which is not a National language
of the relevant country.

The question relates mainly to situations resulting from
the entry into force of the London Protocol which necess-
itates the filing of a translation of the patent during the
Court procedure. The study should permit to arrive at a
picture of the present situation in the various EPC coun-
tries showing whether or not the Courts take into
account the date of filing of the required translation of
the patent for the determination of past damages.

A questionnaire has been sent to all members of the
Litigation Committee and the result of the answers will
permit the Litigation Committee to establish a report on
this question.
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Tutors’ Report on the EQE 2012 Papers

P. Pollard (NL), H. Marsman (NL), D. Jackson (GB),
S. Roberts (GB), R. van Woudenberg (NL)

Every year in September, the European Patent Academy
and the epi arrange a meeting between EQE tutors and
the Examination Committees. The goal is discuss the
papers sat in March, to influence future EQE’s by openly
exchanging ideas and to help tutors prepare candidates
for next year’s exam.

This year's meeting was in Berlin on September 19-20,
and was attended by 70 tutors from Austria, Belgium,
Bulgaria, Czech Republic, Denmark, Finland, France,
Germany, lItaly, Lichtenstein, Malta, The Netherlands,
Poland, Spain, Sweden, Switzerland, Slovenia and
United Kingdom.

The Examination Board has kindly given the tutors
permission to publish their own report of the important
points so that candidates can more easily find this
information. In addition, the comments can greatly assist
when reading and interpreting the official EQE Com-
pendium.

So, for the first time, we are publishing a Tutors’
Report to complement the official Examiners’ Report.
We intend to do this every year, and to make our report
available on the epi website and in the epi Information
journal.

This report contains the following sections:
. General comments on the EQE
Main-Exam 2013

Pre-Exam (2012)

. A/B CH (2012)

. A/BEM (2012)

C (2012)

D (2012)

EB refers to the Examination Board, EC to an Examin-
ation Committee and TS to tutors.

On behalf of the tutors presentin Berlin,  would like to
thank all the members of the Examination Board and the
Examination Committees for being brave and taking the
time to engage with us.

My thanks to all the tutors who asked questions and
contributed to the discussions. My special thanks to
Harrie Marsman (A/B CH), Derek Jackson (A/B EM),
Simon Roberts (C) and Roel van Woudenberg (Pre-Exam)
for preparing the individual paper summaries.

Good luck in 2013,

\nmu-uh_uu_r\:—\

Pete Pollard (Editor)

1. General comments on the EQE

Milena Lonati (Chairman EB) explained the quality
improvements introduced this year in the EQE pro-
cedures:

e A translation team now looks at the version of the
paper that the candidate will see to check the lan-
guage used carefully.

e This year's exam was one of the smoothest ever —
there were few complaints by candidates about the
papers, and no calls to invigilators were required to
provide extra instructions during the exam about
errors or unclear parts.

2. Main-Exam 2013

lan Harris (Pre-Exam EC) talked about the papersin 2013:
e EB has already issued a notice with some comments:
http://documents.epo.org/projects/babylon/eponot.
nsf/0/6F4B1D2A6D291606C1257A2C003DCC84/$
File/NOTICE%20REGARDING%20THE%20EQE%20

EXAMINATION%202013 %20-%20CPM.pdf

e There is an advantage to shorter exams — candidates
should be less tired

¢ |ntention of new format is not to challenge candidates
on time — the shortened time is being evaluated using
guinea-pigs.

e There will be no mock exams produced in the new
format. EC’s consider the differences actually quite
small between 2013 and previous years.

e Paper B:

e more emphasis will be placed on argumentation

e extra claims can be thought of as US-style claims
from your US client which you have to adapt to
European practice

e Paper C:

e probably no [or very few] legal questions

e Complexity will be reduced — less claims, less
attacks, less prior art

e Paper D:

* back to old style from the 1990’s — some DI
questions and 1-2 DIl questions

e Anexact 40:60 point split DI:DIl cannot be guaran-
teed

e Basically a reduced-down version of the current
papers

e (Candidates should skim through paper to decide
what they want to do

e Marks will be indicated for each DI question

e DI questions will be independent

Comments on the 2013 papers by the EC’s can be found

in the individual paper summaries below

3. Pre-Exam (2012) - by Roel van Woudenberg

lan Harris [Pre-Exam EC] gave feedback on the very first
Pre-Exam
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e No detailed statistics will be provided about split
between legal and claim analysis questions or per
question.

e Pass rate was high. EB was surprised by this — they
expected it to be worse. Possible explanations:

e asit was the first Pre-Exam, many postponed until
2013: 400 candidates in 2012, and about 700 for
2013.

e those who did it in 2012 were very well prepared

e No targeted pass rate. It is intended to test basic
aspects of being a patent attorney, and basic prin-
ciples needed for Main Exam.

e EC considers the Pre-Exam 2012 to be at the right
level. The next pre-exam is not planned to be more
difficult.

® Any increase in Main Exam pass rate due to Pre-Exam
will be visible in a few years. So level, type of questions
and general format of Pre-Exam will be kept the same
for the coming years. But they expect some swings in
pass rate.

e TS:Thereis a real danger that candidates, who scored
highly in Pre-Exam, do too little for the Main Exam.
EC: Candidates need to realize that there is a world of
difference between Main Exam and Pre-Exam

e Pre-Exam format will remain 10 legal + 10 claims
analysis questions of 4 statements each for the fore-
seeable future. 0/0/1/3/5 marking scheme will be
maintained.

e They are looking at drafting the paper with fewer
words to make it shorter.

e EC: multiple choice is a difficult balancing act — some
answer may not be fully black-and-white (e.g. inter-
mediate generalisations), but “we ask people not to
be too clever”.

e No answers for which both Tand F was accepted. In
fact, majority of candidates agreed with EC

e Q.19 & 20 - choose arguments corresponding to
wording of claims. This is a problem frequently seen
in Main Exam

4. A/B CH (2012) - by Harrie Marsman

EC representatives: Martin Hatzmann, Cécile Kirsch,
Jeremy Mauger

a) Papers in 2013

Chairman Hatzmann started the meeting by providing
information on how paper B would look like in the
coming years. He explained how the contents of papers
A and B have developed over the years, whereby both
papers came closer and closer to one another. Paper A
has a strong emphasis on novelty and inventive step and
requires drafting of claims and a description. This will not
change in the near future.

Also for paper B, the candidates have to draft claims
and present arguments to defend these claims. The
argumentation part will get more emphasis as of 2013.
Where candidates could pass paper B by drafting a good
set of claims and providing some arguments, this prac-
tice will end. The focus will be more on the arguments.

Because of this consideration and because the duration
of paper B will be an hour shorter, candidates will get (i)
an application, (ii) prior art, (iii) objections by an Exam-
iner, (iv) a letter from the client, and (v) a set of claims.
Said set of claims is to be used as a starting point; the
claims are (at least) a pointer.

The claims will not necessarily be all correct; likely
there will be deficiencies in the set of claims. The
candidates are expected to bring the claims in accord-
ance with European patent practice, and they have to
explain in a letter to the Examiner what they did, why
they did this, and what support they used.

The claims have to meet the requirements of
Art. 123(2), Art. 84, Art. 52-56, Art. 82 and R. 43(2)
EPC.

The Committee expects that, because the focus will be
more on argumentation, candidates may need more
preparation to pass.

Tutors and candidates are advised to read everything
that the EQE Committees publish and referred the tutors
to the notice of the EQE Committees on the EQE pages
of the EPO website. In addition, we were pointed to Rule
24 of the IPREE.

There will not be mock examinations for the new style
paper B, but the Committee guaranteed that the B
papers of the last years could well be used in the
preparation, because these already contained a letter
of the client and pointers to desired claims.

b) Paper B of 2012

As a general remark, Chairman Hatzmann noted that the
filing of notes to the corrector should be discouraged.
Only very seldom, will notes lead to a mark.

The Examiner’s Reports for papers A and B Chemistry
are based on the marking sheets used by the correctors.

The Chairman gave the floor to Mr. Mauger, who was
involved with paper B. Paper B of 2012 had a pass rate of
53%.

This year, Paper B dealt with process technology, and
aimed to have an independent process claim and an
apparatus claim.

Like the last years, the prior art provided came quite
close to the original claims of the patent application.

The key to the solution was to add certain acids to
reactants before these contacted the catalyst in the
process and to have a conduit for re-using the acid in
the apparatus.

It was stressed to use the wording present in the
application to adapt the claims. “Quite creative candi-
dates” ran into problems with Art. 123(2) EPC.

In this paper B a letter of the US client was present and
candidates were expected to deduce from this letter
whether the documents cited would form prior art under
the EPC. In addition, said letter hinted to the required
adaption in the apparatus by pointing out the desire to
re-use acid.

In the discussion, it was emphasized that a candidate
should explain in the letter to the EPO what he did and
why. This was illustrated by the example as to why or
why not the prior art conduit used to transport gas
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would be suitable for transporting acid. Good arguments
would give a candidate marks even if he did something
unexpected.

Mr. Mauger indicated that the Committee made use
of “guinea pigs” of all kinds of technical backgrounds in
the “chemical” field.

¢) Paper A of 2012

Ms. Kirsch was leading the discussion of paper A. Paper
A had a pass rate of 56 %.

Like the last years’, this paper dealing with sunscreen
compositions encompassed 2 prior art documents of
which D1 relates to similar compounds as those used in
the client’s letter, but used in an entirely different field;
and of which D2 related to similar compounds used in a
similar/same field. D1 was only relevant for novelty; D2
should be used as the closest prior art for inventive step.
In the client’s letter essentially two technical effects were
addressed: photo stability and oil-solubility.

A compound claim was expected wherein the whole
overlap with the compounds described in D1 needed to
be removed. Many candidates merely excluded the
single compound exemplified in D1, but this was insuf-
ficient because of the general teaching in D1. Also for
D2, it was required to remove the entire overlap.

The unclear term “higher alkyl” needed to be clarified
by introduction of a lower limit of “at least 6 carbon
atoms”. An upper limit was not expected, although in
real life the EPO often requires this.

In addition, a “compound for use” claim was
expected. Since the compounds have not only a cosmetic
effect, but also a “medical” effect, the use required a
wording based on Art. 53 (c) EPC. Candidates who did
not use this Art. 53 (c) wording lost only 2 marks (many
candidates did not use the correct wording). As a reason
for this generosity, the Committee felt that this issue was
quite field specific.

The compound definition in this compound for use
claim could be and should have been broader than the
compound definition in the compound claim. Variations
on this theme occur in many A papers.

Further, an independent composition claim was
expected, wherein one should not use the term “ further
additives” because that would give novelty problems in
view of D1 wherein compounds together with a specific
stabilizer were disclosed.

Finally, a process claim was expected. Many candi-
dates put in too many limitations. Because the instruc-
tions for paper A require you to obtain “the broadest
possible scope of protection” each unnecessary limi-
tation leads to the deduction of 2 marks.

Ms Kirsch also focused on the writing of a description.
This can bring a candidate 10-15 points, which are rather
easily obtained. The intention of the description is not
only to provide a basis for inventive step, but also to give
the option to more or less clarifying the claims.

Like last years’, the Committee observed that the
description should look like a real description and not
be in the form of a letter. Moreover, some candidates

also included a letter to the client. This costs time but
does not bring any marks.

A last remark was that in the Examiner’s report is
written that D2 would state that the compounds would
be water soluble. This is not the case.

5. AB E/M (2012) - by Derek Jackson
Paper A

We were treated to a presentation which started by
explaining the three embodiments and then the prior art
and its associated drawbacks.

a) Common features of embodiments

The Examiners then drew up a list of features common to

all embodiments, these being:

— Body

— Weight

— Attachment means for attaching the weight to the
body

— The weight being displaced with temperature vari-
ation

— The displacement being “reversible” (novel over D2)

— Different positions of the weight corresponds to dif-
ferent orientations of the body in the liquid (novel over
D1)

Candidates should bear in mind the use of a list of

common features, while potentially useful, is not a

certain way of formulating a list of the essential features

of the independent claim — there is a significant risk of

including unnecessary limitations.

b) Independent claim

These common features were then quickly re-drafted to

produce a claim considered to be suitable, the main

requirement being a consideration of clarity. Other
points to note are:

— The ideal claim does not use the term “reversible”.
“Reversible” can be used, but care is needed to
distinguish from D2

— There are other ways of phrasing the claim — for
example the term “centre of gravity” could be used
provided the overall concept includes the common
features.

— The major aspect for discussion concerned the
arrangement of features in the preamble and char-
acterising clause.

The Examiners advised there was room for flexibility in

this matter, but in any event this aspect is only worth 2 or

3 points and in practice no acceptable candidate is likely

to fail Paper A because of the distribution of features

between the preamble and characterising clause.
The challenges of the independent claim were sum-
marised as follows:

— Avoiding unnecessary limitations

— Covering all the embodiments

— Novelty over D1/D2

— Clarity (important for 2012)
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¢) Dependent claims

Dependent claims are required to establish potential
fallbacks in the event the independent claim has to be
restricted in scope.

Only 15 claims will be marked — any additional claims
will be ignored.

The structure of dependent claims is important — try
grouping claims by topic and this could permit better
overall cover with a minimum number of claims.

Avoid unnecessary limitations.

d) Description

Acknowledgement of at least the closest prior art is
expected. This should be followed by an explanation of
the problem associated with the closest prior art and
relevant to claim 1. Finally a discussion of the solution is
required, for example how the means of claim 1 solves
the problem associated with the prior art (i.e., how
reversibility is achieved in response to changing tempera-
ture). This has the effect of helping the reader to under-
stand the invention.

Paper B

The presentation for Paper B E/M was very straightfor-
ward and began with a review of the embodiments and
the prior art, together with claim 1 as filed.

It is always important to read the client’s letter to find
out what the client wants. This then needs to be bal-
anced with the communication from the EPO examiner.

The examiners were expecting a combination of
claims 1 and 6 together with a generalisation to take
out the “full length” feature and to specify that the
zeolite is arranged only at the side. It is important to find
a basis in the application-as-filed and to justify the
amendments (see para [013]). Claim 6 is dependent on
claim 5 which in turn is dependent on claim 4. Simply
omitting the subject-matter of claims 4 and 5 lost a
number of marks, but some of these could be recovered
if arguments were submitted to the effect that the
limitations were not essential.

Problem/solution aspects included the advantage of
no zeolite at the bottom, the length of the barrel and the
absence of a heating effect. Essentially all candidates do
now use problem-solution, but the arguments are not
always well presented.

Overall, the examiners thought the answer for 2012
were quite good.

6. C (2012) - by Simon Roberts

a) General

The EC disclosed that the main focus of the 2012 Paper C
was “claims directed to specific purposes”. This was an
opportunity for candidates to demonstrate their ability to
handle the problem and solution approach and to select
the appropriate closest prior art (CPA). The EC found that
many candidates had problems interpreting “for” in the

sense of “suitable for”. As such, it seems likely that this
same issue will re-appear in coming paper Cs.

The simplified letter from the client — which simply
asked for an opposition to be filed, but which indicated
no legal issues, should have meant that the question was
rather straightforward. Nevertheless, the EC reported
having seen a great many incorrect attacks, including
Art. 83, Art. 123(2), and Art. 53c.

The EC were particularly annoyed by what they
termed “useless standard phrases” used for justifying
the selection of the closest prior art and for reasons to
combine documents. They identified:

e “most promising springboard” as unhelpful, and
e “these documents can be combined because the
solution is provided ..."

b) Claim 1

The EC wanted to see novelty attacks based on A3 and
A5. A2 was not useable in a novelty attack because it
does notinclude a “textile layer” — "atextile is defined by
the presence of fibres” —although they cited no basis for
this proposition, it was presumably based on the defini-
tion in paragraph 005 of A1.

The EC stated, as they do every year, that alleged
synonyms should be explained and that the features in
the prior art that correspond to the features in the
attacked claim should be mentioned and their corre-
spondence explained.

¢) Claim 2

An obviousness attack was expected based on A2 as the
closest prior art. A2 was the CPA because it is for the
same purpose as the subject-matter of claim 2. The
range of 5-10 mg in the claim was broader than the
range of 7-8 disclosed in A2, so there was no need to
discuss issues of overlapping ranges or possible effects
within the range.

The distinguishing feature of claim 2 relative to A2 was
the presence of a fabric layer.

The EC felt that any attack on claim 2 should identify
the two technical effects that come from the use of a
fabric layer — mechanical strength and flexibility —
although these are not expressly associated in A1 with
the presence of a fabric layer. The EC insisted that any
proper obviousness attack on claim 2 should identify
these two technical effects (which are set out in para-
graphs 0007 and 0009 of A6) and not just one of them.
A6 was therefore the document to be used to complete
the obviousness attack.

d) Claim 3

Here the EC felt that candidates should make two
obviousness attacks on this claim because the adhesive
layer (incorporated via the dependency on claim 1),
which was the distinguishing feature over A4, was
mentioned in para 0009 of A1 as being either internal
or external — that is there were two embodiments. The
EC said that surely any good candidate would have
provided two attacks against claim 3 if it had clearly
expressed the two embodiments as alternatives — so why
should two attacks not be required with the claim in its



110 Education and Training

epi Information 4/2012

current form? The two attacks were A4 as CPA with
either A5 (for the internal adhesive effect) or A6 (for the
external adhesive effect). The EC confirmed that one
could make an attack against the internal adhesive
embodiment based on A4 + A6. Indeed there were
several possible alternative attacks — each of which
would have gathered equal marks.

The EC explained that they do not like to identify in the
Examiners’ comments all the potentially acceptable alter-
native attacks for fear of candidates believing that each
of those attacks needs to be made for a complete
answer. Also, if the Examiners’ report is too long it will
not all be read and will not be absorbed. By mentioning
only the strongest attacks the hope is that candidates will
learn to discriminate between strong and weak attacks.
Candidates should focus on finding motivation for mak-
ing combinations of the prior art annexes.

During the discussion of claim 3 the EC said that
candidates should not rely on what happened in past
exams — every new exam paper should be expected to
throw up new issues. This in part being based on tutors
arguing that historically in paper C one might have
expected just one obviousness attack against claim 3
as actually written (rather than how it might be
amended) would be sufficient to gather all the relevant
marks. The EC replied that if there is only a single aspect
to a claim, then one attack will generally be sufficient,
whereas if there are multiple aspects (e.g. multiple
embodiments) then multiple attacks may be required.
The EC stressed that while they like to retain predicta-
bility; the exams are organic and need to develop from
year to year. So the over-riding message is THINK FIRST —
do not answer the exam by rote.

Discussion concluded with an examiner explaining
that if there were only one attack, then only one of
the two embodiments was being attacked — although
the tutors’ view was that the claim did not recite any
embodiments and as such a single obviousness attack
was all that was required to show that the subject-matter
of the un-amended claim lacked inventive step. The EC
explained that given the wording of para 0009 of A1 —
which was evidently provided for a reason —why would a
candidate make an arbitrary choice by making only one
attack (because that is all that it took to invalidate the
claim?) — when there are two clear attacks based on the
alternative technical effects set out in paragraph 9. Here
the key message seems to be that candidates should pay
attention to the existence of alternative embodiments
that are embraced by a claim but which are not exemp-
lified within a claim — the assumption should be that one
needs to find attacks to cover each of the alternative
embodiments.

The EC said that they had never before seen so many
candidates finishing the paper as this year — from which
they deduced that time pressure was not really an issue
for candidates this year.

Returning to the theme of candidates needing to learn
that this is not an exam to be treated as a rote exercise —
where a single standard attack format will work irres-
pective of the actual content of the paper, an examiner

observed that it is good for every exam to have a novel
aspect.

e) Claim 4

Claim 4 was treated quite well - “surprisingly well” — the
expected attack based on A3 as CPA (patch for treating
wrinkles) with A4 was seen often.

f) Claim 5

Two novelty attacks were expected, one based on A3
and one based on A5. Candidates did less well with this
claim —many ignoring the expected purpose (suitable for
use as a deodorant) that needed to be addressed in the
attacks. In A5 the cover layer is designed to stop the
leakage of liquid perfume, so that perfume is expected to
be in the fabric layer.

There was discussion of whether the perfume in A3
was an active ingredient “to be delivered to the skin”.
The EC's view was that the perfume in A3 would escape
and reach at least the skin of the arm which rests against
the underarm patch. A contrary view held by some tutors
was that it is not clear that the perfume of claim 5 is an
active ingredient in the sense of claim 1 - the teaching of
the last sentence of para 0005 of A1 potentially being
broader than the scope of claim 1. The matter could have
been resolved had claim 5 identified the perfume as
being the active ingredient.

g) Claim 6

An obviousness attack based on A4 alone was expected.
No novelty attack based on A4 was possible because
there was no express teaching to combine the general
teaching of para 0005 (which mentions gelatine as one
of several possible polymeric gelling agents) with the
specific example of para 0007. An explanation/argu-
ment was needed to justify the selection of A4 as the
CPA.

h) Claim 7
This was well handled by most candidates, although
many failed to provide any convincing argument as to
why A6 was the CPA.

Concerning the questions that were submitted in
advance of the meeting, the EC provided the following
answers:

i) TS: How much legal basis needs to be provided?

EC: Provide legal basis for everything that needs legal
justification. In the 2012 question paper, candidates did
not need to explain why A53c did not apply! The
candidates need to provide legal attacks and not legal
defences!

Candidates do not need to identify or mention any
requirements of the EPC that are met — unless there is a
clear pointer in the client’s letter that an issue exists. The
streamlining of Paper C means that legal issues in the
client’s letter are going to be rare.

Candidates need to provide basis/ citation for the
attacks that they make — that is, from where in the
guestion paper do the facts come from that are used in
the attacks? Candidates who fail to do this will lose all
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the marks available for use of information, although they
can still earn marks for their argumentation. When
citing/providing basis, candidates MUST use paragraph
numbers as these are common across the three language
versions of the paper, whereas line and page numbers
differ between the different languages.

The EC explained, justifiably, that it would be unfair to
award the same marks to two candidates one of whom
provided the basis and one who didn't.

J) TS: In this year’s paper the divergent claim structure
meant that candidates could not continue to develop
one problem and solution attack — instead one needed
5 separate ones — did that not introduce unfair time
pressure?

EC: Most of the candidates finished the paper this year —
which is unusual. For example, claim 7 was well dealt
with by virtually all candidates. Moreover, by having
separate attacks one avoids the situation that candidates
who make an early mistake are repeatedly punished for
it. With this year’s format each attack stands alone, so
candidates start each attack afresh and are not harmed
by mistakes made in attacking earlier claims. This seems
fairer and is a better approach.

k) TS: How do candidates know which claims are worth
more in terms of marks?

EC: When a complex attack is required it will be allocated
more marks than a simple attack. It would not be
sensible to indicate on the question paper the number
of marks available for attacks against the different
claims. Partly this is because the EC only know how
many marks they are going to award for each claim once
they have marked a good number of actual candidates’
answers. Secondly, if the marks available were indicated
it would help candidates identify the claims where there
might be multiple attacks to be found — and hence make
it harder for the better candidates to demonstrate their
abilities.

7. D (2012) - by Pete Pollard

EC representatives: Harald Bronold, Eve-Marie Mayer
Martin, Andreas Haderlein
Moderator: Jakob Kofoed

a) General comments

e TS: Very few problems in this paper. Feedback from
our candidates confirmed this. A normal passing rate.

e TS: There are possibilities to correct the marking if a
candidate appears to be “fit to practice”, but actually
has a low score after initial marking. How can candi-
dates influence this?

e EC: If candidate gets marks just under 45, and marker
had impression of really “fit to practice”, they will look
through paper again for 1 or 2 marks. After that, any
other form of compensation is formally arranged by
EB.

e TS: Please mention actual date of exam in the paper.
This is important when you do the questions later as

you make the questions as if today was that date.

EC: agreed in principle to do this.

e EC: Many improvements implemented recently in the
exam-paper generation process.
® Examination Board & Committees are advised by

professors and experts in examination.

e Much more testing by language teams and
“guinea-pigs” is helping to take ambiguities out
of the paper, and to test complexity and timekeep-
ing before the exam.

e The latest epi recruits [who are recent EQE grad-
uates] to EC’s are usually asked to function as
“guinea-pigs”. In this way, the exam is tested by
different technical fields and with different native
languages.

e EC:Handwriting is difficult to read. EC suggests use of
a fountain pen or other broad-bodied pen. There are
no plans to use computers for the exam because of
the organizational and security issues involved.

e EC: Main weakness of candidates is still advising the
client how to use patents in real-life situations (DII) to
help his business.

e Typically candidates pass with 30-35in DI, and only
10-20 in DIl scored mainly on the analysis part.

e This seems mainly due to a lack of experience — 3
years to sit the exam is too little for this. Some
offices and even states do very little advice work,
so there is little chance to practice in real-life.

e (Candidates should cover this during their prepara-
tion —either during their courses [e.qg. role playing],
during daily work, or by practicing a lot of Dll's

e No detailed comments on national injunctions and
precise licensing terms are expected

e TS: Many candidates complain that the situations are
artificial and far from practice.

e EC: They should realize that the epi provides more
than half of EC members and half of the Examination
Board. They bring in their practical experience to
shape questions and answers — this is especially true
for DII.

e EC: PCT is usually weaker than EPC, but this year the
PCT parts (in DI and DII) were done well and in DI legal
base citations were accurate. PCT will remain impor-
tant for exam, because PCT is important for EPO, so it
needs to be studied well.

TS: general feeling is that EPC/PCT balance is correct.

e EC: For DlIl, points are not indicated per question. This
flexibility is needed by the EC to avoid a catastrophe,
because answering DIl is very difficult to predict.

d) DI - General

e TS: References in Examiners’ Report are to specific
OJEPO pages. Was such accuracy required?

e EC: No — not crucial if it is clear, so referring to first
page of an OJEPO notice is usually sufficient. But
candidates should give the most precise legal basis
they can. Also more than one citation [GL or OJEPO or
later OJEPO] will be accepted if it is the same contents.
You can always cite more — no points lost for giving
everything that fits. If other OJ-references are given
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than expected, it is always checked whether this other
reference is also adequate.

e TS: It is often difficult to know when to stop answer-
ing a DI question.

e EC: take question and facts, and don’t speculate. All
DI questions are drafted for a single answer, even
those that appear more open. No points are lost for
writing down too much, so if it might be relevant,
write it down.

e TS: It would be candidate-friendly to start with an easy
question.

e EC: questions are put in the sequence that they think
is the best for candidates. But it is difficult to find a
question that is easy for all candidates.

e) DIQ.1

e TS: was T1176/00 not required — this is decision that
explicitly stated that time limit for appeal did not
change?

e EC: accepted as an alternative for other T decisions.
Other T decisions also demonstrate this principle in
facts and calculations. For example, facts of T 116/90
are similar — also date of notification was not changed
(this was not clear from reasons, needed to check
facts of case).

f) DI Q.2

e TS: This was a complicated question. Was the transi-
tional provision for R.36(1) not too old to be tested in
20127
EC: Whenever the law changes, transitional provisions
are important. They also wanted to wait until situation
with regard to notices was stable. These transitional
divisionals are now an important legal question in
current practice.

g) DI Q.3

e TS: Will EPO actually perform SIS on unsearched
invention?

e EC: Assumed that they would.

From discussion with tutors, it became clear that the

answer was not to be found anywhere — it is at the

discretion of the EPO. But this would not change the

expected answer to the question as only references to

the PCT provisions were expected. Not expected to

discuss actual EPO practice. Not known whether EPO

as SISA will actually search invention not covered by ISR

of main ISA

h) DI Q.6

e TS: Why is “unitary” mentioned?

e EC: added during testing, because some “guinea-
pigs” discussed whether there was unity. It was not
relevant to the desired answer, so it was put into
guestion to stop speculation.

) DIQ.7

e TS: Was this not too difficult for candidates not work-
ing in such a field?

e EC: No evidence of this — it was done well. Anyway, all
technical disciplines should know the G-decisions.

J) DIQ.8
e TS: Would anyone file an amendment that was new
and inventive?
e EC: applicants who don’t use a patent attorney do
such weird things.
Some discussion about interpretation — there are two
possible meanings leading to two possible answers. This
is a problem for non-native speakers. Question can be
read such that amendment appears to have been dis-
closed in application-as-filed — this would lead to com-
pletely wrong answer. EC asked tutors for suggestions
how to change wording to make it better without using
“added”. Conclusion from tutors and EC was that this
type of ambiguity is almost impossible to prevent, even
with the current level of language checking.

k) DIl — General

e TS: DIl paper had two cases

e EC:we preferthis as it gives candidates more than one
chance to find the goldmine of points. Even though
the last question was worth 19 points, many got to
the end and the second question was done well.

Many tutors had feedback from candidates that they

also liked it — they knew exactly what to answer for the

last question, and it helped some to pass.

e TS: Candidates would like to see the number of points
when doing the paper. The last question had 19 points

e EC: hintis given by the amount of text that there are a
lot of marks for last question. Not indicating marks is
needed for marking flexibility on DIl because it is not
possible to predict what will be done well, and what
will be done badly.

e TS: Some words in this DIl were difficult for non-native
speakers — encrustation, stagnate, aerate, interstices
etc.

e EC: D is not a test of technical knowledge, so the
words are unimportant — you can mentally replace all
technical features given with a letter, and the newer
DIl papers will usually explain the words sufficiently, or
the effect provided by the feature.

In this paper, “interstices” was a problem. The “guinea-
pigs” are used to prevent such language problems, but
this can never cover all words and all candidates. Non-
native speakers should consider taking a dictionary to
the exam to cope with such words, but they don’t have
the time to look everything up

e TS: Was legal basis required in the last DIl question? G
decisions, for example.

e EC: legal basis is not required for points. But citing it
does help marking and makes it easier to read.

e TS: This DIl paper continued the trend of longer
papers, started in 2011 because more words are
now added to explain the facts.

e EC: must balance between too many words [which
take a long time to read] and too few words [which
may be ambiguous and vague]. EC carefully monitors
the length and there was little evidence that candi-
dates could not get to the end — in fact, many did the
last question well.

e TS: why were paragraph numbers given in DII?
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EC: They were added to harmonize the look of the
papers, but they should not be used in your DIl
answer — there are no points for using them. On DI,
candidates should use the words from the paper in
the way that they have always done.

TS: candidates could use the paragraph numbers in
notes to be able to quickly find sources of information
again.

DIl — IPE interview

TS: Many candidates confused by this because EPO
will not do this. Interview is limited to a telephone
interview in HTG-Il, 385-388.

EC: OJ 2011, 352 notice does not limit interviews
“only” to telephone and R.66.6 PCT allows personal
interviews. HTG-Il is not legal basis.

m) DIl - Q.1

TS: Examiners’ Report — page 4: “The website posting
is prior art under Art. 54(2) EPC for claim 1 of EP-2".
But this is only true if the bundle disclosed was the
bundle B. This is not explicitly given in paragraph
[0009] of the paper — ... relates to a hollow fibre
membrane module”. This seems unclear.

EC: Not seen as a problem. Candidates did not seem
to have a problem with it.

TS: Examiners’ Report — page 4: “The demand for
PCT-1 was validly filed as the time limit is the trans-
mittal of ISR plus 3 months”. This does not a relevant

comment because examination is underway — we are
even going for an interview.

EC: Yes — not so relevant. But many candidates came
up with it, so it was decided to give the statement
marks.

TS: Examiners’ Report — page 4: “there is sufficient
evidence before the examiner that a module also
works with other materials ...". Would extrinsic evi-
dence actually be considered to support a claim
missing an essential feature?

EC: “evidence” here should be read as meaning
mainly intrinsic [i.e. from the application-as-filed].

n) D Paperin 2013
e EC: No substantial changes in marking. Structure will

be similar, but reduced in size. If sections of 2012
paper were condensed, it would resemble a
2013-style D paper.

EC: Candidates should prepare as they have always
done

EC: DI and DIl parts will be identified, but time
management will be more critical.

EC: DI is never directed to specific US provisions, so
knowledge need for AIA (America Invents Act) is
limited.

TS: Candidates should know that from 16 Sept. 2012,
it is no longer needed to specify that inventors are
applicants for US when filing PCT application.

epi Mock EQEs and epi Seminars 2013

epi will organise a series of Mock EQEs (for EQE candidates) and epi seminars (for patent attorneys and paralegals)

For further details please consult the epi website:

https://www.patentepi.com/patentepi/en/EQE-and-Training/training-seminars.php

Nachste Ausgaben - Forthcoming issues - Prochaine éditions

Issue Deadline

1/2013 February 15, 2013
2/2013 May 13, 2013
3/2013 August 9, 2013
4/2013 November 4, 2013

Publication

March 28, 2013
June 28, 2013
September 30, 2013
December 30, 2013




114 Education and Training epl Information 4/2012

Tutors wanted

=
&)
As epi is always looking to add new tutors to its current Please volunteer by filling in the form available on the
group we would like to know whether you are —in epi website (www.patentepi.com —> EQE and Training).
principle — interested in participating in this activity. In
case you decide to volunteer your commitment is con-

ditional: you will always be asked whether you are willing For any further queries, kindly contact the
to tutor in a specific event. epi Secretariat (education@patentepi.com).

Results of the 2012 European Qualifying Examination
Statistics on the results of the 2012 EQE

1) Passes pursuant to Article 14(1) of the Regulation on the European qualifying examination (REE)*

Place of Total number Place of Total number
residence of candidates Pass** residence of candidates Pass**

AL 0 0 LT 0 0
AT 16 3 LU 4

BE 42 13 A% 0 0
BG 0 0 MC 2 0
CH 84 23 MK 0 0
cY 0 0 MT 1 0
cz 3 1 NL 149 32
DE 953 248 NO 1
DK 104 22 PL 15 2
EE 0 0 PT 1
ES 99 17 RO 6 1
Fl 65 8 RS 0
FR 210 73 SE 149 30
GB 211 102 S 1 0
GR 1 0 SK 0 0
HR 0 0 SM 0 0
HU 1 0 TR 7 1
IE 5 0 CN 1 0
IS 1 0 JP 0
IT 137 14 TOTALS 2283 595
LI 3 2

*  This table includes all candidates who fulfil the conditions of Article 14(1) REE irrespective of whether they fulfil the
conditions of Article 14(2) REE.

** Candidates are free to choose which paper(s) they wish to sit. Candidates who have only sat a sub-set of papers
cannot fulfil the conditions of Article 14(2) REE (have obtained the minimum grades for all four papers) and thus
cannot be included in this column.

Example: A candidate has only sat papers A and B and passed both papers. Nonetheless the conditions of Article
14(1) REE are not yet fulfilled and this candidate is not included in this column.
Subject to Article 25(1) and (2) REE, passes awarded for examination papers in previous years remain valid.

Source: Examination Secretariat for the European Qualifying Examination
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Annual Subscription 2013

The invoices regarding the epi subscription 2013 will be
sent at the beginning of January 2013. Please note that
everybody will receive an invoice, even if a direct debiting
mandate is set up with epi.

In case of doubt and to avoid double payment, please
get in touch with the epi Secretariat, to check whether a
direct debiting mandate is set up for you.

The 2013 epi subscription fee (160 EUR without sur-
charge) can be settled as follows:

1. Direct debiting mandate

— by debiting the EPO deposit account on February 22,
2013 - valid only for payment of the 2013 subscrip-
tion

— The form to set up/amend/delete a direct debiting
mandate can be found on our website (www.patent-
epi.com).

— In case a direct debit mandate is set up with epi, kindly
note the following:

— The due membership fee will be debited automatically
from the EPO account on February 22, 2013, taking
into account that the account holder is entitled to
amend the direct debiting mandate.

If you have any questions relating to the direct debiting

mandate, please get in touch with the epi Secretariat.

accounting@patentepi.com

2. Credit Card

by credit card (Visa or Mastercard only)

The link to the online payment tool can be found on
our website (www.patentepi.com).

— For payments with American Express please use PayPal.

3. PayPal

The link to the online payment tool can be found on our
website (www.patentepi.com).

4. Bank transfer

— by bank transfer in Euro (bank charges payable by
subscriber)

— Please note that payment should be on epi’s account
at the latest by February 28th, 2013.
Account holder: European Patent Institute
Bank Name: Deutsche Bank AG

BLZ/Sort Code: 700 700 10

Account Number: 272 5505 00

BIC-SWIFT: DEUTDEMMXXX

IBAN No: DE49 7007 0010 0272 5505 00
Address: Promenadeplatz 15

80333 Minchen

Kindly note: No cheques accepted!

In order to minimise the workload in processing accu-
rately and efficiently subscription payments, and inde-
pendently of the transmitting way, each payment should
be clearly identified indicating invoice number, name and
membership number. Obviously unidentifiable payments
subsequently cause considerable problems for the Sec-
retariat and in many instances unnecessary protracted
correspondence.

Jodo Pereira da Cruz
Secretary General

Please visit our website for news |

www.patentepi.com
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Einzugsermachtigung

Eingangsfrist im
epi-Sekretariat:

1. Februar 2013

Das Institut der beim Europaischen
Patentamt zugelassenen Vertreter (epi)
wird hiermit erméachtigt, den jeweils
glltigen epi-Jahresmitglieds-beitrag fur
das genannte Mitglied einzuziehen. Der
Einzug erfolgt einmalig am 25. Februar des
laufenden Jahres von dem nachfolgend
anzugebenden Konto beim Européischen
Patentamt (EPA). Die
Einzugserméchtigung wird wirksam
beginnend mit dem Jahresmitgliedsbetrag
2013 und gilt fur kunftig fallige
Mitgliedsbeitrage bis auf schriftlichen
Widerruf. Der Einzug erfolgt auf der
Grundlage der zwischen dem EPA und
dem epi getroffenen
Verwaltungsvereinbarung vom 5. April
1993 (ABI. EPA 1993,367) und der Nr. 9
der Vorschriften Uber das laufende Konto
(ABI. EPA 1993, 366).

Alle an das EPA am Abbuchungstag zu
entrichtenden Geblihren und Auslagen werden
dem Einzug des epi-Beitrags vorgezogen.
Bitte stellen Sie sicher, dass im
Abbuchungszeitraum |hr EPA Konto Uber eine
ausreichende Deckung verfugt.

Wir weisen Sie darauf hin, dass bei
unzureichender Deckung der komplette
Abbuchungsauftrag nicht ausgefihrt werden
kann.

Der Kontoinhaber und jedes epi-Mitglied
werden darUber schriftlich in Kenntnis

gesetzt.

[ Ich stimme den oben genannten
Bestimmungen zu.

Institut der beim Europaischen Patentamt zugelassenen Vertreter
Institute of Professional Representatives before the European Patent Office
Institut des mandataires agréés pres |'Office européen des brevets

Direct debiting mandate

Deadline for receipt by the
epi Secretariat:

1% February 2013

The Institute of Professional Repre-
sentatives before the European Patent
Office (epi) is hereby authorised to debit
the epi annual subscription for the
member named below at the appropriate
rate. This direct debit occurs once on
February 25 of the current year from the
deposit account held with the European
Patent Office (EPO) as specified below.
This direct debiting mandate applies to
the membership fee 2013 and the
forthcoming subscriptions until it is re-
voked in writing.

Debiting will be done on the basis of the
Administrative Agreement dated 5 April
1993 between the EPO and the epi (OJ
EPO 1993, 367) and point 9 of the Ar-
rangements for deposit accounts (OJ
EPO 1993, 366).

All fees and costs payable to the EPO on
the debiting date have priority over the epi
subscription.

Please be sure that during the period of
time surrounding the time of the debit order
there are sufficient funds in your EPO
account to cover the entire debit order.
Kindly note that a partial coverage will
prevent the entire debit order from being
carried out.

In such cases, the holder of the account as
well as each epi member involved will be
informed in writing.

[ I agree with the stipulations sited
above.

Autorisation de prélévement

Date limite de réception au
Secrétariat de I'epi:

1°" février 2013

L'Institut des mandataires agréés pres
I'Office européen des brevets (epi) est au-
torisé par la présente a prélever le montant
en vigueur de la cotisation annuelle de I'epi
pour le membre dont le nom figure ci-des-
sous. La présente autorisation de préléeve-
ment sur le compte ouvert a I'Office
européen des brevets (OEB) prend effet une
seule fois le 25 février de I'année en cours.
Cette autorisation de prélevement vaut pour
la cotisation 2013 ainsi que pour les
cotisations suivantes jusqu'a révocation par
écrit.

Le prélevement est opéré sur la base des
dispositions de I'accord administratif en date
du 5 avril 1993 entre I'OEB et I'epi (JO OEB
1993, 367) ainsi que de celles du point 9 de
la décision modifiant la réglementation appli-
cable aux comptes courants (JO OEB 1993,
366).

Le réeglement de toutes les taxes et de tous les
frais dis a 'OEB a la date de débit a priorité sur
le prélevement de la cotisation annuelle de
I’epi.

Veuillez- vous assurer que votre compte a
I'OEB est suffisamment approvisionné pendant
la période de débit.

Nous attirons votre attention sur le fait que
I'ordre de débit sera refusé dans sa totalité si le
compte n’est pas suffisamment approvisionné.
Dans ce cas, le titulaire du compte ainsi que
chaque membre de I'epi seront informés par
écrit.

[ J’accepte les conditions mentionnées
ci-dessus.

Date

Authorised Account Proxy’s Name in block letters

Signature
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Institute of Professional Representatives before the European Patent Office

- Institut der beim Europaischen Patentamt zugelassenen Vertreter
I Institut des mandataires agréés pres |'Office européen des brevets

Please return to:

epi Secretariat Accountholder’s name:
Att.: Accounting department Authorised Account Proxy:
Email: accounting@patentepi.com Email:

Phone: +49 89 242052-0 Phone:

Fax: +49 89 242052-20 Fax:

[ Issue a Direct Debiting Mandate:

[ issued for 1 person
[ for 2 persons and more, please attached a second page with the names of the persons

epi Member’s Last Name:

epi Member’s First Name:

Membership Number:

Accountholder’s Name:

EPO Account Number:

Date Authorised Account Proxy’s Signature

0 Revoke a Direct Debiting Mandate

O revoked for 1 person
O for 2 persons and more, please attached a second page with the names of the persons

epi Member’s Last Name:

epi Member’s First Name:

Membership Number:

Accountholder’'s Name:

EPO Account Number:

Date Authorised Account Proxy’s Signature
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List of Professional Representatives as at 31.10.2012

by their place of business or employment in the Contracting States

Source: Legal Division / Dir. 5.2.3 / European Patent Office

Contr. Total Repr. % of Total Repr. Contr. Total Repr. % of Total Repr.
State State

AL 28 0,26 LI 18 0,17
AT 131 1,22 LT 26 0,24
BE 191 1,79 LU 20 0,19
BG 66 0,62 LV 21 0,20
CH 485 4,53 MC 3 0,03
cYy 12 0,1 MK 28 0,26
(o4 99 0,93 MT 6 0,06
DE 3683 34,42 NL 460 4,30
DK 224 2,09 NO 100 0,93
EE 26 0,24 PL 326 3,05
ES 182 1,70 PT 40 0,37
FI 170 1,59 RO 60 0,56
FR 990 9,25 RS 56 0,52
GB 2031 18,98 SE 353 3,30
GR 24 0,22 SI 29 0,27
HR 27 0,25 SK 36 0,34
HU 79 0,74 SM 24 0,22
IE 61 0,57 TR 92 0,86
IS 21 0,20 Total : 10699 100,00
IT 471 4,40

Contact Data of Legal Division

Update of the European Patent Attorneys database

Please send any change of contact details to the Euro-
pean Patent Office so that the list of professional rep-
resentatives can be kept up to date. The list of pro-
fessional representatives, kept by the EPO, is also the list
used by epi. Therefore, to make sure that epi mailings as
well as e-mail correspondence reach you at the correct
address, please inform the EPO Directorate 523 of any
change in your contact details.

Kindly note the following contact data of the Legal
Division of the EPO (Dir. 5.2.3):

European Patent Office
Dir. 5.2.3

Legal Division

80298 Munich
Germany

Tel.: +49 (0)89 2399-5231
Fax: +49 (0)89 2399-5148
legaldivision@epo.org
WWW.ep0.0rg

Thank you for your cooperation.
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Next Board and Council Meetings

Board Meetings Council Meetings

88" Board meeting on 23 March 2013 in Stockholm (SE) 74" Council meeting on 19/20 April 2013 in Vienna (AT)
89'™" Board meeting on 28 September 2013 in Riga (LV) 75" Council meeting on 16 November 2013 in Prague (CZ)
91" Board meeting on 27 September 2014 in Zagreb (HR) 76" Council meeting on 28/29 April 2014 in Munich (DE)

77" Council meeting on 15 November 2014 in Milan (IT)

News concerning epi Council and Committees

Council e Mr Alessandro Guerci (IT) was elected substitute
) member.
Albania:
e Ms Arseni Mecaj (AL), full Council member for AL , o )
resigned from all offices. Committee on Biotechnological inventions
e Ms Kola-Tafaj (AL), substitute Council member for AL, _ .
resigned from all offices. * Ms Zeljka Brkic (RS) was elected full member.
e Mr Eno Dodbiba (AL) takes over as full member. e Mr Francisco Bernardo Noriega (ES) was elected full
e Mr Alban Ruli (AL) takes over as substitute member. member.
Sweden: * Ms Diana Sinojmeri (AL) was elected full member.
e Ms Anita Skeppstedt (SE) left industry and joined
private practice. Therefore she had to resign as full Disciplinary Committee (epi)
member.
For Sweden there are no more substitute members  Ms Vasiliki A. Rousounidou was elected as member of
available. the Disciplinary Committee for Cyprus.

e Ms Flutura Kola-Tafaj (AL) resigned from all offices.
Harmonization Committee e Ms Melina Nika (AL) was elected as member of the

e Mr Gediminas Pranevicius (LT) was elected substitute Disciplinary Committee for Albania.
member. e Mr Luigi Sansone (MT) had to resign from the Disci-
plinary Committee since it is not allowed to be a Board

. \ member at the same time.
Patent Documentation Committee

o Mr Antoine Camilleri (MT) was elected as member of
e Ms Cristina Fraire (IT) resigned from the Committee. the Disciplinary Committee for Malta.
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Opponent Status — Questions and Answers?

J.H. Sunderland (GB)'

Some questions concerning opponent status find no
answers in the EPC. To arrive at answers Boards of
Appeal have filled perceived gaps in the law. Evidently
this has not been easy. Over time the Enlarged Board of
Appeal has reversed two of its answers to questions
concerning who may be an opponent. Could other
answers be revised or even reversed in future? Could
the present position regarding transfer of opponent
status be a flawed compromise? How can problems
relating to transfer of opponent status be averted?

Background

The EPC, whether EPC1973 or EPC20007, has little to say
about who may enjoy the status of opponent: —

— Any person may give notice of opposition®*

— In the event of death or legal incapacity of an oppo-
nent, the opposition proceedings may (or may not) be
continued with participation of the heirs or legal
representatives’

— Third parties may act in common in filing a notice of
opposition®

Given the paucity of guidance in the EPC, Boards of

Appeal, including the Enlarged Board of Appeal, have

had to evolve answers to some basic questions regarding

opponents.

Opposition by Proprietors, Licensees and Inventors

The first question addressed by the Enlarged Board of
Appeal in relation to opponents was whether the patent
proprietor could oppose his own patent.

1 Of Counsel, Haseltine Lake LLP, epteam@haseltinelake.com, www.haselti-
nelake.com

2 The provisions relating to oppositions were largely left unchanged when the
EPC was revised(see e.g. Case Law of the Boards of Appeal, 6th Edition, July
2010, page 764).

3 Article 99(1), 1st sentence, EPC1973 Article 99(1), 1st sentence, EPC2000: —
(Opposition): , Within nine months of the publication of the mention of the
grant of the European patent in the European Patent Bulletin, any person
may give notice to the European Patent Office of opposition to that patent,

4 Article 105 EPC1973 Article 105 EPC2000 (Intervention of the assumed
infringer) provides that subject to specific conditions an alleged infringer of
the patent concerned, after expiry of the nine-month opposition term, may
intervene in pending opposition proceedings and acquire the status of
opponent (see e.g. Case Law of the Boards of Appeal, 6th Edition, July
2010, page 719 et seq.).

5 Implied by Rule 60(2), first sentence, EPC1973 = Rule 84(2), first sentence,
EPC2000: - (Continuation of the opposition proceedings by the European
Patent Office of its own motion): ,In the event of the death or legal
incapacity of an opponent, the opposition proceedings may be continued
by the European Patent Office of its own motion, even without the
participation of the heirs or legal representatives.”

6 Implied by Rule 100(1), final sentence, EPC1973 Rule 151(1), final sentence,
EPC2000: — (Appointment of a common representative): — , The same shall
apply to third parties acting in common in filing a notice of opposition ..."

In an early decision (G1/847) the Enlarged Board of
Appeal found that so-called “self-opposition” by the
patent proprietor was not prohibited.

G1/84, Order: — “A notice of opposition against a
European patent is not inadmissible merely because it
has been filed by the proprietor of that patent.”

The finding was based on considerations of public
interest and on the EPC’s lack of any restriction on the
motives or interests of “any person” who may give
notice of opposition: —

G1/84, Reasons for the Decision, The question put,
Point 3: — “... except in cases of manifest abuse of
procedure, the overwhelming public interest lies in each
opposition being examined on its merits. The motives of
the opponent are in principle irrelevant (otherwise, no
doubt, the phrase “any person” would have been ren-
dered as “any person interested”) ...”

Further, in G1/84 a theory was proposed that opposi-
tion proceedings are not essentially contentious, but
investigative: —

G1/84, Reasons for the Decision, The question put,
Point 4: — “Even though opposition proceedings give the
public the opportunity to be parties to proceedings
challenging the validity of granted European patents, it
would be wrong to regard such proceedings as essen-
tially contentious proceedings between warring parties
where the deciding body takes a neutral position, as
would be the case in revocation proceedings before a
national court. Opposition proceedings in the European
Patent Office are designed to be investigative in nature
... and once an opponent has launched an admissible
opposition he may play a completely passive role or even
withdraw from the proceedings without thereby bring-
ing them to anend ...”

On this theory — that opposition involves non-con-
tentious, investigative examination of validity of the
patent concerned — the Enlarged Board took the view
that effectively ex parte opposition proceedings, with the
patent proprietor also playing the role of opponent, were
not precluded.

However, in later decisions of the Enlarged Board of
Appeal (G9/91 and G10/918) the G1/84 theory that
opposition proceedings were not contentious was
reconsidered: —

G9/91, Reasons for the Decision, Point 2: — “... it may
be questioned whether the statement made by the
Enlarged Board of Appeal in case G1/84 ... that “it
would be wrong to regard such (opposition) proceedings
(under the EPC) as essentially contentious proceedings

7 Official Journal EPO, 10/1985, Pages 299-305. Decision date 24 July
1985.Referral from T130/84.

8 Official Journal EPO, 7/1993, Pages 408-421. Decision date 31 March
1993.Referrals from T580/89 and from the President of the EPO.

Il — Contributions from epi Members and other contributions
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between warring parties ..." is quite accurate, at least as
a generalisation ....

In any case, it seems to the Enlarged Board in its
present composition that post-grant opposition pro-
ceedings under the EPC are in principle to be considered
as contentious proceedings between parties normally
representing opposite interests, who should be given
equally fair treatment.”

This was followed by reconsideration, in Enlarged
Board of Appeal decision G9/93°, of the G1/84 finding
that “self-opposition” by the patent proprietor was not
prohibited.

G9/93, Reasons for the Decision, Point 2: — “The
Enlarged Board of Appeal endorses the concept of
opposition proceedings applied in G9/91 and G10/91.”

G9/93, Reasons for the Decision, Point 3: — “... the
words “any person” in Article 99(1) EPC can in the
present Board'’s opinion only be reasonably interpreted
as referring to the public at large which is being given the
opportunity to challenge the validity of the patent in
question. To include the patent proprietor in this concept
appears artificial. In the present Board'’s view, the pro-
visions of ... the EPC ... are clearly posited on the
assumption that the opponent is a person other than
the patent proprietor and that opposition proceedings
are always inter partes (c.f. in particular Article 99(4) and
101(2) and Rule 57 EPC'®. Thus the present Board — in
contrast to the decision in G1/84 — holds that the patent
proprietor is not covered by the term “any person” in
Article 99(1) EPC and is therefore not entitled to oppose
his own patent under that provision.”

Drawing on G9/91 and G10/91, and the apparent
implication of Article 99(4) EPC1973 (Article 99(3)
EPC2000) that patent proprietor and opponents are
distinct parties in inter partes proceedings, the Enlarged
Board qualified the meaning of “any person” in a way —
member(s) of the public at large — excluding the patent
proprietor as a potential opponent. However, the Board
did not question the proposition that the motives or
interests of an opponent are in principle irrelevant.

Thus, nine years after the original finding in G1/84, the
original view of the Enlarged Board of Appeal that
“self-opposition” was not prohibited was reversed. This
may illustrate the difficulties posed by the paucity of
guidance in the EPC concerning the question of who
may assume the status of opponent.

In Enlarged Board of Appeal decision G9/93 it was
noted that, aside from self-opposition, the EPC provided
no opportunity for the patent proprietor to request
limitation of his patent, an issue that was also considered
in G1/84: —

G9/93, Reasons for the decision, Point 4.1: — “The
Enlarged Board hearing case G 1/84 considered the ques-
tion of self-opposition against the background that the
EPC — unlike the Community Patent Convention (CPC),

9 Official Journal EPO, 12/1994, Pages 891-897. Decision date 6 July 1994.Re-
ferral from T788/90.

10 Article 99(4) EPC 1973 = Article 99(3) EPC 2000: , Opponents shall be parties
to the opposition proceedings as well as the proprietor of the patent.”.
Article 101(2) EPC1973 Article 101(1) EPC2000. Rule 57 EPC1973 Rule 79
EPC2000.

which however is not yet in force — contains no provision
enabling the proprietor of a European patent to request
limitation of his patent. It concluded that if he could not
limit it during opposition proceedings he would have to
fall back on such limitation proceedings as might be
available under national law, which was bound to cause
legal uncertainty, procedural delays and extra expense.
The present Board takes the view that even if such
disadvantages existed they would not serve to justify
not applying Article 99 EPC as it stands, but would be a
matter for the legislator to cure if they were considered
as qiving rise to serious problems.”

The legislator did, of course, eventually cure this
problem with the introduction of Articles 105a, b and
¢ EPC2000, which allow the patent proprietor to request
“central” limitation or even revocation of his patent at
the EPO, without resort to national law provisions or to
“self-opposition”.

Based on information available up to June 2012,
around 220 requests for limitation had been filed at the
EPO and about 40 requests for revocation. The issue of
self-opposition by the patent proprietor may well now be
regarded as moot.

Following the G9/93 decision prohibiting self-opposition
by the patent proprietor, a natural question might be “who
else could fall outside the concept of "the public at large'”?

It may seem difficult to regard a licensee under a
patent as a member of “the public at large”. However,
there seems to be no prohibition on a licensee attacking
the relevant patent. For example, in case T1204/97%an
opponent who became a licensee of the patent propri-
etor withdrew its own opposition but then assumed the
status of opponent/appellant through universal succes-
sion on purchase of another original opponent. The
patent proprietor argued that the opponent/appellant
had no legitimate interest to further pursue opposition to
the patent. The Board of Appeal said: —

T1204/97, Reasons for the decision, Point 1.2: —
“Whether or not an opponent acts unlawfully or contrary
to contractual obligations in relation to the proprietor by
pursuing an opposition against its patent is, as a matter
of principle, outside the opposition procedure and is not
to be examined by the EPO but falls within the remit of
the national courts. Even where the opponent’s con-
tractual relations with the proprietor are so strong that it
is under a no-challenge obligation ... this has no effect
on the admissibility of an opposition filed by it with the
EPO, but the proprietor must attempt to enforce its
rights before the competent national authorities (G 3/97
and G 4/97 ... point 3.3.2 of the reasons) ...”

It also seems difficult to regard an inventor of the
invention to which the patent relates as a member of
“the public at large”. Is there some principle which
prohibits an inventor attacking “his own" patent?

This issue was addressed by a Board of Appeal in case
T3/06'3. The T3/06 decision found an opposition by the

11 This information is based on the EPO’s Espace Bulletin DVDs.

12 Decision date 11 April 2003

13 See Case Law of the Boards of Appeal, 6th Edition, July 2010, page 767.
Decision date 3 May 2007.
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sole inventor to be admissible despite the fact that, in the
case concerned, the inventor was a not insignificant
shareholder in the patent proprietor company, even if
not active in its management, and could possibly have
been considered to be acting contrary to fiduciary or
contractual duty. It appears that there is no principle
which generally prohibits an inventor attacking “his
own" patent (at least where the inventor is not a patent
proprietor of record).

The T1204/97 and T3/06 decisions may be based upon
G9/93 and upon later decisions of the Enlarged Board of
Appeal (G3/97 and G4/97) which are discussed below.
These later decisions relate primarily to the subject of
nominal or “straw man” opponents but also address
general issues relating to the status of opponent.

Straw Man Opponents

Nominal or “straw man” opponents, typically individual
European patent attorneys (professional representa-
tives), appeared in the early days of the European patent
system. However, the use of such nominal opponents
was found not to be permissible.

It appears that the issue of “straw man” opponents
was first considered by a Board of Appeal in T10/82'%: -

T10/82: — Headnotel. “If a professional representative
files notice of opposition in his own name although — as
he later allows — he is acting in a professional capacity on
behalf of a client, the notice does not comply with Rule
55 EPC"T®.

G1/84 alluded to the issue of “straw men” and
approved T10/82, though the Enlarged Board of Appeal
declined to extend the prohibition of use of a “pro-
fessional representative” straw man to prohibition of use
of “straw men” in general: —

G1/84, Reasons for the decision, The general back-
ground to the question put, Point 2: — “If the proprietor
of the patent is not allowed to file the opposition himself,
he would, no doubt, hesitate to induce a third party with
whom he was not on close and reliably friendly terms to
file an opposition. The only practical thing that he might
do is to try to employ the very ancient lawyers device of
having a “man of straw” as the opposing party. That
procedure may reduce the proceedings to a sham, since
the “man of straw” in this case is no real third party but
the puppet of the proprietor. If the connection between
the proprietor and his puppet is not known to the
European Patent Office and the general public, possibil-
ities of deceit and abuse of the opposition procedure for
ulterior purposes, e.q. delaying procedure in other juris-
dictions, exist.

Itis not necessary, for present purposes, that the Board
should decide the question whether an opposition filed
in the name of @ “man of straw” is or is not admissible in
any circumstances and the Board does not now do so.

14 Official Journal EPO, 10/1983, Pages 407-411. Decision date 15 March 1983.

15 The requirement to identify the opponent. Rule 55 EPC1973: — , The notice
of opposition shall contain: (a) the name and address of the opponent and
the State in which his residence or principal place of business is located, ..."
Rule 76(2)(a) EPC2000.

Suffice it to observe that the Board sees no reason to
question the rightness of the Decision in Case T 10/82

In practice, “straw man” allegations were made not
only against professional representatives and the pro-
cedure to be adopted when an opponent was alleged to
be a “straw man” raised questions — How “solid” need
the allegation be? Was it sufficient merely that the
opponent was a patent attorney, or simply an individual
with no apparent commercial interest in the field of the
opposed patent? Where did the burden of proof lie? To
what extent could the opponent be called upon to prove
he was not a “straw man”? These issues exercised
Boards of Appeal in a number of cases, for example
T635/88'°,  T289/91"/,  T590/93'®,  T339/93"°,
T798/93°°.

T635/88, Headnote: — “1. If the Board of Appeal or the
Opposition Division has a legitimate doubt as to the
identity of the real opponent, it has the power to request
the alleged opponent at any time to assist in removing
this doubt, e.g. by means of a written sworn statement
.... 2. The failure of the alleged opponent to comply with
such a request, so that the doubt remains, has the effect
that the opposition must be rejected as inadmissible ...”

T289/91, Reasons for the decision: — “2.2.3 ... the
Board must as a matter of principle assume that any
person giving notice to the EPO of opposition against a
European patent in his own name is indeed acting in his
own name. The EPC does not provide for any demand
that this should as a matter of principle be confirmed by a
declaration under oath where there is no obvious econ-
omic interest in the subject-matter of the patent in suit
.... 2.2.4 The Board therefore believes that an opponent
can only be required to make such a declaration if, as in
case T635/88, the Board is notified of concrete grounds
for harbouring serious doubts as to the opponent’s true
identity, because only under these circumstances can the
Board request the opponent to assist in removing the
existing doubts.”

T590/93, Headnote: — “Evidence relating to an oppo-
nents personal circumstances is insufficient, in itself, to
undermine the credibility of his stated identity under
Rule 55(a) EPC. This identity can only be challenged by
cogent evidence that another legal/natural person is the
true opponent.”

T7798/93, Headnote: — “I. Article 99(1) EPC, which
enables “any person” to institute opposition proceed-
ings, establishes the presumption that the real opponent
is the person who has lodged the opposition ... Il. The
presumption established by Article 99(1) EPC can only be
set aside if proof is furnished, during the proceedings,
that a third party has claimed to be the real opponent. In
this event, to uphold the principle established by board
of appeal jurisprudence that “oppositions must be filed

16 Official Journal EPO, 10/1993, Pages 608-616. Decision date 28 February
1992.

17 Official Journal EPO, 9/1994, Pages 649-652. Decision date 10 March 1993.

18 Official Journal EPO, 5/1995, Pages 337-344. Decision date 10 May 1994.

19 Decision date 18 April 1996.

20 Official Journal EPO, 8/1997, Pages 363-375. Decision date 20 June 1996.
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and pursued ... so as to avoid ... uncertainty”, the
“person” in whose name the opposition was filed may
be asked to assist in dispelling the doubt (see T 635/88).”

The Boards of Appeal set a high threshold to be
overcome before they would consider taking action
relating to a “straw man” allegation: — either the oppo-
nent must admit he is a “straw man” or concrete
grounds must establish serious doubts as to the oppo-
nent's “true identity”.

However, the Boards held to the idea that there could
be a “real opponent” or “true opponent” who was
other than the named opponent.

Nonetheless, the Boards do not appear to have ques-
tioned the proposition that the motives or interests of an
opponent are in principle irrelevant: —

T635/88, Reasons for the Decision, Point 6: — “... the
European Patent Convention does not require any par-
ticular interest to start opposition proceedings ... There-
fore, the lack of interest in opposing a patent cannot be
considered as a ground of inadmissibility.”

T590/93, Reasons for the decision, Point 2: — ”... the
provisions of Article 99(1) EPC must be given their plain
and literal meaning in the context of the Convention as a
whole. It is therefore clear that any person, as opposed to
any person interested, may oppose a granted European
patent. Had the intention of the legislature been dif-
ferent, the article would no doubt have been drafted to
include locus standi or some other formulation of rel-
evant interest as a precondition for the admissibility of an
opposition ... It follows from the above that if an
opponents interests are irrelevant to admissibility, then
the nature of these interests, let alone motives, whether
they be fair or unfair, must likewise be irrelevant to the
admissibility of an opposition.”

7339/93, Reasons for the decision: — Point 3. “Article
99(1) EPC states that any person may give notice of
opposition. There is no requirement that he have an
interest. It is already a gloss on this to require that such
person file the opposition in his own name, ... 5.... One
can file an opposition, but would still like to persuade
others to assist in substantiating it and possibly paying
any legal costs. An opposition is not assignable as such,
so that it and any appeal must usually be continued in the
name of the original opponent, even if others may later
have a greater interest in the outcome.”

T798/93, Reasons for the decision: — Point 3.1.2 “The
board is bound to point out that Article 99(1) EPC allows
“any person” to institute opposition proceedings, and
that the EPC and its attendant provisions make no
stipulation as to the circumstances of a person
acting in opposition proceedings before the EPO ...
3.2.1 In addition to the fact that the EPC and its attend-
ant provisions contain no stipulation as to the oppo-
nent’s personal circumstances, the above-mentioned
decision in T635/88 also makes it clear that the oppo-
nent’s interest in acting is not subject to any
restriction. The opposition procedure was deliberately
designed to be open and readily accessible, so that third
parties — acting on their own behalf, and, above all, in
the public interest —would be able to get a patent limited

or revoked by a department of the EPQO, via a procedure
which offers the advantage of being centralised. The
openness of the procedure also speeds up the handling
of the case by relieving the Office of the complicated task
of verifying the opponent’s circumstances and motives
for acting.”

Itis observed that the idea of a “true opponent”, other
than the actually named opponent, appears to sit
uncomfortably alongside the idea that the nature of
the interests or motives of any opponent are irrelevant to
the admissibility of an opposition.

Against this background, and based on referrals from
two Boards of Appeal — see T301/952'and T649/92%2,
which also provide a review of the background — the
Enlarged Board of Appeal carried out a fundamental
review of the issue of nominal opponents.

The Enlarged Board of Appeal took a clear position
(see G3/97 and G4/97%3): -

1. Both referrals essentially pose the question whether
an opposition is inadmissible if the opponent is acting
on behalf of another person, i.e. as a straw man ...
(and) ... invoked the principle that a person acting on
behalf of a third party was not the true opponent.

2. The Board is unable to accept this premise.
2.1 The status of opponent is a procedural status and the
basis on which it is obtained is a matter of procedural
law. The EPC addresses this in Article 99(1) in conjunction
with Article 100, Rules 55 and 56(1) EPC. On this basis,
the opponent is the person who fulfils the requirements
of the EPC for filing an opposition, in particular, the
person must be identifiable (see Rule 55(a) EPC). The EPC
does not specify any further formal requirements to be
met by the opponent. A person who fulfils the said
requirements becomes a party to the opposition pro-
ceedings (Article 99(4) EPC). In these proceedings, only
his acts are relevant. A third party (the “principal”) who
has incited the opponent to file the opposition cannot
perform any procedural acts. The question whether the
opponent’s acts accord with the intentions or instruc-
tions of the principal is relevant only to the internal
relationship between the latter and the opponent, and
has no bearing on the opposition proceedings.

By contrast, it has been arqued that a person acting on
behalf of a third party is not acting in his own name
(T10/82 ...). However, such a view is expressly contra-
dicted by the opponent’s procedural statements. He has
neither stated that he wishes to file an anonymous
opposition, nor is this his intention, instead, he expressly
wishes to file the opposition in his own name ... the
opponent does not wish to act on the basis of the
principal’s personal entitlement. Instead, he is exercising
his own right as a member of the public to file an
opposition.

2.2 The opponent does not have a right of disposition
over his status as a party. If he has met the requirements
for an admissible opposition, he is an opponent and
remains such until the end of the proceedings or of his

21 Official Journal EPO, 11/1997, Pages 519-532. Decision date 27 June 1997.
22 Official Journal EPO, 3/98, Pages 97-112. Decision date 2 July 1996.
23 Official Journal EPO, 5/1999, Pages 245-272. Decision date 21 January 1999.
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involvement in them. He cannot offload his status onto a
third party ....

Thus there cannot be another “true” opponent apart
from the formally authorised opponent.

3. Accordingly, an opposition on behalf of a third party
complies with the provisions on filing oppositions ....

3.2.1 Some of the EPC contracting states require, as a
precondition for instituting revocation proceedings, that
the plaintiff must have an interest in the invalidation of
the patent. Taking a different approach, the EPC legis-
lator explicitly designed the opposition procedure as a
legal remedy in the public interest which, according to
Article 99(1) EPC, is open to “any person”. It would be
incompatible with this to require that the opponent
show an interest, of whatever kind, in invalidating the
patent ....

3.2.2 If, therefore, it cannot be required that the
opponent have an interest in the revocation of the
patent, then logically this can only mean that the oppo-
nent’s motives are of no consequence for the EPO, at
least as long as no conduct involving an abuse of process
arises from additional circumstances ....

The Enlarged Board thus dismissed the idea that there
could be a “true opponent” other than the named
opponent and determined that the use of nominal
opponents was in general unobjectionable, essentially
setting aside the position taken in earlier Board of Appeal
decisions over a period of fifteen years. This again illus-
trates the difficulties posed by the paucity of guidance in
the EPC concerning the question of who may assume the
status of opponent.

The Enlarged Board reaffirmed the proposition that
the motives or interests of an opponent are in principle
irrelevant.

The Enlarged Board did, however, make the unsur-
prising reservation that an opposition by a nominal
opponent (“straw man”) was inadmissible if the involve-
ment of the opponent was to be regarded as circum-
venting the law by abuse of process.

As an example of abuse, the Board mentioned opposi-
tion in which the nominal opponent was in fact acting on
behalf of the patent proprietor. As discussed above,
so-called “self-opposition” by the patent proprietor
was originally allowed (G1/84) but later prohibited
(G9/93). Disguising a “self-opposition” by the use of a
nominal opponent would apparently be considered to be
a circumvention of this prohibition. Of course, as men-
tioned above, Articles 105a, b, c EPC2000 now provide
that the patent proprietor can request revocation or
limitation of his patent without resorting to “self-op-
position”, so this may be a moot issue today.

As another example of abuse, the Board mentioned a
situation in which a nominal opponent was used to
circumvent requirements (Articles 133 & 134 EPC1973
and EPC2000) for representation by a suitably qualified
professional representative (usually a European patent
attorney).

The Enlarged Board also considered the question of
burden of proof. The Board stated that the burden of
proof is to be borne by the person alleging that an

opposition is inadmissible, and that the deciding body
(an EPO Opposition Division or Board of Appeal) has to
be satisfied on the basis of clear and convincing evidence
that the law has been circumvented by abuse of process.
The Enlarged Board thus set a high threshold to be
overcome before Boards of Appeal, or Opposition Div-
isions, would take action relating to a “straw man”
allegation, but now the threshold applies not to the mere
fact that the opponent may be a nominal opponent, but
to demonstration that an abuse of process has occurred.

In a later case, T315/03%*, which was decided by a
5-member Technical Board of Appeal, it was argued by
the patent proprietor that some (joint) oppositions
should be considered to be inadmissible because the
relevant (common or multiple) opponents, in whose
names the oppositions were filed, were “formed and
supported” by other parties of unclear status. In effect,
there was a lack of clarity regarding apparent “sponsors”
of the oppositions — a form of “straw man” allegation.
Referring to G3/97, the T315/03 decision rejected the
argument, referred to the acceptability of “straw man”
opponents and extended this to joint oppositions filed by
multiple opponents: —

T315/03, Reasons for the decision ...

2.5 A further objection to the admissibility of certain
other multiple opponents was that they were said to be
“formed and supported” by persons of uncertain legal
status. As regards “formation”, the fact that certain
opponents only came into being for the purpose of filing
opposition to one patent cannot in itself be an objection
to admissibility .... It is apparent from the opinion of the
Enlarged Board in G 3/97 (OJ EPO 1999, 245, Order,
paragraph 1(a)) that an opponent’s motive or lack of
motive is irrelevant: a “straw man”, such as a company
formed for the sole purpose of opposing a patent, could
be acceptable. Since multiple opponents are permissible,
it would be illogical to impose a stricter requirement on
them.

2.6 As regards “support”, it appears to the Board to be
wholly irrelevant that an opponent, whether individual
or multiple, may be supported by others. Such sup-
porters clearly cannot take any part in the proceedings
and cannot affect its outcome. In relation to any pro-
ceedings there are likely to be non-parties who want to
see a particular party succeed (for example, employees
or shareholders of a company which is a party) ...

Enlarged Board of Appeal decisions G3/97 and G4/97
seem to have put an end to discussion of the general
legitimacy of nominal or “straw man” opponents, and
nominal or “straw man” opponents now seem to be a
rather routine feature of EPO opposition proceedings.

It is of course impossible to estimate reliably the pro-
portion of oppositions filed by “straw men”. However,
considering oppositions filed or admitted in 2011°, a
count of cases in which the opponent is a professional

24 Official Journal EPO 4/2005, page 246 (abridged version of the decision).
Decision date 6 July 2004. A full version of the decision can be found at:

25 This information is based on the EPO’s Espace Bulletin DVDs.
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representative or similar, or an overt “straw man”,
suggests that they accounted for just over 5 % of a total
of around 3650 oppositions (to about 2880 patents). It
seems unlikely that this count could represent full cover-
age of “straw men”.

Opponent Count of %
Oppositions

1 Nominal Opponents? 193 53

2 |Henkel 141 3.9

3 |Siemens 80 2.2

4 | Procter & Gamble 61 1.7

5 |BASF 57 1.6

Transfer of Opponent Status

The transfer or assignment of an opposition from one
person to another in response to changing circum-
stances is a difficult issue. The only hint in the EPC
concerning a possibility of transfer of an opposition
appears in a rule which primarily addresses something
quite different: —

Rule 84 EPC2000 (= Rule 60 EPC 1973): —

Continuation of the opposition proceedings by the
European Patent Office of its own motion

(2) In the event of the death or legal incapacity of an
opponent, the opposition proceedings may be con-
tinued by the European Patent Office of its own motion,
even without the participation of the heirs or legal
representatives. The same shall apply where the opposi-
tion is withdrawn.

This suggests that, aside from voluntary withdrawal of
an opposition, situations were contemplated in which an
opponent may be factually or legally incapable of par-
ticipating further in the opposition proceedings.

The rule apparently gives the EPO discretion to ter-
minate the opposition proceedings when an opponent is
unable to participate further (presumably termination of
opposition proceedings as a whole could only apply in a
case in which the affected opponent is the sole oppo-
nent). The rule might be read in the sense that if the EPO
chooses to continue the proceedings it need not seek out
any “heirs” by whom “rights” in an opposition may have
been inherited, nor need it wait on contributions from
putative “heirs” before reaching a decision. However,
the rule has consistently been interpreted to the effect
that “heirs” acquire opponent status and the proceed-
ings continue with their contributions.

Most importantly, by analogy it has been considered
that, where the original opponent is a legal person (e.g. a
company) a “universal successor” acquires opponent
status, for example in the event that the original oppo-
nent company is merged with another company: —

7349/86%°, Reasons for the Decision, Point 4: — “The
Board considers that Rule 60(2) EPC, which states that in
the event of the death of the opponent the opposition

26 Official Journal EPO, 9/1988, pages 345-347 .Decision date 29 April 1988.

proceedings may be continued by the European Patent
Office of its own motion, even without the participation
of the heirs, may be read as definitely stating that an
opposition may be transferred to a deceased opponent’s
heirs and, by analogy, to a company absorbing the
opposing company by merger or takeover.”

Beyond such transfer when the original opponent
ceases to exist (or becomes legally incapacitated?”’) there
is no hintin the EPC that other possibilities for transfer of
an opposition from one person, natural or legal, to
another are contemplated. On the other hand, there is
no suggestion that further possibilities for transfer are
excluded. As stated in T349/86, Reasons for the Deci-
sion: —

“5. ... the EPC is silent on the possibility of an opposi-
tion being transferred in other circumstances, for
example either freely or with the enterprise or part of
the enterprise on whose behalf the opposition was
instituted.

6. Since this is a purely legal question whose answer
cannot be found in an interpretation of the EPC, the
Board considers it necessary to refer the matter to the
Enlarged Board of Appeal.”

Thus, the issue of transfer of opposition, beyond the
scope of inheritance or “universal succession” (or legal
incapacity), was first considered by the Enlarged Board of
Appeal in G4/88%8 on a referral from the Board of Appeal
in case T349/86.

The question referred to Enlarged Board of Appeal
was: —

“Is an opposition instituted before the European Pat-
ent Office transferable only to the opponents heirs or can
it be transferred freely either with the opponents enter-
prise or with a part of that enterprise operating in a
technical field in which the invention to which the patent
in suit relates can be exploited?”

In G4/88 the Enlarged Board of Appeal reasoned as
follows: —

“1. Under Article 99(1) EPC any person, without
restriction, has the right to give notice of opposition to
the European patent.

2. This right available to any person, only gives rise to a
subjective right for the opponent through actual insti-
tution of the proceedings. A bundle of procedural rights
is then created in respect of the opponent because ... the
opponent becomes a party to the opposition proceed-
ings ...

3. In order to answer the question put, it is necessary
to decide whether the status of party to the opposition as
defined in this way is transmissible or assignable.

4. The transmission of the opposition to the oppo-
nent’s heirs is acknowledged implicitly in Rule 60(2) EPC
which stipulates that the opposition proceedings may be
continued even without the participation of the
deceased opponent’s heirs .... the Guidelines for Exam-
ination in the European Patent Office also allows, by

27 For example bankruptcy in the case of a company? See e.g. T693/05,
Reasons for the Decision, Point 1. Decision date 6 March 2007.
28 Official Journal EPO, 12/1989, pages 480-482. Decision date 24 April 1989.
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analogy, for the opposition to be transmitted to the
opponent’s universal successor in law.

5. The Enlarged Board considers that it falls outside the
scope of the reply to the question at issue to examine
whether an opposition could be transmitted or assigned
independently of the existence of an interest in institut-
ing the opposition, taking into account the provisions of
Article 99(1) EPC.

It only appears to be necessary to examine the situ-
ation in which the opposition has been instituted in the
interest of the opponent’s business or part of that busi-
ness. In this context the term “business” must be under-
stood in a broad sense as describing an economic activity
which is or could be carried on by the opponent and
which constitutes a specific part of his business assets.

6. The Enlarged Board considers that, in such a situ-
ation, the opposition constitutes an inseparable part of
those assets. Therefore, insofar as those assets are trans-
ferable or assignable under the applicable national laws,
the opposition which is part of them must also be
regarded as transferable or assignable in accordance
with the principle that an accessory thing when annexed
to a principal thing becomes part of the principal thing.”

The Enlarged Board determined that: —

“An opposition pending before the European Patent
Office may be transferred or assigned to a third party
as part of the opponent’s business assets together with
the assets in the interests of which the opposition was
filed.”

The Enlarged Board thus declined to address the issue
of general free (voluntary) transfer of oppositions, but
created a new “business assets transfer” possibility,
which allows limited (voluntary) transfer of an opposi-
tion. This possibility may bear some analogy to “universal
succession” but does not require that the original oppo-
nent has ceased to exist as in the case of inheritance or
“universal succession” (or has become legally incapaci-
tated). It seems that the “business assets transfer”
possibility is outside the scope of Rule 84(2) EPC2000
(= Rule 60(2) EPC 1973).

Subsequent Board of Appeal decisions have inter-
preted the G4/88 “business assets transfer” possibility
narrowly, and Boards of Appeal have declined to create
further transfer possibilities.

T9/00%° apparently indicates one restriction on “busi-
ness assets transfer”: —

T9/00, Headnote: — “... If, as in the present case, the
subject of an opposition is assigned to two different
parts of the opponent’s company, the status of oppo-
nent can pass to a third party only if both parts or the
entire company are transferred to it.”

This indicates that if the “assets in the interests of
which the opposition was filed” are relevant to different
parts of the business of the opponent company then only
if all those parts of the business — the entirety of any
business assets relevant to the opposition — are trans-
ferred to a single third party can the status of opponent

29 Official Journal EPO, 6/2002, Pages 275-292. Decision date 18 December
2001.

also be transferred, to that single third party. It is
observed that as a practical matter it could be problem-
atic to demonstrate in any circumstances that all busi-
ness assets relevant to an opposition have, without
remainder, been transferred.

A particular restriction on the G4/88 “business assets
transfer” possibility was apparently that the “assets in
the interests of which the opposition was filed” must be
vested in the original opponent, and not in some related
entity which could have filed the opposition itself. That
is, if the original opponent is a parent company but the
“assets in the interests of which the opposition was
filed” were vested in a wholly owned but legally separate
subsidiary company, the “business assets transfer” possi-
bility does not apply. The opposition cannot, in the event
of sale of the subsidiary company, be transferred from
the parent company to a new owner of the subsidiary
company.

This is illustrated for example by T711/99%%: —

T 711/99, Headnote: —

“l. The opponent does not have the right to dispose
freely of his status as a party, following the general
principle of law whereby legal actions are not transfer-
able by way of singular succession — whether for a
consideration or not — but only by way of universal
succession ... Once he has filed an opposition and met
the requirements for an admissible opposition, he is an
opponent and remains so until the end of the proceed-
ings or of his involvement in them.

Il. Opponent status may be transferred to a singular
successor when a commercial department is sold, but
this is an exception to the general principle in law
whereby an opposition is not freely disposable.

Ill. This exception should be a narrowly interpreted ...
and precludes an opponent parent company from being
recognised, in the event of the sale of a subsidiary that
has always been entitled itself to file oppositions, as
having the right to transfer its opponent status, by
analogy with an opponent who sells a commercial
department that is an inseparable part of the opposition
but is not itself entitled to file oppositions ... The notion
of legitimate interest in the proceedings, which is irrel-
evant for the admissibility of an opposition at the time of
its filing, likewise has no bearing on the opponent’s
status at any subsequent stage ...”

Perhaps the final sentence quoted above illustrates
that at some level there appears to be tension between
the idea that a possibility for transfer of an opposition
depends on transfer of business assets “in the interests
of which it was filed” and the fact that possible “inter-
ests”, if any, of the opponent are irrelevant to acquisition
of the status of opponent at the outset of an opposition
and are irrelevant to retention of opponent status there-
after®”.

30 Official Journal EPO, 11/2004, Pages 550-561. Decision date 21 October
2003.

31 It is incidentally noted that when opponent status has been acquired by
intervention under the provisions of Article 105 EPC, retention of opponent
status does not appear to depend upon continuation of or the fate of the
legal proceedings which originally justified the intervention.
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The issue of transfer of opposition was eventually
revisited by the Enlarged Board of Appeal, fifteen years
after the G4/88 decision, in response to a referral by the
Board of Appeal in case T1091/0232.

T1091/02 provides a detailed review of issues relating
to transfer of opposition, consideration of opponent,
patent proprietor and public interests, and the state of
play with regard to decisions of Boards of Appeal at the
relevant time. The Board of Appeal in the T1091/02 case
rather took the view that it would be expedient to allow
unrestricted free (voluntary) transfer of oppositions: —

T1091/02, Reasons for the decision, Point 2.5.2: —
“Contrary to the view taken by the Technical Board of
Appeal ... in ... T711/99 ... this board considers that
legal certainty and efficiency of procedure could be
enhanced if opposition status were freely transferable.
Opposition divisions and boards of appeal could then
simply rely on corresponding procedural statements of
the old and of the new opponent without any need for
further factual investigation or complex legal evalu-
ation.”

In the particular case of T1091/02 the situation was
similar to that outlined above: a wholly owned subsidiary
X of the opponent company Y was sold and it was
desired to transfer the opposition to the new owner of
the subsidiary.

T1091/02, Reasons for the decision, Point 2.4: — “...
the board takes the view that, from an overall perspec-
tive, the factual situation as alleged by the appellant is
rather similar to the situation in which decision G 4/88
accepted a transfer of opponent status. If [X] had not
been a separate legal entity, but a mere commercial
division of [Y], the sale of this division would have been
regarded as a transfer of the relevant business. The
application of the above case law appears to make the
transferability of opponent status depend on the cor-
porate structure of the opponent: if a holding company
files an opposition relating to the business of its legally
separate affiliate, sale of this affiliate will not lead to a
transfer of opponent status. If, however, a company files
an opposition relating to the business of one of its
commercial divisions, the sale of this division can give
rise to a transfer of opponent status.”

The Board also commented as follows: -

T1091/02, Reasons for the decision, Point 2.5.6: — “...
opposition proceedings before the EPO exhibit certain
peculiarities which may support the argument that the
party status of an opponent should be transterable more
flexibly than party status in most other court proceedings

... the party status of the proprietor is freely trans-
ferable. Thus, restricting the transferability of opponent
status may result in an imbalance of procedural rights of
the respective parties.

Furthermore, according to Article 99(1) EPC an
opposition can be filed by any person. There is no

32 Official Journal EPO, 1/2005, Pages 14-40. Decision date 23 July 2004.

requirement that an opponent has to show an interest,
of whatever kind, in invalidating the opposed patent ...
The EPC legislator appears to have chosen this unlimited
approach with respect to the original acquisition of
opponent status in order to safequard the public interest
in the possible control of a granted patent. It may
therefore be asked whether a similar approach is not
also appropriate in the context of the issue of “deriva-
tive” acquisition, i. e. transfer of opponent status.”

In the result, in its decision in G2/04%3, the Enlarged
Board of Appeal rejected the proposition of free (volun-
tary) transfer of oppositions, and declined to extend the
scope of the “business assets transfer” possibility: —

G2/04, Reasons for the decision: — “2.1.1 Whereas it
may be said that in G4/88 the question was left unde-
cided whether opponent status can be freely transferred
..., the Enlarged Board of Appeal took position in this
respect in G3/97 stating that the “opponent does not
have a right of disposition over his status as a party” ...
There is no reason to deviate from this position.

Whereas the EPC has made provision for the require-
ments under which the status of the applicant or propri-
etor in the proceedings before the EPO may change,
there are no corresponding provisions for the opponent.
As an exception, the situation of the heir as universal
successor is addressed in Rule 60(2) EPC. Apparently the
legislator did not want to provide for cases of transfer
apart from universal succession. No lacuna in the law has
become apparent which the jurisprudence might be
called upon to fill ...

2.2.2 In the case law of the Boards of Appeal sub-
sequent to G4/88 ... the rationale of G4/88 was not
extended to other situations. In addition to the cases of
universal succession, a transfer of the opposition was
only allowed when a relevant part of the opponent’s
business was transferred ...

The interests involved do not justify applying the
rationale of decision G4/88 mutatis mutandis to the case
of the sale of a subsidiary company in whose interest the
holding company filed the opposition.”

In conclusion: —

G2/04, Headnote: — “I.(a) The status as an opponent
cannot be freely transferred.(b) A legal person who was
a subsidiary of the opponent when the opposition was
filed and who carries on the business to which the
opposed patent relates cannot acquire the status as
opponent if all its shares are assigned to another com-
pany.

It is opined that the Enlarged Board in G2/04 may have
been rather uncomfortable with the G4/88 “business
assets transfer” possibility (" Apparently the legislator did
not want to provide for cases of transfer apart from
universal succession. No lacuna in the law has become
apparent which the jurisprudence might be called upon
to fill ...”). It would not have been surprising if the
Enlarged Board had concluded that transfer of opposi-
tion was possible only in the case of “universal succes-

33 Official Journal EPO, 11/2005, Pages 549-576. Decision date 25 May 2005.
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sion” (or legal incapacity of the original opponent) and
reversed G4/88.

Corporate Structure and Transfer of Opposition

Transfer of oppositions, and opponent appeals (transfer
of which is subject to the same criteria as transfer of
oppositions®*), has been addressed by Boards of Appeal
in a number of other cases both before and since G2/04.
As might be expected, and as exemplified by T9/00,
T711/99 and T1091/02 mentioned above, cases in which
transfer issues receive detailed consideration before
Boards of Appeal generally relate to situations which
do not readily and simply correspond to “universal
succession” or to the G4/88 "business assets transfer”
possibility®>>. Some of these cases illustrate that corpor-
ate structures, changes to those structures, and trans-
actions between corporations can be rather complex
(e.g. T298/97°°, T1178/04°’, T1421/05%).

In G2/04 the Enlarged Board recognised that different
corporate structures could have different consequences
for the transferability of oppositions. The Board indicated
that it was the responsibility of the party concerned to
choose a structure balancing the advantages and dis-
advantages of the available possibilities, recognising that
a disadvantage of some structures could be that a
transfer of an opposition may sometimes not be possible
at all (and that the party concerned cannot complain if
this proves to be the case).

In G2/04 the Enlarged Board suggested that, in the
particular circumstances concerned, a different stance
could have been taken which could have facilitated
transfer of the opposition from the parent company to
the new owner of the subsidiary: —

G2/04, Reasons for the decision, Point2.2.1:—" ... the
opponent could easily have made provision for a future
eventuality that its subsidiary should take over the
responsibility for the opposition. If the holding company
and subsidiary had filed the opposition as common
opponents, the holding company could have withdrawn
from the opposition at any time, leaving the subsidiary as
the sole opponent ....”

Joint opposition by common opponents? is of course
allowed, and some aspects of joint opposition are eluci-
dated in Enlarged Board of Appeal decision G3/99%°.
However, transfer in relation to common opponents
involved in a joint opposition appears to be uncharted
territory. It might be speculated that the heir or universal
successor of one of the common opponents (or legal

34 See e.g. 1659/92, Official Journal EPO, 8/1995, Pages 519-524. Decision
Date 24 October 1994 (,, businessassets transfer”); T6/05, Decision date 9
October 2007 (,,universal succession”).

35 See Case Law of the Boards of Appeal, 6th Edition, July 2010, 5.1 Party status
as opponent, Pages 729-736.

36 Official Journal EPO, 2/2002, Pages 83-111. Decison date 28 May 2001.

37 Decision date 27 February 2007.

38 Decision date 18 January 2011.

39 See Case Law of the Boards of Appeal, 6th Edition, July 2010, 2.1.6
Admissibility of a joint opposition — multiple opponents, Pages 769-771.

40 Official Journal EPO, 7/2002, Pages 347-363. Decision date 18 February
2002 .Referral from T272/95. G3/99 could be considered to have created the
law relating to joint opposition, so far as it stands at present.

representative in the event of incapacity) could step into
the shoes of that one common opponent, though this
seems doubtful. It seems more doubtful that a “business
assets transfer” relating to one of the common oppo-
nents could allow a third party to step into the shoes of
that one common component. It is noted that in G2/04
the Enlarged Board appears to have predicated the
possibility of transfer of the subsidiary’s “interest” in
the proposed joint opposition upon previous withdrawal
of the holding company as common opponent, so the
subsidiary becomes the sole opponent before the
transfer

The G2/04 “joint opposition” strategy may be viable
as a means for facilitating transfer of an opposition in
situations involving parent and subsidiary companies, or
companies in a group under common control, but
requires advance planning with regard to the companies
to be included in the joint opposition. Further, the
burden of proof that “universal succession” or a “busi-
ness assets transfer” has taken place still has to be met
after superfluous common opponents have been dis-
carded from the joint opposition.

In the event of any transfer of opposition by “universal
succession” and in the event of “business assets
transfer”, the transfer has to be supported by evidence
provided to the EPO. If the evidence is unsatisfactory, the
transfer fails. In some circumstances this may have no
consequences — the opposition can continue in the name
of the original opponent. In other circumstances, the
result can be termination of the proceedings. An
example of this is provided by case T675/05%" in which
an opposition appeal was filed in the name of what at
first glance appeared to be the universal successor of the
original opponent — but the “small print” can be crucial:

T675/05, Statement by the Opponent/Appellant: — “X
is the legal successor to Y as shown by the central
company register ... whereby Y was deleted from the
register and its business was merged with that of X. The
merger came into force on ... upon the deletion of Y
from the company register.

In addition, the extracts from the company reqister ...
show that Y ... was completely merged into X. Y was
deleted from the register and does not exist anymore.”

Reasons for the decision, Point 1.2: — ... In all ...
entries [in the central company register] it is indicated
that Y was transferred to X as a whole ... with however
the exception of certain assets. As such, the entry
contradicts itself in referring to the transfer as a whole
though with unspecified exceptions. The entry does not
therefore allow the conclusion that there was no doubt
that the totality of the assets of Y was transtferred.”

In the above case, the requirements for a “universal
succession” transfer of opposition was not met (nor
were the requirements for a “business assets transfer”).
In the event, the appeal was found to be inadmissible.

[t may be that “universal succession” could usually be
demonstrated from the public record (e.g. company

41 Decision date 26 June 2007.
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registers), but details of a “business assets transfer” may
not be public. As a practical matter, it could be that the
parties to the opposition transfer may not wish to reveal
the details of the commercial transaction involved, per-
haps least of all to the patent proprietor or other oppo-
nents.

Avoiding Transfer Problems?

In this context, a question to be considered is whether
there is a stance to be taken which could meet the needs
of changing business circumstances, changing corporate
structures and transactions between companies, miti-
gate potential problems regarding disclosure of business
information, and minimize the possibility that a desired
transfer of opponent status may fail.

This of course suggests the adoption of a configura-
tion which offers the prospect of avoiding the need for
any transfer of opposition during the course of opposi-
tion and appeal proceedings.

This could be achieved by the use of a separate
“opponent” company — a private limited company —
the sole purpose of which is to act as opponent in one or
perhaps in a number of related oppositions, with no
other business.

In case of need, for example changing business cir-
cumstances such as sale of the “principal” or “sponsor”
undertaking behind the private company, or sale of the
relevant business division or subsidiary of the “sponsor”
undertaking, ownership and control of the private com-

pany could be transferred to a new “sponsor”. This
transfer would be a matter internal to the private com-
pany. The opponent party — the private company —would
remain the same. There would be no need to provide the
EPO with evidence of any “universal succession” or
“business assets transfer”. This relieves the EPO of the
need for factual investigation or legal evaluation relating
to succession or transfer of assets. It also mitigates the
possibility of unanticipated problems (e.g. as in T675/05
above). On conclusion of the opposition proceedings,
the private company could simply be wound up.

It may be possible for the private company to accom-
modate, perhaps through appropriate shareholdings, a
number of parties who might otherwise file a joint
opposition. Changes to the participants in the opposition
would be a matter internal to the private company. This
would avoid additional overhead, for the participants
and for the EPO, associated with supplying and regis-
tering information about any changes to the participants
in the opposition.

Thus, by adopting an appropriate structure, following
the general suggestion in G2/04, potential problems
relating to transfer of opposition could be avoided -
even if transfer of opponent status were to be more
restricted in the future.

The link between the private company and its “spon-
sor(s)” could be transparent or opaque. If the private
company is not overtly linked to its “sponsor(s)” it could
also serve as a “straw man"”.

UNION ExCo position paper —
Principle of Prohibition of Double Patenting
before the European Patent Office

l. Introduction

UNION is an Association of practitioners in the field of
Intellectual Property, that is of individuals whose princi-
pal professional occupation is concerned with Patents,
Trade Marks or Designs and related questions and who
carry on their profession independantly or as employees.
UNION is a private, free,international Association which
is not dependent on any National or International Auth-
ority: it approves its own members, in accordance with
its Statutes, in total independence, and likewise decides
on its own activities and its own budget. It aims on the
one hand to work continuously on current developments
in Intellectual Property in Europe, especially by making
early submissions during the preparation of proposed
laws and treaties with the intention of influencing them;
and on the other hand to devote itself to the improve-

ment of professional and personal understanding
between European Practitioners in the Intellectual Prop-
erty field in different countries and different branches of
the profession.

In the years after its foundation in 1961, UNION was
one of the organisations which participated most
actively in the preparations for the European Patent
System. Since that time it has continuously pursued its
activities in the Patent field, particularly in arranging
Round-Table discussions on current Patent problems. It
has contributed prominently to the debate on the
application of the Patent System to Biotechnological
Inventions. In addition it has dedicated its activities to
other areas of Intellectual Property in Europe, especially
the harmonisation of Trade Mark and Design Laws as
well as the Community Trade Mark and Community
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Design. It has taken the initiative in bringing forward
discussions of the existing and newly created Utility
Model or Short Term Patent Laws in numerous European
countries and raising the question whether these laws
should be harmonised or whether a European Utility
Model should be created.

UNION maintains close contacts with International
Authorities such as WIPO (The World Industrial Property
Organisation) and the Commission of the European
Union, and it is invited to their consultations and dis-
cussions. It participates regularly as a non-governmental
organisation with observer status at International Con-
ferences.

Il. The legal context

European patent practitioners have been recently con-
fronted with the discussion of double patenting, i.e.
claiming for two patents for the same invention with
identical priority date and in the name of one single
applicant. This situation typically arises in the context of
divisional applications which generally have the same
priority date as their parent. In other events, the issue of
double patenting may arise if an application claims
priority of a European application which has already
led to a granted patent. This is not exceptional as the
European Patent Convention (EPC) — in contrast to e.g.
the German Patent Act — does not provide for a domestic
priority wherein the priority application automatically is
deemed to be withdrawn.

The Guidelines for Examination in the European Patent
Office valid until June 2012 contain two passages relat-
ing to double patenting which take account of the
decisions G 1/05 and G 1/06 of the Enlarged Board of
Appeal (EBA). In these decisions the EBA confirmed the
principle that an applicant in possession of a patent is not
entitled to a grant of a further patent for the same
subject-matter. The EBA reasoned that “an applicant has
no legitimate interest in proceedings leading to the grant
of a second patent for the same subject-matter if he
already possesses a granted patent therefor”. However
the Guidelines are not legally binding and since the EPC
itself does not provide for a clear legal basis for the
prohibition of double patenting, it has been up to the
Boards of Appeal to find some general principles for
dealing with applications which have been refused by
the Examining Division on the basis of a double patent-
ing objection.

The Boards of Appeal have been for the first time
confronted with the question of double patenting in the
past decade. T 587/98 issued on November 20, 2002
discussed the problem arising from a divisional applica-
tion having wider claims than the main claim of its
granted parent. The Board concluded that it was a well
acknowledged principle in the contracting states that
double patenting was not allowable. Referring to Article
125 EPC which deals with general principles in the
contracting states, the Board refused the divisional
application. Although Article 125 EPC appeared not to
be directly applicable since it aims at applying principles

of procedural law generally recognized in the Contract-
ing States in the absence of corresponding provisions in
the EPC, the Board concluded that double patenting also
comprises procedural aspects.

T 307/03 issued on July 3, 2007 did not follow the
interpretation of Article 125 EPC in T 587/98 but led to
further uncertainty about the prohibition of double pro-
tection under the EPC. Similar to T 587/98, T 307/03 had
to decide on a divisional application wherein its parent
application has been already granted. In this case the
divisional has been refused on the basis of Article 60(1)
EPC which reads “The right to a European patent shall
belong to the inventor or its successor in title”. The Board
deduced “... that under the EPC the principle of prohib-
ition of double patenting applies and that the inventor
(or its successor in title) has a right to the grant of one
and only one patent from the European Patent Office for
a particular invention as defined in a particular claim.”

T 307/03 gave two different definitions of double
patenting. Under point 2.3 of the reasons the Board
mentioned “... two or more identical patents with the
same claims and the same priority dates ...”

In reasons 2.1 it has been found that “... the European
Patent Office is entitled to refuse to grant a further
patent to the inventor (or his successor in title) for the
subject-matter for which he has already been granted a
patent.” This definition has been strongly criticized
because it contains cases wherein the application under
decision contains any part of the subject matter of the
granted patent.

Both decisions, T 587/98 and T 307/03, decided that
double patenting should be prohibited in the case of two
main claims having essentially the same subject matter.
However, after T 307/03 it has been unclear whether
other constellations may lead to a refusal of one applica-
tion. Based on the definition of double patenting given in
reasons 2.1 of T 307/03 it appeared that a refusal may
also be rectified, for example in a parent-divisional com-
bination, if
a. the main claim of the divisional is fully encompassed

by the claim of the parent and vice versa
or
b. the claims of the divisional and the parent partially

overlap.
In an obiter dictum the decisions G 1/05 and G 1/06 of
the Enlarged Board of Appeal argued that the absence of
a legitimate interest gives a reason for the prohibition of
double patenting. Referring to these decisions, T
1423/07 shows that the case law departs from the
conclusions of T 307/03.

T 1423/07 had not to deal with a divisional-parent
constellation but had to decide whether a refusal on the
basis of a double patenting objection has been rectified if
the application under appeal claims priority of a Euro-
pean patent application which already led to a European
patent. In particular, the Examining Division refused the
application under Appeal since according to the Guide-
lines of Examination two European patents in the name
of the same applicant must not contain claims of ident-
ical scope.
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The Board concluded that the passage in the Guide-
lines upon which the refusal has been based makes
reference to Article 125 EPC and thus the question to be
answered is whether a European application may be
refused for double patenting on the basis of that provi-
sion. From the wording of Article 125 EPC the Board
evaluates that the following criteria must be met to
rectify a refusal:

a. it must be a matter of procedural law;

b. the principles of general law invoked must be gen-
erally recognized in the Contracting States;

¢. there must be an absence of procedural provisions in
the EPC.

Referring to above mentioned T 587/98 the Board con-
cluded that double patenting comprises procedural
aspects and thus criterion (a) has been met.

As to criterion (b) the Board considered national pro-
visions concerning double patenting and summarized
that there is a general principle of law generally recog-
nized in the Contracting States for a prohibition of
double patenting in existence of a granted national
patent and a granted European Patent. However, this
does not provide a basis for refusing a European applica-
tion in the pre-grant stage.

In the present case, the application under Appeal
claims priority from a European patent. According to
Article 63(1) EPC “the term of the European patent shall
be 20 years from the date of filing the application”.
Because the 20-year term is calculated from the filing
date instead of the priority date, the applicant has a
legitimate interest in the grant of the later application.
Consequently, the Board concludes that the German
case law and its application via Article 125 EPC is not
relevant.

Since criterion (b) is not met, the Board came to the
conclusion that Article 125 EPC is not applicable for
refusing a European application for the reason of double
patenting.

T 1423/07 concluded that the EPC does not provide a
basis for a double patenting objection and a pre-grant
refusal of an application in this context. Moreover, it can
be gathered from the decision that double patenting can
arise only if the subject matter of the main claim of the
application under examination and main claim of the
granted patent is essentially identical.

Although T 1423/07 clarified the definition of double
patenting and in particular refrained from the broad
definition given in T 307/03, its conclusions have been
applicable only in the case of an application claiming
priority from an earlier granted European patent.
Explicitly, the Board in T 1423/07 stated that a referral
of the case to the Enlarged Board of Appeal is not
necessary since the present case does not deal with a
divisional-parent constellation as the decisions G 1/05
and G 1/06 do and thus is not in contradiction with
these.

lll. Position of UNION

UNION acknowledges that a fair patent system has to
balance the interest of the public in legal security and the
interest of the applicant in adequate protection for an
invention.

The EPC was not drafted to prohibit double patenting.
Art. 139 EPC concerns the post grant relationship of
European patents and national patents. Art. 54(3) EPC
prevents patents with the same protection, by different
applicants. Consequently, the drafters were aware of the
double patenting problem, but apparently choose not to
include any regulations in the EPC. Moreover, the com-
parison of the claims to establish double patenting
involves a determination of the scope of said claims if
an overlap is considered as double patenting. The deter-
mination of the scope of a claim, however, should be left
to national courts.

Therefore, it is the position of UNION to restrict the
prohibition of double patenting on the basis of a lack of
legitimate interest to clear cases when a pending
application and a granted patent of the same effective
date both filed by the same applicant claim the identical
subject matter.

Consequently, the principle of prohibition of double
patenting should not be applied, if the subject matter of
the claims of the pending application and the granted
patent differ such that the claims confer a different
scope of protection. Examples of such allowable con-
stellations:

— The claims of a divisional application are directed to
the general teaching that completely encompass the
claims of the granted parent patent directed to a
preferred embodiment, i.e. claim 1 of the divisional
application for example recites fixation means and
claim 1 of the granted parent patent recites a screw
instead.

— The claims of a divisional application and the claims of
a granted parent patent confer a partially overlapping
scope, i.e. claim 1 of the divisional application and
claim 1 of the granted parent patent are the same
except e.g. for the nail claimed in the divisional
application and the screw claimed in the granted
parent patent.

The amended Guidelines for Examination in the Euro-

pean Patent Office effective as of June 2012 do not

clearly enough restrict the prohibition of double patent-
ing to identical claims.

While the amended Guidelines appear to exclude the
above exemplified constellations from the prohibition of
double patenting, the Guidelines also require the claims
to be quite distinct to not apply the principle of prohib-
ition of double patenting. This formulation introduces an
unnecessary ambiguity that should be avoided by the
deletion of the word “quite”.

It is the position of UNION that the identical double
patenting regime should be applied to the pre-grant
stage and the rare cases of amendments in an opposition
or limitation proceedings leading to two identical pat-
ents. As in the pre-grant stage, any differences between
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the claims of the opposed patent and the claims the
further granted patent of the same applicant that result
in a different scope of protection establish a legitimate
interest to obtain two patents and should not be
objected.

It is the position of UNION that the identical double
patenting regime before the EPO should not affect
national law. Another interpretation of the principle of
the prohibition of double patenting should be possible
that goes beyond the exclusion of identical claims for
example in cases of a minor difference of the scope of
protection of two European patents. As the double
patenting regime is restricted to two European patents,
the co-existence of a national patent and a European
patent which is allowed in some member states such as
Austria, Denmark and Finland is likewise not affected.

In conclusion, the restriction of the prohibition of
double patenting to crystal clear cases of claimed ident-
ical subject matter is believed to be a good and fair

balance between the patentee’s interest in adequate
protection for an invention and the public interest in
legal security:

The patentee is given a maximum degree of freedom
to change the claims and to establish a legitimate inter-
est because any minor difference in the scope is sufficient
to overcome a double patenting objection. Legal security
for the public is obtained because the examination of
double patenting does not involve an assessment of the
scope of a claim but is confined to a comparison of the
subject matter of the claims of the pending application
and the granted patent, respectively the subject matter
of the claims of the granted patents which is similar to a
novelty examination.

On Behalf of the UNION ExCo

The Patents Commission of UNION
The President

J. Kilchert
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Disziplinarorgane und Ausschiisse
Disciplinary bodies and Committees - Organes de discipline et Commissions

AL
AT
BE
BG
CH
cYy
cz
DE
DK
EE
ES
FI
FR

Disziplinarrat (epi)

Melina Nika

Wolfgang Poth®°°
Thierry Debled

Vesel Pendichev
Raymond Reuteler
Vasiliki A. Rousounidou
Michael Fischer
Werner Froéhling®
Susanne Hgiberg

Sirje Kahu

Inigo Elosegui de la Pena
Christian Westerholm
Bernard Rougemont

Disciplinary Committee (epi)

GB
GR
HR
HU
IE
IS
IT

LI
LT
LU
LV
MC
MK

John Gray
Athanasios Tsimikalis
Dina Korper Zemva
Jozsef Marko
Shane Smyth

Arni Vilhjalmsson**
Bruno Muraca

Paul Rosenich*
Vitalija Banaitiene
Pierre Kihn

lleana Florea

Eric Augarde
Blagica Veskovska

Commission de Discipline (epi)

MT
NL
NO
PL
PT
RO
RS
SE
SI
SK
SM
TR

Antoine Camilleri
Arjen Hooiveld

Elin Anderson

Alicja Rogozinska
Antonio J. Dias Machado
Calin Pop

Dejan Bogdanovic
Lennart Karlstréom
Janez Kraljic

Tomas Hérmann
Giampaolo Agazzani
Tuna Yurtseven

Disziplinarausschuss (EPA/epi)

Disciplinary Board (EPO/epi)

Conseil de discipline (OEB/epi)

Disziplinarangelegenheiten (EPA/epi)

Board of Appeal (EPO/epi)

en matiére disciplinaire (OEB/epi)

epi-Mitglieder epi Members Membres de I'epi
BE - Georges Leherte DE - Walter Dabringhaus FR — Bruno Quantin
GB - James Boff
Beschwerdekammer in Disciplinary Chambre de recours

epi-Mitglieder epi Members Membres de I'epi
DE - Nanno Lenz ES - Pedro Sugrafes Moliné GB - Terry Johnson
DK - Ejvind Christiansen FR - Pierre Gendraud NL - Bart van Wezenbeek
GB - Huw George Hallybone
Ausschuss fiir epi-Finanzen epi-Finances Committee Commission des Finances de I'epi
CH - André jr. Braun GB - Timothy Powell** LU - Jean Beissel
DE - Michael Maikowski* IT - Salvatore Bordonaro PL - Ewa Malewska
FR - Jean-Loup Laget LT - Marius Jason SE - Klas Norin
Geschaftsordnungsausschuss By-laws Committee Commission du Réglement intérieur
BE - Jasmin Jantschy* DE - Dieter Speiser** GB - Terry Johnson
FR - Pascal Moutard

AT
BE
BG
CH
Ccz
DE
DK
EE
ES
FI

AT
CH
cz
DE
DK
EE

ES

Ausschuss fiir Standesregeln
Ordentliche Mitglieder

Friedrich Schweinzer
Philippe Overath

Neyko Neykov

Regula Ruedi

Dobroslav Musil

Holger Geitz

Leif Roerboel

Raivo Koitel

Juan Antonio Morgades
Juhani Kupiainen

Stellvertreter

Eberhard Piso
Paul Georg Maué
Vitezslav Zak
Rainer Kasseckert
Anne Schouboe
Jirgen Toome
Anna Barlocci

Professional Conduct Committee

FR
GB
HR
HU
IE
IS
T
LT
LU
LV

Fl
FR
GB
HR
IE
IS
IT

Full Members

Jean-Robert Callon de Lamarck
Timothy Powell*
Aleksandar Bijelic

Mihaly Lantos

Michael Lucey

Thorlakur Jonsson

Paolo Gerli

Virgina Draugeliene

Henri Kihn

Sandra Kumaceva

Substitutes

Jonna Sahlin
Philippe Conan
Simon Wright
Albina Dlacic
Brian O'Neill
Einar Friddriksson
Andrea Marietti

NL
NO
PL
PT

SE
SI
SK
SM
TR

LT
LU
NL
NO
PL
RO
SE
SI

Conduite professionnelle

Commission de

Membres titulaires

Hans Bottema

Per Fluge

Ludwik Hudy

César de Bessa Monteiro
Lucian Enescu

Ronny Janson

Jure Marn

Dagmar Cechvalova
Giuseppe Masciopinto
Kazim Dundar

Suppléants

Vitalija Banaitiene
Romain Lambert

John Peters

Lorentz Selmer
Miroslaw Klar

Gheorghe Bucsa

Stina Sjogren Paulsson
Marjanca Golmajer Zima

*Chair/**Secretary

°Vice-Chair/°°Vice-Secretary
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Ausschuss fiir European Patent Practice Commission pour la
Europaische Patent-Praxis Committee Pratique du brevet européen
AL - Vladimir Nika FR — Jacques Bauvir MC - Michael Fleuchaus
AT — Werner Kovac FR - Jean-Robert Callon de Lamarckk MC — Gulnther Schmalz
AT — Andreas Vogele GB - Jim Boff NL — Arnt Aalbers
BE — Ludivine Coulon GB - Chris Mercer® NL — Ruurd Jorritsma
BE - Francis Leyder* GR - Manolis Samuelides® NO — André Berg
BG - Ivanka Pakidanska HR — Tomislav Hadzija NO - Kristine Rekdal
BG - Violeta Shentova HR - Gordana Turkalj PL - Katarzyna Lewicka
CH - ErnstIrniger HU - Zsolt Lengyel PL - Ewa Malewska
CH - Paul Georg Maué HU — Zsolt Szentpéteri PT — Pedro Alves Moreira
CY - Christos A. Theodoulou I[E - Olivia Catesby PT — Fernando Ferreira Magno
CZ - Ivana Jirotkova [E - Denis McCarthy RO - Daniella Nicolaescu
CZ - lJiri Malusek IS — Einar Fridriksson** RO - Doina Tuluca
DE - Ingo Heinzelmann IS - Ragnheidur Sigurdardottir SE - Carl Carlsson
DE - Heike Vogelsang-Wenke IT - Francesco Macchetta SE - Anita Skeppstedt
DK - Eva Carlsson IT - Micaela Modiano SI - — Bojan Ivancic
DK — Soeren Pedersen LI - Christoph Gyaja SK - Marta Majlingova
EE - Jaak Ostrat LI — Roland Wildi SK— Robert Porubcan
EE - Margus Sarap LT - Ausra Pakeniene SM —  Antonio Maroscia
ES - Enrique Armijo LT - Jurga Petniunaite SM - Andrea Perronace
ES - Luis-Alfonso Duran Moya LU - Sigmar Lampe® TR - Hulya Cayli
FI - Marjut Honkasalo® LU - Philippe Ocvirk** TR - Aydin Deris
FI. - Arja Weckman LV - Jevgenijs Fortuna
LV - Alexander Smirnov
Ausschuss fir Professional Qualification Commission de Qualification
berufliche Qualifikation (PQC) Committee (PQC) Professionnelle (PQC)
Ordentliche Mitglieder Full Members Membres titulaires
AL - Eno Dodbiba FI. - Tomi Konkonen MK - Valentin Pepeljugoski
AT — Friedrich Schweinzer** FR - Francis Fernandez NL — Freek Smit
BE — Nele D'Halleweyn GB - Jon Gowshall NO - Per Berg
BG - Radislava Kosseva HR — Tomislav Pejcinovic PL - Piotr Malcherek
CH - Wolfgang Bernhardt HU - Doéra Tepfenhart PT — Isabel Franco
CY — Christos A. Theodoulou [E - Conor Boyce RO — Cosmina-Catrinel Fierascu
CZ - lJiri Andera IS = Sigurdur Ingvarsson SE - Martin Holmberg
DE - Felix Letzelter IT - Paolo Rambelli* SI' — Antonija Flak
DK - Pia Stahr LI — Susanne Kaminski SK - Josef Kertész
EE - Toénu Nelsas LT - Otilija Klimaitiene SM — Davide Petraz
ES - Francisco Saez Granero LU - Didier Lecomte TR — Alev Yavuzcan
LV - Edvards Lavrinovics
Stellvertreter Substitutes Suppléants
AT — Herwig Margotti FR — Jérdme Collin NL — Bart van Wezenbeek
BE - Bart Van Den Hazel GB - Gary Whiting NO - Eirik Rehmen
BG - Vesel Pendichev HU - Imre Ravadits PL - Adam Pawlowski
CH - Michael Liebetanz [E - Sean Harte PT - José de Sampaio
CZ - lIrena Langrova IS - Gunnar Hardarson RO - Mihaela Teodorescu
DE - Gabriele Ahrens IT - |Isabella Ferri SE - Christer Jonsson
DK - Bo Hammer Jensen LI - Anke Allwardt SI - Zlata Ros
ES - Ismaellgartua LT - Aurelija Sidlauskiene SM - Andrea Perronace
FI  — Terhi Nykanen LU - Mathis Brick TR - Ayse Unal Ersénmez
LV - Valentina Sergejeva
Examination Board Members on behalf of epi
DE - Martina Winter FR — Marc Névant NL - Martin Hatzmann
GB - lan Harris

*Chair/**Secretary

°Vice-Chair/°°Vice-Secretary
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Ausschuss fiir

biotechnologische Erfindungen
AL - Diana Sinojmeri
AT — Albin Schwarz
BE - Ann De Clercg*
BG - Stanislava Stefanova
CH - Dieter Wachter
CZ - Roman Hak
DE — GuUnter Keller
DK — Anne Schouboe
ES
FI - Sisko Knuth-Lehtola
FR Anne Desaix

Francisco Bernardo Noriega

Committee on
Biotechnological inventions
GB - Simon Wright**
HR — Tihomir Dragun
HU - Arpad Petho

IE - Anna-Louise Hally

IS = Thorlakur Jonsson

IT - Olga Capasso

LI — Burkhard Bogensberger
LT - Liudmila Gerasimovic
LU - Pierre Kihn

LV - Valentina Sergejeva

NL - Bart Swinkels

Commission pour les
Inventions en biotechnologie

NO - Liv Thoresen

PL - Jadwiga Sitkowska
PT - Alberto Canelas
RO - Cristina Popa

RS - Zeljka Brkic

SE - Niklas Mattsson
SI' — Mojca Bencina
SK - Katarina Makel'ova
SM - Maria Primiceri

TR — Ayse lldes Erdem

Ausschuss fiir EPA-Finanzen
Ordentliche Mitglieder

DE - Walter Dabringhaus

Stellvertreter

IT - Alessandra Longoni

Committee on EPO Finances
Full Members

FR - Pierre Gendraud
GB - Jim Boff*

Substitutes

NL - Erik Bartelds

Commission des Finances de I'OEB
Membres titulaires

[E - Lindsay Casey
Suppléants
PL - Ewa Malewska

Harmonisierungsausschuss
Ordentliche Mitglieder

BE - Francis Leyder**
CH Axel Braun

Stellvertreter

BG Natasha Andreeva
FI. - Veli-Matti Karkkainen

Harmonization Committee
Full Members

DE - Lothar Steiling

FR — Philippe Conan
IT - Filippo Santi
Substitutes
IT - Stefano Giberti
LI — Anke Allwardt
LT - Gediminas Pranevicius

Committee d'Harmonisation
Membres titulaires

GB - John D. Brown*

SE - Nils Ekstrom

Suppléants
PL - Marek Besler
SM - Paolo Ferriero

Ausschuss fiir Streitregelung
Ordentliche Mitglieder

AT — Werner Kovac

BE - Pieter Vandersteen
BG - Ivanka Pakidanska
CH - Peter Thomsen**

CY - Christos A. Theodoulou
CZ - Michal Guttmann

DE - Matthias Wagner

DK - Nicolai Kanved

EE - Mart Koppel

ES - Enrique Armijo

FI - Kirsikka Etuaho

FR - Axel Casalonga*

Stellvertreter

AT - Harald Nemec
CZ - Eva Halaxova
DE - Gabriele Mohsler
DK - Ejvind Christiansen

ES - Inigo Elosegui
FI. - Arja Weckman
FR - Pierre Gendraud

Litigation Committee
Full Members

GB - Edward Lyndon-Stanford
HR — Miladen Vukmir

HU - Ferenc Torok®

[E - Stephen Murnaghan

IS - Gunnar Hardarson

IT - Giuseppe Colucci

LI - Bernd-Gilnther Harmann

LT - Vilija Viesunaite
LU - Mathis Brlick
LV - Voldemars Osmans

Substitutes

GB — Terry Johnson
HR — Sanja Vukina

[E - Triona Walshe

IS — Einar Fridriksson

IT - Antonella De Gregori
LI — Roland Wildi

LT - Ausra Pakeniene

LU - Valérie Mellet

La Commission procédure judiciaire

Membres titulaires

MC - GUnther Schmalz

NL Leonardus Steenbeek
NO - Haakon Thue Lie

PL — Lech Bury

PT — Nuno Cruz

RO - lleana Florea
SE - Stina Sjogren Paulsson
SI' = Nina Drnovsek

SK = Vladimir Neuschl
SM — Gian Giuseppe Masciopinto
TR - Aydin Deris

Suppléants

NL - Paul Clarkson
NO — Kari Simonsen
PL - Anna Korbela

RO - Dan Puscasu
SE - Lars Estreen
SK - Katarina Bad'urova
TR - Serra Coral

*Chair/**Secretary

°Vice-Chair/°°Vice-Secretary
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Redaktionsausschuss Editorial Committee Commission de Rédaction
AT — Walter Holzer DE - Albert Wiedemann GB - Terry Johnson
FR — Thierry Schuffenecker
Ausschuss fiir Online Commission pour les
Online-Kommunikation (0CC) Communications Committee (0CC) Communications en Ligne (0OCC)

DE - Ludger Eckey FR — Catherine Ménes IT - Luciano Bosotti
DK - Peter Indahl GB - John Gray NL - Johan van der Veer
FI. - Antero Virkkala* I[E - David Brophy** RO - Doina Greavu

Ausschuss fiir Patentdokumentation
Ordentliche Mitglieder

Patent Documentation Committee
Full Members

AT - Birgitta Gassner DK — Peter Indahl*/**
FI - Tord Langenskiold
Stellvertreter Substitutes
FR - Jean-Robert Callon de Lamarck| GB - John Gray
IT - Alessandro Guerci

Commission documentation brevets
Membres titulaires

‘ I[E — Brian O'Neill

Suppléants

‘ NL — Bartvan Wezenbeek

Interne Rechnungspriifer
Ordentliche Mitglieder

Internal Auditors
Full Members

Commissaires aux Comptes internes
Membres titulaires

CH - Hansjorg Kley \ FR - Philippe Conan
Stellvertreter Substitutes Suppléants
DE - Thomas Zinke ‘ LI — Bernd-GUnther Harmann
Wabhlausschuss Electoral Committee Commission pour les élections
CH — Heinz Breiter CH — Markus Muller* IS — Arni Vilhjadimsson

Standiger Beratender
Ausschuss beim EPA (SACEPO)

epi-Delegierte

Standing Advisory Committee
before the EPO (SACEPO)

epi Delegates

Comité consultatif permanent
auprés de I'OEB (SACEPO)

Délégués de I'epi

BE - Francis Leyder GB - Jim Boff LU - Sigmar Lampe
DE - Gabriele LeiBler-Gerstl GB - Chris Mercer NL — Antonius Tangena
FI - Antero Virkkala GB - Simon Wright RO - Mihaela Teodorescu
IT - Luciano Bosotti
SACEPO - SACEPO - SACEPO -
Arbeitsgruppe Regeln Working Party Rules Groupe de travail Regles
BE - Francis Leyder ‘ GB - Chris Mercer

‘ LU - Sigmar Lampe

SACEPO -
Arbeitsgruppe Richtlinien

DE — Gabriele LeiBler-Gerstl

SACEPO -
Working Party Guidelines

‘ DK — Anette Hegner

SACEPO —
Groupe de travail Directives

‘ GR — Manolis Samuelides

*Chair/**Secretary
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e-mail: info@epas-patent.de  e-malil: epas@prof.it

Patent Attorney SPAIN

UNGRIA Patentes y Marcas S.A., a leading Spanish IP firm,
is looking to recruit a qualified patent attorney for its
headquarters in Madrid with patent division responsibility.
You are a European Patent Attorney or you have passed at
least three parts of the EQE, some years of experience in IP
prosecution and a high level of English and a medium/high
level of Spanish, both oral and written.
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e optimization of current processes
e cost-oriented thinking
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unserem vielféltigen, stetig wachsenden Mandantenstamm zéhlen mittelstdndische Unternehmen ebenso wie
international renommierte Konzerne.

Wir suchen zum ndchstmdglichen Zeitpunkt
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Biotechnologie als
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Patent- und Rechtsanwaltskanzlei KRAUS & WEISERT, Thomas-Wimmer-Ring 15, 80539 Minchen,
B +49(0)89 290600, £ +49(0)89 29060-111, E-Mail: office@kraus-weisert.de, Internet: www.kraus-weisert.de

So erreichen Sie die Anzeigenabteilung:

Wolters Kluwer Deutschland GmbH
Luxemburger Str. 449, 50939 Koln
Tel.: 02 21 /9 43 73-78 36
Fax:0221/94373-178 36

E-Mail: anzeigen@wolterskluwer.de
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Entwicklung im PCT und die Bedeutung
des Euro-PCT-Verfahrens schreiten weiter
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die Rechtsgrundsatze, die die Beschwerde-
kammern, insbesondere die Grof3e Be-
schwerdekammer, in ihren Entscheidungen
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Heymanns Taschenkommentare

Online im Shop bestellen:
www.carl-heymanns.de
Gebiihrenfreie Bestellhotline:
0800 7763665

Im Buchhandel erhaltlich.

Heymanns




Innovative Lésungen fir eine sichere Zukunft zu
entwickeln - das ist unsere Motivation seit 1852.
Wir sind ein international tatiges und traditio-
nell weltoffenes Familienunternehmen mit tGber
10.000 Beschaftigten in 32 Landern. Als weltwei-
ter Markt- und Innovationsfuhrer bei der Herstel-
lung und Bearbeitung von Banknoten vertrauen
uns Uber 80 Staaten. Rund um den Globus wird
mit unseren mobilen Sicherheitslésungen bezahlt
und telefoniert. Unsere Ausweissysteme sorgen
an jedem Ort der Welt fir eine sichere Identifi-
kation.

Unsere Forschung und Entwicklung wird durch
eine aktive internationale Patent- und Lizenzstra-
tegie begleitet. Wir suchen daher fir unsere Zen-
trale Patentabteilung eine/n

Patentreferentin/en

Zu lhren Hauptaufgaben gehoren:

e das gesamte Spektrum der patentrechtlichen
Tatigkeiten, von der Prifung von Erfindungs-
meldungen, der Ausarbeitung und Verfolgung
von Schutzrechtsanmeldungen und Einspri-
chen, bis zur Verteidigung und Durchsetzung
eigener Schutzrechte einschlieBlich der eigen-
verantwortlichen Vertretung vor den Patent-
amtern

e Zusammenarbeit mit unseren auslandischen
Korrespondenzanwalten

e Unterstltzen und Beraten unserer Entwicklungs-
bereiche im In- und Ausland

¢ Uberwachen, Auswerten und Begutachten von
Fremdschutzrechten

¢ Management des Patentportfolios

e Betreuen und Schulen von Erfindern

Als Absolvent/in eines Hochschulstudiums in ei-
nem der Fachgebiete Physik, Elektrotechnik oder
Informatik haben Sie bereits Berufserfahrung in
der Patentabteilung eines Industriebetriebes oder
einer Patentanwaltskanzlei gesammelt. Idealer-
weise haben Sie die deutsche Patentanwaltspri-
fung oder die europaische Eignungsprifung ab-
gelegt.

Referenzcode: C-TP1

Wir freuen uns auf Ihre Online-Bewerbung unter
www.gi-de.com/karriere.

() Giesecke & Devrient

Giesecke & Devrient GmbH -
PrinzregentenstraBBe 159 - 81677 Minchen

Konzentrierte und
workflow-orientierte
Informationen

pCT-Tabellen
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&\ Carl Heymanns Verlag

Bozic/Duwel/Gabriel/ Teufel

EPU- und PCT-Tabellen
Workflow-orientierte Verfahrenshandlungen
2012, 182 Seiten, kartoniert,

€58,-

ISBN 978-3-452-27682-7

Orientiert am Workflow des Verfahrens sind fir typische
Praxisfalle und wichtige Spezialfalle die Rechtsnormen

in Rechtsketten zusammengestellt. Zwei Haupttabel-

len decken das EPU 2000 und den PCT ab. Unterkapitel
behandeln besondere Rechtsfragen, wie Prioritat, Fristen
und Teilanmeldungen. Weiterhin erlauben die aufgefiihr-
ten Rechtsketten einen schnellen Zugriff auf Hinweise zur
Mangelbeseitigung.

Online im Shop bestellen: www.carl-heymanns.de
Geblhrenfreie Bestellhotline: 0800 7763665
Im Buchhandel erhaltlich.
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So meistern Sie Patentverletzungen

Das bewahrte Praxishandbuch in Neuauflage.

JSLREIR Flandbuch der Parenwenenng b, hflage

Heymanns

Die Neuauflage des bewdhrten Standard-
werks zu materiellen und verfahrensrecht-
lichen Fragen rund um die Patentverletzung
enthalt in gewohnt praxisorientierter Art:

m alle wesentlichen Phasen des Verfahrens
auf der Grundlage der Rechtsprechung
des BGH und der Instanzgerichte;

m Ermittlung und Uberpriifung des
Verletzungstatbestandes;

m das auf3ergerichtliche Abmahnverfahren;

m das gerichtliche Streitverfahren;

m Darstellung des Zwangsvollstreckungs-
rechts;

m zahlreiche Beispielfalle und Muster zu
Sach- und Verfahrensantragen

Carl Heymanns Verlag

In die 6. Auflage wurden zahlreiche unver-
offentlichte Entscheidungen eingearbeitet,
Praxistipps und strategische Hinweise
erweitert.

Auch in dieser Auflage stehen Formulie-
rungsmuster (Beweisanordnungen), Muster-
antrage und Check-Listen fur Klager und
Beklagte zum Download zur Verfiigung.

Wolters Kluwer Deutschland GmbH « Postfach 2352 « 56513 Neuwied
Telefon 026318012222 + Fax 026318012223 + info@wolterskluwer.de « www.wolterskluwer.de
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& www.jurion.de

m kostenloser Online-Zugriff
m durchsuchbar wie eine Datenbank
m verlinkt mit Normen und Entscheidungen

Kihnen

Handbuch der Patentverletzung
6. Auflage 2013, 816 Seiten,
gebunden,

€178~

ISBN 978-3-452-27834-0

Online im Shop bestellen:
www.carl-heymanns.de
Gebiihrenfreie Bestellhotline:
0800 7763665

Im Buchhandel erhaltlich.
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The German patent infringement system
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German patent litigation courts are
constantly enjoying an increase in popularity
on international level. Swift decisions with
foreseeable results at reasonable costs are
essential reasons for their success.

The book “Patent Litigation Proceedings in
Germany” is an English translation of
Honorable Judge Kiihnen's book ,Handbuch
der Patentverletzung" containing a detailed
discussion on the German case law in patent
litigation matters. The German version of his
book on Patent Litigation Proceedings is one
of the most excellent sources for German
practitioners in case of legal questions.

Honorable Judge Kiihnen is one of the most
prominent patent litigation judges in
Germany and in Europe. In Europe, most
patent infringement actions are filed with the
District Court in Disseldorf, a major part of
these cases are appealed to Upper Regional
Court in Dusseldorf where Honorable Judge
Kihnen is the Presiding Judge of the Patent
Senate.

Frank Peterreins is the Managing Principal of
Fish & Richardson's Munich office. He is
qualified in Germany as an attorney-at-law
and a patent attorney and is also a European
patent attorney, and has a wide-ranging
litigation practice.

Wolters Kluwer Deutschland GmbH « Postfach 2352 « 56513 Neuwied
Telefon 026318012222 - Fax 026318012223 - info@wolterskluwer.de « www.wolterskluwer.de
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Kiihnen

Patent Litigation Proceedings
in Germany

A Handbook for Practitioners
translated by Frank D. Peterreins
6t edition 2013, approx. 800 pages,
hardcover,

approx. € 218,

ISBN 978-3-452-27874-6
Heymanns Intellectual Property
In preparation for February 2013

Online Order

www.carl-heymanns.de

Order Hotline (toll-free within Germany)
0800 8018018

Available in bookstores.

Heymanns
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Den PCT verstehen und schnell
das Richtige finden.

Kolhner

2

Das Handbuch dient dem Leser als praktische
Arbeitshilfe rund um alle Fragen, die im téag-
lichen Umgang mit dem PCT entstehen und
eignet sich zur Vorbereitung und als Hilfs-
mittel fur die europaische Eignungsprifung.
Normgebung, Rechtsprechung und Literatur
sind auf dem Stand vom 15.0812. Die durch
den ,America Invents Act" verursachten
Anderungen im PCT sind in die Neuauflage
eingearbeitet.

Das Werk versteht sich als eine Handlungsan-
weisung, mit der Sie komplexe Verfahrensfra-
gen schnell und klar analysieren kénnen. Es
l6st die zahlreichen internen Verweise im PCT
auf und macht den so kaum verstandlichen
Text lesbar. Das Standardwerk zum PCT ist

Wolters Kluwer Deutschland GmbH « Postfach 2352 « 56513 Neuwied

@. Carl Heymanns Verlag

nach den Artikeln, den Regeln der Ausfiih-

rungsverordnung und der Gebiihrenordnung

strukturiert und bietet lhnen:

m eine zusammenhangende aktuelle
deutsche Volltextversion

m im Normtext wegweisende Erlauterungen
und Querverweise auf Artikel und Regeln,
die mit dem Normtext in Zusammenhang
stehen

m Ubersichten zu wichtigen Teilbereichen
des PCT, jeweils mit einer Zusammen-
stellung der einschlagigen Normen

m ein Sachregister, das sich an den Stichwor-
ten des Sachregisters des PCT-Leitfadens
orientiert, jedoch zusatzlich direkt auf
einschlagige Normen verweist und gangige
Suchbegriffe erganzt.
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m kostenloser Online-Zugriff
m durchsuchbar wie eine Datenbank
m verlinkt mit Normen und Entscheidungen

Kéllner

PCT-Handbuch

Texte — Zusammenhange - Erlauterungen
7. Auflage 2013, 424 Seiten,

kartoniert, €114,

ISBN 978-3-452-27773-2

Online im Shop bestellen:
www.carl-heymanns.de
Gebiihrenfreie Bestellhotline:
0800 7763665

Im Buchhandel erhaltlich.
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The Documentation for Biotechnology

fati Ediliun

Heymanns ). Heymanns

This book again attempts to provide an The new edition comprises a presentation
overview of the jurisdiction of the EPO, of the changes relevant to:

the USPTO and United States courts and m stem cell patents m plant patents

an overview over Japanese biotech patent W patents on transgenic animals m diagnostic
practice. assays m surgical methods m treatment

The classic »Biotech Patent Law« systema- regimens m divisional applications

tically organizes the jurisprudence of the

Boards of Appeal of the European Patent The book is useful not only for European
Office according to the topics: patent professionals but also as an introduc-
m which inventions are patentable m dis- tion and orientation to the field of biotech-
closure requirements for claims m clarity of nology.

claims m enabling disclosure m deposit of
biological material m claiming priority

m novelty minventive step m essentials of
Supplementary Protection Certificates
(SPCs) and m procedural law for prosecution
and opposition proceedings

Wolters Kluwer Deutschland GmbH « Postfach 2352 « 56513 Neuwied A5

fon +49 2631 8012222 - fax +49 26318012223 + info@wolterskluwer.de + www.wolterskluwer.de
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included

jBook
&o www.jurion.de

m Free online access
m searchable as a database
m linked to rules and decisions

Jaenichen / Meier / McDonell / Haley jr. /
Hosoda

From Clones to Claims

The European Patent Offices's Case Law on
the Patentability of Biotechnology Inves-
tions in Comparison to the United States
and Japanese Practice

Sth Edition 2012, 1.272 pages, Hardcover,
€228,

ISBN 978-3-452-27432-8

Heymanns Intellectual Property

Online im Shop bestellen:
www.carl-heymanns.de
Gebiihrenfreie Bestellhotline:
0800 7763665

Im Buchhandel erhaltlich.

Heymanns

Deutschland




Schneller Zugriff zu praxisrelevanten Fragen

im internationalen Immaterialglterrecht.

Heymanns

Der internationale Schutz des geistigen
Eigentums hat mit dem Inkrafttreten des
Ubereinkommens der Welthandelsorgani-
sation Uber die handelsbezogenen Aspekte
der Rechte des geistigen Eigentums einen
tief greifenden Wandel erfahren, der sich
auch im europdischen und deutschen Recht
ausgewirkt hat. Mittlerweile ist es fir jeden
rechtsberatend und rechtsanwendend
Tatigen unerlasslich, auch mit dem TRIPs-
Ubereinkommen und dessen Ausstrah-
lungswirkung auf das Immaterialgiterrecht
insgesamt vertraut zu sein.

Der Kommentar zeigt ausgehend von den
Bestimmungen des TRIPs-Ubereinkom-
mens die Verbindungslinien zu parallelen

€ym

a

Ning K’““‘men
tﬂ.l‘e

Internatlonal €s und
CUTOpiiisches Rech,

es
geistigen Eigentumg

Kommentar
2, Auflage

{¥} Carl Heymanns Verlag

Vorschriften in anderen internationalen
Abkommen und im nationalen Immateri-
alguterrecht auf. Damit wird dem Benutzer
des Werkes der Zugriff auf praxisrelevante
Fragestellungen erleichtert, die sich vor dem
Hintergrund des TRIPs-Ubereinkommens in
der taglichen Rechtsanwendung stellen.

Der Kommentar hat sich als Standardwerk
im deutschen Sprachraum etabliert.

Die Herausgeber:

Prof. Dr. Jan Busche, Heinrich-Heine-Univer-
sitdt Dusseldorf; Prof. Dr. Peter-Tobias Stoll,
Georg-August-Universitat Gottingen; Prof.
Dr. Andreas Wiebe, Georg-August-Universi-
tat Gottingen
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Busche/Stoll/Wiebe (Hrsg.)

TRIPs

Internationales und europdisches Recht
des geistigen Eigentums

Kommentar

2. Auflage 2013, ca. 900 Seiten, gebunden,
ca. €196,-

ISBN 978-3-452-27512-7

Neu in der Reihe Heymanns Kommentare
In Vorbereitung fiir Februar 2013

Online im Shop bestellen:
www.carl-heymanns.de
Gebiihrenfreie Bestellhotline:
0800 7763665

Im Buchhandel erhltlich.
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